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Part I 


INTERNATIONAL PROTECTION OF INTELLECTUAL PROPERTY 


By Jacques Secretan 


We reprint here an address recently delivered by Professor Jacques 
Secretan, Director of the Bureaux for the Protection of Industrial, Literary and 
Artistic Property at Berne, Switzerland, at the opening of the 26th Congress 
of the A.I.P.P.I. at Brussels, June 7 to 12, 1954. This would seem to be par- 
ticularly timely for two reasons. Professor Secretan recently paid an extended 
visit to the United States and at that time discussed with various groups, in- 
cluding the International Committee of The United States Trademark Associa- 
tion, the present status of the International Convention. Moreover, the next 
Congress of the A.I.P.P.I. is expected to be held in the United States in 1956. 
It will be the first Congress of this Organization ever assembled in this country. 


1. Introduction 


First of all, I would like to tell you with what great feeling I 
take the floor, as Director of the United International Bureaux 
for the Protection of Intellectual Property, in Brussels, the capital 
of Belgium, a friend who has played and who plays today such an 
eminent role in the field of arts and literature, industry and 
commerce. 

My relations with Belgium do not date from yesterday. They 
have developed over 30 years, in the field of industrial and trade- 
union activity, during the long period in which I had the honour 
to be the Legal Counsellor at the International Labour Office. 

This was the period when industrial Belgium was represented 
at Geneva by personalities as powerful as they were different, such 
as M. Jules Carlier and M. Corneille Mertens, both of whom are 
unfortunately no longer with us, affording the international or- 


ganisation, issuing from the treaties of 1919, the benefit of their 


wide experience, of their science and good sense, Mr. Ernest 
Mahaim, Professor at the University of Liége, establishing be- 
tween them the arbitration of a wise and realistic Government. 

Later it was Mr. Gérad and M. Lecocgq, on behalf of industry 
and M. Paul Finet, on behalf of the trade unions, who rendered 
Belgium illustrious in the international councils charged with the 
development of industry and at the same time the well-being of 


the working classes. 
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I am unable to refer here to all the Belgian personalities, Min- 
isters of Foreign Affairs and of External Trade, Ministers of 
Eeonomic Affairs, Ministers of Labour, such as M. Elie Troclet, 
who has brought to the industrial and commercial world for the 
past 30 years, the benefit of a mind at the same time generous, of 
a wide experience and inspired by an enlightened realism. 

I have here recalled the names of a few friends. I beg for- 
giveness of the others. 

My reason for first recalling personal souvenirs was not 
purely sentimental. It was somewhat different. It was to recall, 
at the opening of this Congress, which is so important for the 
future of industrial property, a certain number of simple prin- 
ciples, which will form the basis of my brief intervention, and the 
application of which seems to me to have been assured by Belgium 
in most brilliant and at the same time appropriate conditions. 

In 1948, the Assembly of the United Nations, sitting in New 
York, adopted—the Western Powers unanimously—a Universal 
Declaration on Human Rights, of which the scope and occasionally 
the somewhat turgid style, will probably cause the positive minds 
we are supposed to be in a congress devoted to industrial property 
to smile. 

However, on closer examination, one finds in this rather 
confused expression of beliefs and the experience of our civilisa- 
tion, a common basis which merits consideration and which is not 
so far removed from the theme of our deliberations here today. 

I could ignore the expression of faith at the same time spiri- 
tual and democratic which is the fundament of the Universal 
Declaration, desiring the freedom and equality of man gifted with 
conscience and reason. 

But on the eve of the day you invite us to Bruges, I would 
reproach myself for not drawing attention, in a Belgium so thor- 
oughly spiritual, to the moral unity which will be the basis of the 
freedom of man and of the exercise of this freedom in industry 
and commerce. 

For this is the first point to which I would like to draw your 
attention. 

There is no liberty where there does not exist freedom, with- 
out useless hindrances, in the industrial and commercial activities 
of man in his struggle for a well-being founded on justice. 
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This is the cause pleaded by Grotius in ‘‘ Mare Liberum.’’ 

And a curious thing, the Charter of the United Nations and 
the Universal Declaration on Human Rights say the same when 
the declare themselves in favour of: 

protection of property, 
freedom of commerce. 

A country at the same time commercial and industrial, but a 
country profoundly democratic, Belgium emerges here as an 
exceptionally sure guide, who has associated the destiny of man- 
kind with a profound faith, allied to: 

the desire for freedom of commerce and exchange, 
the development of a model industry, 

the well-being of the working classes, 

respect of individual property. 

These, Mr. Chairman and Gentlemen, are the reasons for our 
admiration and gratitude, we who have as our mission to safe- 
guard the most delicate form of property, intellectual property, 
product of the arts but also of the industrial civilisation of the 
19th Century. 

Is this task difficult? 

It is indeed difficult. I will tell you why in conclusion, after 
having spoken briefly of the International Bureau and of the 
various ‘‘currents’’ of civilisation, to use the same expression as 
one of your great historians, Pirenne, which do not all tend to 
respect intellectual property but which, on the contrary, may 
endanger it. 

As is often the case, apparently good intentions may be con- 
sciously or unconsciously mingled with less favourable intentions. 

It is evidently a truism to say, before such a well-informed 


assembly, that the conquests of intellectual property are not 


favourably considered by all circles and by all States. 

The situation with regard to industrial property is somewhat 
better than with regard to literary and artistic property. 

The experience of the International Labour Organisation, for 
instance, shows that heavy industry, in any case, is sufficiently 
organised to stand up to enterprises which step outside the frame- 
work of social justice and even to go as far as revolution. But 
nonetheless I consider that industrial property, in the more subtle 
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form of patents and marks, might one day find itself in danger 
and that it should watch over its integrity with greater care. 


The Bureau of the International Union for the Protection 
of Industrial Property 


During a recent stay in the United States, on the occasion of 
a friendly reception in New York by an association interested in 
marks, one of the guests, speaking with the frankness which char- 
acterises Americans in general and more particularly those of 
Irish origin, put to me the following question ‘‘But in heaven’s 
name what do you do”’ or ‘‘ What’s your job?’’ 

Which in French might be expressed even more familiarly. 

Even though the United International Bureaux for the Pro- 
tection of Intellectual Property cannot devote all their activity— 
and even all the necessary activity—to industrial property, this 
activity has nonetheless been intense in the course of the past 
year. 

I will try to outline it following a hierarchical order corre- 
sponding to the importance of the problems: 


1) Diplomatic Conference for the Revision of the General 
Union Convention or Conference of Lisbon 
The first file which the Director of the International Bureaux 
of Intellectual Property found on his desk on taking up his funce- 
tions at Berne was that of the Conference of Lisbon. 
Perhaps diverging opinions in the course of our debates, will 


throw some light on the necessity for and the objectives of a 
conference of revision. 

But in any ease, it was the duty of the Director to undertake 
immediate study of the question and even the preparatory work 
as soon as he had obtained the agreement of the inviting Power, 
according to the Convention—in this instance, Portugal. 

To this effect, the Director when to Lisbon where he received 
from Professor Paulo Cunha, Minister for Foreign Affairs, from 
Professor Pires de Lima, Minister of National Education, from 
M. Pena e Silva, Director-General of Commerce and from our 
friends from the Industrial Property Office, M. Almeida de Lima, 
M. Alexandre Bobone and M. Garin, a most cordial weleome, which 
was also most gratifying for the Bureaux he represents. 
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In the course of these conversations, the Portuguese Govern- 
ment gave the Director its agreement to the programme of work 
he presented. 

I cannot go on without paying hommage publicly to an im- 
portant Portuguese personality whose opinions and influence 
were a precious guide to the Director. I am thinking of His Excel- 
lency M. Julio Dantas, former Minister for Foreign Affairs, former 
Ambassador, member of the Permanent Committee of the Literary 
Union, but equally well-informed on all industrial property 
problems. 

The Director devoted the whole of July to giving a diplomatic 
form to previous arrangements in view of the preparatory work. 

Direct contact was also established with the chiefs of those 
of the national Administrations which the Director was able to 
visit personally in the course of one short and fully-occupied year, 
the regretted Sir John Blake, who left us so suddenly, the Com- 
missioner of Patents of the United States, Mr. Watson, at Wash- 
ington, Professor Reimer, President of the Patentamt at Munich, 
President de Haan, The Hague, Mr. Valverde, Director at Madrid. 
I hardly need say that the conversation was continued with M. 
Marcel Plaisant, Chairman, and M. Guillaume Finniss, Director at 
Paris and with President Plinio Bolla, Vice-Chairman of your 
Executive Committee and M. Pennetta, President at Rome. 

I offer my apologies to the Directors of Administrations I 
have not yet been able to visit but there is a limit both to time and 
human endurance. 

In any event, the general atmosphere is favourable to the 
Governments’ undertaking the study of questions which might at 
present form the object of a revision. 

We thus pass from the field of international private action to 
the field of diplomatic international action. 

Procedure is necessary, but it is more interesting to determine 
what might be the Agenda of a conference of revision. 

A committee of experts would certainly need to give its opin- 
ion in this regard, and then also the Governments of the States of 
the Union, since a diplomatic conference is concerned. 

It would be premature on my part to substitute myself for 
these high authorities and to fix, in their place, an Agenda. 
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But the Bureau has not been inactive. It has drawn up in 
French and in English for the intention of the preparatory com- 
mittee a complete statement of the recommendations adopted since 
1934 by the International Association for the Protection of Indus- 
trial Property, by the International Chamber of Commerce and 
by the International Law Association. 

You are more familiar with these recommendations than I 
am, since you are the principal authors. From the volume thus 
constituted, a certain number of very general indications may be 


gathered as to the possible direction an eventual revision might 


take. 
With regard to a revision, the Union is faced with four types 
of problem very different one from another. 
a) constitutional problems 
b) problems concerning patents 
¢c) problems concerning marks 
d) finally, a new problem, which will be the object of a 
special declaration on my part, that of putting into order, 
if possible, its relations with other international and 
inter-state organisations, equally interested in industrial 
property. 
a) Constitutional Problems 

Essentially the following questions are concerned: 

The maintenance or the abandoning of the rule of unanimity 
in diplomatic conferences elaborating draft Conventions, since 
‘atification is the only instrument able to integrate the convention 
into national law, and thus the sovereignty of States is always 
respected, in the last resort. 

The eventual constitution within the International Bureau of 
an Intergovernmental Permanent Committee on industrial prop- 
erty, such as already exists in the Literary and Artistic Union; 

Introduction in the Convention of a jurisdictional clause 
granting obligatory competence to the International Court of 
Justice at The Hague for differences between States, which it has 
proved impossible to settle by means of diplomatic negotiations; 

Attribution to an organ to be decided upon—the International 
Bureau or an international court of justice—of a consultative 
competence similar to that exercised by the International Court of 
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Justice at The Hague, but with regard to United Nations Institu- 
tions only, which excludes our Union from this competence at the 
present time; 

Authorisation to be given to the International Bureau to 
publish regular editions of its bulletin in languages other than 
French; 

Form of participation in general revision conferences of 
non-member States of the Union; 

Official consultative status of international associations of a 
private nature, such as the AIPPI, 

Lastly, the proposal of the American group, of which you are 
aware, for a complete redrafting of the Union Convention accord- 
ing to a new plan. 

b) Problems concerning patents 

The major question here is that of chemical products and 
their patentability, including or excluding the processes of fabri- 
cation. 

Gentlemen, the question is on your Agenda. I am quoting it 
as a reminder. It will come under heated discussion, and will of 
necessity be brought up at Lisbon when the moment comes. 

The second is that of the patentability of new discoveries in 
plant or vegetable life, which also figures on your Agenda. 

I could quote a few others such as for instance the obligatory 
exploitation of patents—article 5—or the formalities required to 
establish a claim to the right of priority. But I would take up 
too much of your time by such an enumeration. 
ce) Marks 

Marks ‘‘as such,’’ the so-called well-known marks and marks 
of high renown, service marks, as well as the creation by the 
International Bureau of a trade-marks research centre, gave rise 
to problems even more contentious and difficult. 

To this must be added two problems which in my opinion need 
to be completely reviewed: models and designs and above all false 
indications of origin. 

There is here an immense field, only partially explored, either 


by science or by national or international law. 
The General Conference will be faced with the accomplish- 
ment of a task all the greater in that it will be unable to ignore 
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the incidences provoked by other forces, national or international, 
representing interests at times divergent from those of industry. 
2) Arrangement of Madrid Concerning the International 

Registration of Trade and Commercial Marks 

The Conference of the Directors of national Administrations 
of the Member States of the Arrangement of Madrid held at Berne 
last spring, gave rise to the creation of : 

a) An intergovernmental co-ordination committee which, 
under the chairmanship of M. Guillaume Finniss, Direc- 
tor, representative for France, has as its main task to 
execute the few necessary reforms to an Arrangement 
which, in general, functions to the satisfaction of both 
depositors and Administrations. 

b) An intergovernmental classification committee, which 
under the chairmanship of M. de Haan, President, repre- 
senting the Netherlands, has undertaken the work of 
classification, carried out for a considerable time by the 
International Bureau and interrupted by force of cir- 
cumstances. 

I am sure that under the expert guidance of M. Guillaume 
Finniss, Chairman, the Co-ordination Committee will bring to a 
successful conclusion the work of revision of the Arrangement. 
Unanimity has, however, not yet been reached between the admin- 
istrations concerned. Certain of them remain firm partisans of 
territorial limitation, while others are just as hostile to it. 

The via media in this case is not very easy to determine. 

But even now, one fact appears certain to anyone who, as the 
person addressing you now, visits the national Administrations. 

Whatever may be the final solution—territorial limitation, 
compensation fund or registration by classes—the future of the 
Arrangement depends to a large extent on the great industrial 
powers, who could effectively alleviate the task of the Administra- 
tions, which, carrying out conscientiously the preliminary exami- 
nation, effect with regard to every international mark registered, 
a burdensome, costly and often useless job of work, in view of the 
non-utilisation of the mark. 

This is a very serious question, and one for which a rapid 
solution must be found. 
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3) Research Centres—patents and marks—will form the ob- 
ject of declarations by my collaborators in committee; I will thus 
not dwell upon them now. 

4) At last, the International Bureau is about to welcome an 
English-speaking counsellor. 

It is a necessary step towards its universalisation. 

Our friends of the United Kingdom, the Commonwealth and 
the United States may thus soon hope to receive communications 
in their own language, drafted in more academic English than I 
personally use. 

I attach a considerable importance to this new bond with the 
immense English-speaking part of the world. I regret that it has 
taken so long to realise. Here again, the support and intervention 
of the regretted Sir John Blake were at the same time wise and 
decisive. I would like to render him my grateful hommage. 


2. Territorial Scope of the Union 


Here we come to a subject infinitely more delicate than the 
previous one, for which I will solicit your support and your action. 


I allow myself therefore to call upon your patience and your 
attention. 

‘‘No country entered the Union in 1953 as a contracting 
member.’’ 

This brief sentence in the Management Report of the Inter- 
national Bureau for 1953 naturally corresponds to the truth, but 
it does not reflect the whole truth. 

André Siegfried has just published in the ‘‘Figaro’’ an article 
under the title ‘‘The loss of Asia?’’ with, happily for us, a ques- 
tion-mark at the end. 

‘*What is being decided at Geneva is not only the position 
of France in Indochina, nor, as American opinion insists, the 
condemned destiny of colonialism. There is quite another 
question involved, over and above our heads—a formidable 
dispute for power, in which we are far from playing a prin- 
ciple role. Will the West continue to have at its disposal the 
whole of the beyond of Suez in a conception of world develop- 
ment assured according to its methods, its inspirations and 
lastly its interests? 

It could well prove to be a turning-point in history ending 
in the overthrow of a hegemony of nearly five centuries. 
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What is at stake is so enormous, the risks so great, that one 
hardly dares consider what would be the new face of the 
world if the Far East, if the Indian Ocean itself were defi- 
nitely removed from our control. 

From the point of view of the West, it would indeed be 
regrettable to limit the debate to a question of political sov- 
ereignty or colonial domination. It is basically a question of 
knowing whether the regions politically emancipated from 
Western trusteeship continue to submit economically to our 
influence, to integrate themselves into our system of world 
administration. Although this system has been badly shaken 
since the first world war, it still functions outside the domain 
claimed by the Communist revolution. ’’ 

Gentlemen, the Paris Convention extends, at least in practice, 


to the territories within the French Union, which have become the 
associated States of Vietnam, Laos and Cambodge, and to India 
and Burma. 

What is the position today? 

South America remains outside the Union, with a few notable 
but rare exceptions. 

Will these vast and laborious peoples, faced with a great 
industrial future, ignore the system of the Paris Union and per- 
haps develop less favourable national and international systems, 
founded, in particular on reciprocity. 

You know that today the term reciprocity has found favour 
in the Chancelleries. 

The Bureau has taken diplomatic steps through Embassies 
and Ministries of Foreign Affairs. 

This is insufficient, but the Bureau with three officials able to 
deal with industrial property, excluding the Service for Marks, is 
unable to do more. Direct and repeated missions, in particular, 
are impossible, this in contrast with the United Nations Institu- 
tions, which have permanent missions established at various points 
in the world and also receive them at New York, Paris, Rome, 
Geneva. Thus for the United Nations Organisations, as was 
previously the case for the League of Nations and the Interna- 
tional Labour Office, there exists a constant contact between the 
national Administration and the International Administration, 
which in our case is lacking. 
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And it is here that the States of the Industrial Union and 
even industrial circles—excuse me Gentlemen—surprise me. 

The States spend, in dollars millions, in our various franes 
milliards, for the maintenance of international universal organi- 
sations, which it is not even certain are all working for the main- 
tenance of our civilisation or in any event of our possessions. 

On the other hand, it appears that these same States consider 
industrial property as definitely acquired and requiring no further 
effort, no messianism. 

I am convinced that this is a mistake and that any good 
acquired is coveted and then menaced if those who have acquired 
it do not extend its application. 

A profound and somewhat disparaged sociologist—who even 
though dead at the time of the march on Rome, was said to have 
had an influence on Mussolini—Vilfredo Pareto, wrote (I am quot- 
ing from memory) : 

‘‘The struggle undertaken by certain individuals to 
acquire the riches produced by others is the outstanding factor 
which dominates the history of humanity.’’ 

In the field of industrial property today, I would draw your 
attention to the dangers of geographic secessions to which must 
be added the dangers of ideological secessions founded on diverg- 
ent interests, those of present consumer States and groups and 
those of producer States and groups. 

Thus on the basis of a resolution which might be adopted by 
this Congress, I would like the national groups of the AIPPI to 
agree between themselves and to take action with regard to their 
respective Governments to obtain concerted action from the said 
Governments in favour of the adhesion to the London text by 
signatory and non-signatory States. 

At the same time, I would like this Congress to vote a reso- 
lution inviting the States which recognise the independence of 
States previously under their control, to include in the Act or the 
Convention of Independence a provision obliging the new State 
to adhere to the Act of Industrial Union. 

I am certain that notified by the Ministries of Commerce or 
of National Economy, themselves solicited by the national groups 
of the AIPPI, the Ministries of Foreign Affairs would easily adopt 
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a common policy on these two points, favourable to the interests 
of the industrial community. 

This action might well be entrusted to the Executive Commit- 
tee which would subsequently proceed to apply in the consequent 
necessary order different action and interventions according to 
the geographic sector under consideration. 

This is a sounding of the alarm. I hope it will be heard. 


3. Relations of the International Union for the Protection of 
Industrial Property with other Inter-state Organizations 
Interested in Industrial Property 


This is a question which I myself have raised and to which 
you will devote your fifth working session. 

‘‘The repercussion of European economic communities—and 
others—on the legislation of Unionist countries concerning indus- 
trial property.”’ 

I have intentionally extended its scope in the present report. 

In other words, it is not a question here of competition but of 
indispensable co-ordination between the activities of the different 
inter-state or inter-governmental organisations called upon to 
deal with questions of intellectual property. 

When, for the first time, I put the problem to the Joint Com- 
mittee of the International Chamber of Commerce and of the 
AIPPI at Paris, to the Committee of the International Literary 
and Artistic Association, also at Paris, I was greeted by some 
surprise, except from the delegates directly concerned in the ac- 
tivities of modern international organisation, i.e. by governmental 
representatives such as M. Guillaume Finniss, or very well- 
informed representatives, such as our friend M. Marcel Boutet. 

It was my decided impression that the representatives of 
industry, in particular, were still unaware of the true situation. 

It was also my impression—and I say this in particular for 
my Swiss and Dutch friends—that, in the opinion of some, I was 
moved by motives of competition in regard to such extremely 
important inter-state organisations as the United Nations, Unesco 
and the Council of Europe, whose competence may extend to 
questions of industrial property. 

Mr. Chairman, Gentlemen, if I were moved by motives of 
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competition, I would be beaten in advance in an absolutely unequal 
combat. 

My motive—and you will see that the Council of Europe has 
understood admirably well—is simply a motive for the promotion 
of order or orderliness or cartesianism in a situation which has 
reached such an extreme that one of my friends, C. W. Jenks, of 
Gray’s Inn, Vice-Director-General of the I.L.0.—one of the men 
most familiar with international organisation—has already de- 
voted a lecture to it at The Hague—‘‘Co-ordination, a new prob- 
lem of international organisation’’—and is at present preparing 
an important work on this question, which will appear in London. 

Why would the combat be unequal? 

International organisation was first developed in our Unions 
and in similar Unions by the common administration by the States 
of an easily apparent common good: 

industrial property, 

intellectual property, 

postal, telegraphic and telephonic communications, 

public hygiene in international relations, or the struggle 
against epidemics, 

the common administration of a river, such as the Rhine 
or the Danube, ete. 

It was a question of promoting together the prosperity of a 
collective interest, which could be defined juridically, but which is 
essentially of a limited nature. 

In 1919, the situation changed completely and we see the 
emergence of the League of Nations, then the United Nations 
Organisation, associations of States whose competence ratione 
materiae is practically unlimited and extends to the whole of 
human activities. 

The United Nations created, under the name of specalised 
institutions, the World Health Organisation, the United Nations 
Cultural, Scientific and Educational Organisation, the United 
Nations Civil Aviation Organisation, the World Meteorological 
Organisation, ete. 

I see nothing to prevent them constitutionally from one day 
creating a specialised institution whose object would be the admin- 
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istration by the States, in a universal community, of what we know 
as industrial property or intellectual property. 

There would no doubt be numerous practical obstacles. But 
constitutionally, these obstacles would be trivial, with the excep- 
tion of the existence of the Convention of the Paris Union. 

In a recent resolution, admirably clearly drafted, dealing 
with the problem which I am tackling here before you, the Council 
of Europe defined the universal character ratione materiae, if not 
ratione geographicae, of its competence: 

‘<In the fields set out in Article 1(b) of the Statute, the 

Council is concerned with any problem, even of a technical 

nature, the solution of which might promote greater unity 

among its Members.’’ 

As it is for the most part States members of the Industrial 
Union or the Literary Union, who adhere to the United Nations 
or to the Council of Europe, or sometimes, to both institutions, you 
will see that it is impossible to tackle the situation in a spirit of 
contention. 

I am thus unable to support those who wish to deprive the 
Council of Europe or the United Nations of all competence in the 
field of intellectual property, nor those who wish to accord them 
an exclusive competence. 

This does not mean that the state of affairs, which I found on 
taking up my functions at Berne a year ago, appeared to me 
satisfactory. 

It is evident that if these States, members of our Unions, 
have permitted the creation of double or triple international com- 
petence in the same fields, in fact of the silence of public opinion, 
which you represent, some confusion is bound to result. 

The existence of international disorder—which Stephen Ladas 
denounces very effectively in his report—is incontestable. 

We will see in a moment the remedies, on the international 
level, with regard to which I cannot subscribe to all the conclu- 
sions—in my opinion too pessimistic—reached by Stephen Ladas 
in his excellent report. 

But—and here again I call upon your support, Gentlemen, as 
in the case of adhesions—the corresponding disorder is perhaps 
ever greater and more serious on the national level. I will say 
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what I have to say with the somewhat brutal simplicity attributed 
to the people to which I belong, to give an example: 

Several intergovernmental organisations are called upon today 
to find international solutions to certain problems created by the 
international exploitation of the cinema, television, broadcasting, 
ete. 

But the Ministry representing a Government in each of the 
international organisations is not always the same; 

For the Berne Bureau, it would be a Department of Foreign 
Affairs, of National Education or the Ministry of Justice, or again 
a high personality in the scientific and political field; 

For the United Nations at New York, it would be for instance 
and for the same question, another Department of Foreign Affairs 
or a Ministry of Information, if it exists; 

For Unesco, at Paris, it would probably be a permanent 
Foreign Affairs delegation, a high personality in the diplomatic 
field, or yet again a Ministry of Cultural Affairs. 

For the 1L.L.0. at Geneva—it would not be possible to speak 
of the cinema, television or radio-broadcasting without including 
performers and artists—it would be the Ministry of Labour. 

These Ministries may not necessarily have the same tenden- 
cies and the same policy, except in a very small number of coun- 
tries where government policy is well co-ordinated. 

From whence, due to the multiplicity of international organi- 
sations, arises the danger of opposing positions being taken by 
the same Government in several different places! 

Naturally, an even greater danger is that of intergovern- 
mental organisations, grouping together these same States, taking 
up collectively equally divergent positions. 

The truth is often that due to the far-reaching competence of 
such organisations as the Council of Europe, it would be useless 
to try to distribute ratione materiae competences, exclusive one 
from another. 

In my opinion, the solution lies elsewhere and should be 


sought in the organised collaboration of intergovernmental or- 


ganisations and in the co-ordination of their activities, rather than 
in reciprocal exclusivities. 
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I wish to make a reservation with regard to the relations 


between the Paris Convention and the United Nations. 


In the international level, the Committee of Ministers of the 


Council of Europe has just laid down, in a resolution, principles, 
which it seems to me can be approved without reservation, and 
which are the expression of a true policy of collaboration and 
co-ordination of the highest conception. 


*‘17. In the fields set out in Article 1(b) of the Statute, 
the Council is concerned with any problem, even of a technical 
nature, the solution of which might promote greater unity 
among its Members. It follows that it may, on the European 
level, study matters which are the concern of larger or more 
specialised international institutions, if such a study might 
result in useful intergovernmental action which would not 
otherwise be possible. An examination of the work already 
carried out or contemplated in the same field by other inter- 
national organisations is a necessary preliminary. To assist 
us in this, we have instructed the Secretariat to draw up 
periodically a detailed list of the questions of European inter- 
est being handled by other international organisations at the 
time. This list may also be helpful to the Assembly, and we 
have asked the Secretariat to transmit copies to all represen- 
tatives. 

18. Where our examination reveals that no other inter- 
national organisation is competent, the next step will be to 
ascertain what work it has done or is contemplating in the 
matter. At this state our Committee may either find that 
there is no more work which could usefully be undertaken, or 
it may urge the organisation in question to extend its labours 
in one direction or another. If the organisation is unable or 
unwilling to respond, our Committee could itself take up the 
question without fear of overlapping. 

19. All these cases call for prior understanding be- 
tween the Council and the organisation in question, which 
would result from negotiation between the Council and that 
organisation. 

20. We believe that this procedure will help to make of 
the Council of Europe a framework for the elaboration of 
common solutions of European problems, to be sought and 
put into effect by the international organisation most appro- 
priate in each case.’’ 

The Director of the Berne Bureau trusts that the achievement 


of such a good result is due in some measure to his intervention. 
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On taking up his functions, he desired to voice his respect for 
the territorial competence of the Council of Europe, such as out- 
lined in its constitution and recalled in past agreements with our 
Union and defined today by the Committee of Ministers. 

Subsequently, on the practical level, he proposed to the 
Secretary-General of the Council a reciprocal representation at 
councils and committees of the two organisations, whenever this 
proved useful and possible, the Berne Bureau having no preten- 
tions to sit on the Committee of Ministers. 

The Secretary-General, M. Léon Marchal, after the recent 
meeting of the Committee of Ministers, sent a letter to the Direc- 
tor, which meets our desires, and I am happy to be able to offer 
him my thanks publicly. 

In its report to the Consultative Assembly, the Committee of 
Ministers, speaking of the draft European Convention on the 
International Classification of Invention Patents, also refers to 
the new draft, to our intervention and the attention which it 
attracted. 

This is the present situation with regard to the most urgent 
co-ordination on the international level. 

Which does not mean that new initiatives concerning indus- 
trial property may not arise on the national level and attain, quite 
unexpectedly, the international level. 

I am thinking, in particular, of the Consultative Assembly of 
the Council of Europe or of the United Nations, with which regu- 
lar contact is difficult to establish for reasons which make of the 
Charter a very independent instrument. 

Here, parliamentarians or certain government departments 
may put forward proposals concerning industrial property, with- 
out any previous consultation with the Paris Union. 

The national groups of the AIPPI, if they wish to fulfil their 
role, should thus maintain close relations with on the one hand 
Ministries of Commerce or of National Economy, and on the other 
with parliamentarians interested in industrial property and to 
request them to be good enough to keep them informed of govern- 
ment policy in inter-state organisations. 

One active president in each country would suffice to ensure 
that the principles which have served the cause of national and 
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world prosperity should not be endangered by passing influences, 
formulated and adhered to at an international conference, where 
industrial interests are not represented. 








4. Conclusion 








In my conclusion I must answer the following question: 

Can the International Union for the Protection of Industrial 
Property, a Union of States having a universal vocation, as is 
recalled so forcibly by Stephen Ladas, consider itself as benefiting 
from a definitely acquired position with regard to: 

its territorial expansion, 
the scope of the field of protection, 
the ideology which it expresses. 

My answer is in the negative. 

The Paris Union, if it wishes to fulfill the role assigned to it 
by the treaties, must be in a position to: 

assure and extend its territorial domain against the 
effects of nationalism to be respected politically, but to be 
regretted economically ; 45 Member States, of which only five 
from the two Americas, and of which others are menaced by 

secession of large territories, are far from constituting a 

reasonable number in our present epoque of large industrial 

development. 
to extend the field of protection to new conquests of 
human genius applying to science, industry and to commerce. 
to answer victoriously, by the good work it would thus 
accomplish, as it has done in the past, the ideologies and 
interests hostile to personal protection of the discoveries and 
the work of the man in industry and commerce. 

It would be impossible, Mr. Chairman and Gentlemen, to 
entrust this active force to the Director of the Berne Bureau, to 
his Vice-Director and to a counsellor specialised in industrial 
property. 

It is for this reason that I turn to you, who represent science, 
the law, but also those industrial and commercial interests which 
are the life-blood of an active humanity and without which there 
would be neither science nor law. 

I turn to you, and knowing that such fundamental questions 
have often been the object of your work, I propose to you three 
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immediate lines of action in three domains where I envisage 
as many eventual dangers as possibilities of development. 

The preparation of the Lisbon Conference, as soon as it 
is announced, by the establishment of contact between your 
national groups and the Departments concerned; 

Action from the Executive Committee, in collaboration 
with chosen national groups, and then from these groups 
themselves, to make diplomatic contacts in their country, with 
a view to obtaining the adhesion of new members; steps taken 
by an ambassador of a power, marking the interest that this 
power takes in the ratification or adhesion, often has great 
influence ; 

In each country, action by each group in view of the 
establishment of a co-ordinated policy by this country in inter- 
governmental organisation, by direct contact with the Minis- 
tries concerned and parliamentarians versed in industrial 
property. 

I hesitate to formulate my good wishes for your work, as I 
would thus seem to be addressing good wishes to myself, intending 
as I do to participate as actively as possible in this work. 

On the other hand, I do not hesitate to thank the Belgian 
Government and the town of Brussels for their overwhelming 
hospitality, the Belgian group for its reception, and to give ex- 
pression to the admiration I feel for the country in which we are 
met today. I offer my sincere good wishes for the happiness and 
prosperity of the Kingdom of Belgium, and of all those who have 


the responsibility of its direction, its industry, its commerce and 


of its people, so striking in their wisdom, courage and labour, the 
sources of all wealth. 
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A. |. P. P. |. CONGRESS TO MEET IN UNITED STATES 
By John Dashiell Myers* 


For the first time a Congress of the International Association 
for the Protection of Industrial Property (usually referred to as 
A.I.P.P.I.—the initials of its official name in French) will be held 
in the United States. This will occur in the summer of 1956. It 
will be an important event for all of those in this country who are 
concerned with patents and trademarks and their protection on the 
international level. 

The Congress will be held here under the auspices of the 
American Group of the Association. This Group was organized 
in 1930 and is now known as the International Patent and Trade 
Mark Association. Membership in the International Patent and 
Trade Mark Association is open to individuals, law and industrial 
firms, corporations and associations in the United States. 

All those having interests in the patent and trademark field 
should become members in order that they may share in the im- 
portant activities of the Association, participate in the coming 
Congress, enjoy the opportunity for personal association and in- 
formal discussion with the representatives from the various mem- 
ber countries, and, especially, help to formulate, present and ex- 
plain the American point of view on the many problems arising 
in the international field. 

The A.I.P.P.I. was founded in 1897. It is and has been 
throughout its existence the principal international institution for 
promoting the international protection of industrial property, i.e. 
patents, trademarks, designs, commercial names, and protection 
against unfair competition. Its efforts are largely devoted to the 
development and improvement of the International Convention 
for the Protection of Industrial Property which was adopted in 
Paris in 1883, has since been revised in 1900 (at Brussels), in 1911 
(at Washington), in 1925 (at The Hague) and in 1934 (at Lon- 
don), and is now adhered to by most of the countries of the world. 

The A.I.P.P.I. continually studies the operation of the Inter- 
national Convention and proposals for its improvement. At 
A.I.P.P.I. Congresses, usually held every two years, such pro- 


*Member of the Philadelphia Bar; past President of the American Group of 
A.I.P.P.I.; associate member of USTA. 
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posals are fully discussed and debated and efforts made to recon- 
cile or compromise different national views. Resolutions are 
adopted according to the vote of the majority of those present. 

Because of its standing and accomplishments the A.I.P.P.I. 
exerts strong influence on the calling of Diplomatic Conferences 
from time to time for the official revision of the International Con- 
vention. The resolutions previously adopted by the A.I.P.P.I. are 
formally submitted to such a Conference and play a large part in 
shaping any revision agreed upon. In fact, experience shows that 
there is little, if any, chance of amendments to the International 
Convention being officially adopted unless they have been recom- 
mended and approved by an A.I.P.P.1. resolution as expressing 
the expert opinion on the subject. 

In the complex state of world affairs today international rela- 


tions have assumed a greater importance and become more diffi- 
cult than ever before. The problems arising in this field require 
constant study and analysis. Their successful solution is vital not 


only to the great issues of war and peace, but also to the promo- 
tion of commerce between nations which is the basis of national 
well-being in these days when no nation is self-sufficient. 

Living, as we do, in a world of rapid change we cannot expect 
international relations to be static. For instance, changing eco- 
nomic conditions and changes in national laws and policy often- 
times impede international commerce and thus make necessary 
frequent negotiations for the revision of applicable treaties and 
international conventions. 

This is particularly true in respect to the protection of in- 
dustrial property. A Diplomatic Conference for the revision of 
the International Convention is already overdue in order to bring 
it up to date and adapt it to the tremendous industrial changes of 
recent years. 

The A.I.P.P.I. Congress to be held here in 1956 should be of 
great importance in crystallizing opinion and laying the founda- 
tion for far-reaching changes in the Convention. 

If the United States is to play its proper part and exercise 
in connection with such changes an influence in keeping with its 
outstanding industrial position in the world, there must be among 
industry and the patent and trademark profession an awakened 
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appreciation of the need for a united effort in this field—which 
can best be realized through membership in and strong support 


of the activities of the International Patent and Trade Mark 
Association. 
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NEW CANADIAN TRADE MARK LAW* 
By John C. Osborne** 


To the best of my knowledge, this is the fourth major occasion 

on which a Canadian lawyer has been permitted to come before a 
distinguished American audience to explain some of the more 
important features of our new trademark legislation. We are 

. extremely grateful for the interest that you have shown and accept 
} that interest as further evidence of the importance that Canada 
and her commercial life are assuming in the eyes of the United 
States. I will not be so modest or so unrealistic as to suggest 
that the interest is undeserved. You and your clients have to the 
north a vast country that is in the initial stages of phenomenal 
economic expansion. Its fourteen million people may not seem 
numerous when compared to ten times that number in the United 
States but they and the enterprises in which they are engaged 
are a rich market that, having already absorbed enormous quan- 
tities of American goods and services, looks forward to a steady 
increase in commerce flowing in both directions across the border. 

No market of comparable size and wealth could be ignored 
and the laws which govern the conduct of its affairs are entitled 
to the most serious study. 

I am confident that what I have to say is both interesting and 
important. I can only hope that my manner of saying it will be 
sufficiently attractive to hold your attention and sufficiently lucid 
to reveal the structure of a Statute that is in many respects 
revolutionary. 





America is accustomed to exporting its political, intellectual 
and industrial revolutions so that you will not be surprised to find 
that we have achieved our own trademark revolution by borrowing 
: somewhat freely principles and procedures that originated in this 

country. If you also find some rather rigid restrictions, you may 
‘ put them down, in part, to our native caution and, in part, to a little 
plundering that we undertook in the United Kingdom. Almost 
seven years elapsed between the appointment of the Canadian 
Trade Mark Law Revision Committee and the effective date of 






* Address delivered at the Practising Law Institute’s Trademark Program, c¢o- 
sponsored by USTA, July 20, 1954, New York City. 

** Partner in the firm Gowling, MacTavish, Osborne & Henderson, Ottawa; member 
of the Patent Institute of Canada, Canadian Bar Association, USTA. 
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the legislation that it prepared but I am sure that you will agree 
that respectable and efficient pirates must take a little time to 
ensure that they are looting the most promising cargoes. I hope 
that what we have stolen from you is as good as we think it is. 

The earlier speeches that were given in the United States with 
respect to this subject were in the nature of interim reports while 
the legislation and regulations were being prepared. This is the 
first time that we have been able to come before you and say that 
the new law is in full force and effect. Nevertheless, a certain 
amount of repetition is inevitable and I know that there are many 
in the audience who are very familiar with the work we have done. 
I have struggled to avoid mere reiteration and while I do not 
pretend to real success, it has occurred to me that it might be 
appropriate, and in some degree novel, to approach the problem 
from the standpoint of litigation rather than to attempt a review 
of the provisions of the enactment. Either approach will produce 
much the same information and we might as well test our handi- 
work where it must ultimately be tested in any event. 

Actually, there has been remarkably little trademark litiga- 
tion in Canada. At first sight, this might seem to suggest that 
we are very well behaved or else that I have exaggerated the 
importance of my subject. Unfortunately, the explanation is less 
obvious and more disturbing. I am personally convinced that the 
dearth of trademark litigation is directly related to weaknesses 
in our earlier system which left a very large number of our most 
famous trademarks open to serious charges of invalidity or, at 


least, restricted the scope of the protection to which they were 


entitled. The stark fact is that many an injured trademark owner 
did not dare sue because the assertion of his rights would very 
likely have resulted in the loss of the trademark itself or left him 
with only a shadow that would frighten neither his present nor 
a future opponent. 

I need not underscore how serious a situation of that kind 
may become. No one has any desire to foment litigation for the 
sake of litigation and no one wishes to forge a coercive weapon 
for big or little business. I have heard the view expressed that 
a degree of uncertainty in trademark rights is salutary as tending 
to confine the power of big corporations to influence consumer 
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demand. If that proposition had not been advanced in high places, 
it would have been unnecessary to mention or to answer it. 
Speaking for myself, 1 am aware of no law that finds a virtue in 
uncertainty. Law exists to promote good and restrain evil and 
it better do it in terms that are as unequivocal as possible. In 
any event, the whole argument overlooks the essential character of 
trademark law as we know it in the English-speaking countries. 
That law is designed to protect the legitimate interests of traders 
and, at the same time, safeguard the public against confusion and 
deception. It is important to realize that everything that is done 
or permitted to weaken a distinctive trademark necessarily exposes 
those who rely on it to conscious fraud or innocent misrepre- 
sentation. 

It was with these thoughts in mind that we laboured to formu- 
late anew Act that would clarify what had been obscure, that would 
eliminate technical and unrealistic limitations and that would hold 
in balance private rights and the public interest. Nothing would 
be more dangerous than to claim or even hope that we have 
achieved unqualified success but from the standpoint that I have 
described, I am going to tell you what we have attempted. 

Let us assume, for purposes of illustration, an action for the 
infringement of a registered trademark and let us examine the 
most common defences that would be raised in such an action both 
in the light of the old law and in the light of the new. 


The Defence Based on the Proposition That the Plaintiff’s Mark 
Is Not a Trademark at All 


When the Unfair Competition Act was passed in 1932, it de- 
fined a trademark in the classical terms to which we were all 
accustomed. Reduced to its bare essentials, it was stated that a 
trademark is a symbol which has become adapted to distinguish 
particular wares falling within a general category from other 


wares falling within the same category and is used by a person in 


association with wares entering into trade and commerce for the 
purpose of indicating to dealers in and/or users of such wares 
that they have been manufactured or sold by him.'* 


1. U.C.A. Section 2(m). 

* Key to Abbreviations in footnotes: 
U.C.A. Unfair Competition Act 
T.M.A. Trade Marks Act 
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It will be observed that the definition falls into two parts. 
Firstly, a trademark must be a symbol that has become adapted 
to distinguish and, secondly, it must be used by the owner for the 
purpose of indicating that wares have originated with him. Both 
parts of the definition are significant but, for the moment, I would 
like to concentrate attention on the first requirement. 

It might seem natural and innocent enough to insist that a 
trademark is ‘‘adapted to distinguish’’ but, as events have proved, 
those words were pregnant with strange and unexpected meaning. 

Actually, they were borrowed from the British legislation 
where they have long appeared in the definition of a registrable 
trademark rather than in the definition of a trademark. It is, 
therefore, logical to enquire how they have been interpreted by the 
Courts of the United Kingdom. Such an enquiry at once discloses 
that there may be a vast difference between a symbol that is dis- 
tinctive in fact and a symbol that is adapted to distinguish. 

Some symbols are by their very nature distinctive in fact and 
I suppose that the best instance is a purely arbitrary word which 
has no significance apart from the function it performs in iden- 
tifying the products of its owner. Some symbols may be non- 
distinctive initially but become distinctive in fact as the result of 
long and extensive use whereby the public comes to recognize them 
as the badge of a particular trader. Several different types of 
symbols fall in this group—many words that are more or less 
descriptive or misdescriptive of the character or quality of their 
associated wares; many geographical place names; words that are, 
according to their ordinary signification, surnames; a succession 
of letters of the alphabet that are mere initials. 

It might have been thought that when it is shown that a symbol 
is distinctive in fact, it should be regarded as adapted to distin- 
guish so as to qualify as a trademark within the meaning of the 
Unfair Competition Act. Unfortunately, it is not as simple as 
that. As I have indicated, the British cases show that a symbol 
may be distinctive in fact and yet not possess the mystical nature 
that renders it adapted to distinguish. 


S.C.R. Supreme Court Reports 

ix.C.R. Exchequer Court Reports 

C.P.R. Canadian Patent Reporter 

R.P.C. Reports of Patent Cases (United Kingdom) 
T.M.R. Trade-Mark Reporter 
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The principle of law was first laid down in a celebrated decision 
involving the right to register the word PERFECTION as a trademark 
for use in association with common soap.’ It was held that there 
are some words that are incapable of being adapted to distinguish 
and the Court gave us as examples ‘‘good,’’ ‘‘best’’ and ‘‘super- 


Pe] 


fine.’’ It was considered that the words ‘‘perfect’’ and ‘‘perfec- 
tion,’’ being purely laudatory, must be treated as falling within 
the same class. The case became so well-known that the law 
enunciated in it is frequently referred to as the rule in the 
Perfection case and, from time to time, there has been a tendency 
for both lawyers and judges to deal with it as if it were confined 
to laudatory epithets. That it is not so confined is shown 
clearly enough by other decisions in which the Courts have ap- 
plied the rule to words highly descriptive of character or quality,’ 
geographical place names,* and initials.° In such instances, the 
judges have stated expressly that they were not concerned with 
evidence of long and extensive use or with any proof that the 
word. was distinctive in fact—it was sufficient for them to find 
that the word was not adapted to distinguish simply because it 
was inherently not suitable as a trademark. 

I have referred to the position in Great Britain because the 
history and development of the rule is most easily traced in that 
country but the same law prevailed in Canada. In a compara- 
tively recent case,’ the Supreme Court of Canada had occasion to 
review the situation and it delivered a comprehensive judgment 


99 


attaching to the words ‘‘adapted to distinguish’’ in the Unfair 
Competition Act precisely the interpretation that had been ac- 
corded by the British Courts to the same words in the legislation 
of that country. 

Now, no one would quarrel with the view that many words 
and some designs should not be monopolized as trademarks with- 
out proof that they have become distinctive in fact of the wares 


of a particular trader but that is an entirely different thing from 


agreeing that a large and ill-defined group of symbols should be 


2. In the Matter of an Application by Joseph Crosfield §& Sons Ltd. to Register a 
Trade Mark (1909, 26 R.P.C. 561, 837). 

3. In the Matter of an Application by Leopold Cassella & Co. to Register a Trade 
Mark (1910, 27 R.P.C. 453). 

4. A. Bailey § Co., Ltd. v. Clark, Son & Morland, Ltd. (1938 55 R.P.C. 253). 

5. Registrar of Trade Marks v. W. & G. Du Cros Ltd. (1913, 30 R.P.C. 660). 

6. Registrar of Trade Marks v. Hardie (1949 8.C.R. 483). 
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permanently and effectively withdrawn from any possible claim 
to trademark status. It is surely more realistic to provide that 
any word or design may be a trademark it if actually performs 
that function in the market. 

Accordingly, we have dropped from the definition of a trade- 
mark any requirement that it be adapted to distinguish. Under 
the new Act, it need only be used for the purpose of distinguishing 
or so as to distinguish the wares or services of the owner. 

It is true that in another definition,’ it is stated that ‘‘dis- 
tinctive in relation to a trademark means a trademark that actually 
distinguishes the wares or services in association with which it 
is used or is adapted so as to distinguish them’’ but it will be 
observed that in this context, the concept of being adapted to 
distinguish is only an alternative to distinctiveness in fact. 

The result is that in an action for infringement, a plaintiff 
will no longer be faced with a defence that will automatically 
exclude his mark from protection although he must, of course, 
be prepared to prove that, as a matter of fact, it serves to dis- 
tinguish his wares or services. 

Before leaving the discussion under this heading, it will be 
worth mentioning that the new Act extends protection to an addi- 
tional class of trademarks. We have followed the lead of the 
United States and it is now possible to register service marks in 
Canada but we have approached the problem in a way that is 
slightly different from your own. The definition of a trademark* 
has simply been adjusted to include marks used in association 
with services as well as marks used in association with wares and 
both types of marks are treated throughout the Statute on an 
equal footing. 

In addition, it is doubtful if an identifying mark on a book, 
newspaper or periodical publication could properly be regarded 
as a trademark under the old law. The decided cases were far 
from clear and the practice in the Trade Marks Office was open 
to question. We, therefore, took the opportunity provided by the 
new legislation to make it clear that printed publications are wares 
to which a trademark may be applied.® 
-M.A. Section 2(f). 


.M.A. Section 2(t). 
-M.A. Section 2(w). 
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The Defence Based on the Proposition That the Plaintiff’s Mark 
Is Not a Registrable Trademark 


The discussion of this defence must necesarily touch on points 
already mentioned but raises far sharper issues for determination. 
It will be assumed that the plaintiff’s mark is a trademark and 
the only question is whether it is registrable. 

It is obvious that all trademarks are not registrable trade- 
marks. 

Under the Unfair Competition Act, it was provided,” inter 
alia, that a trademark was registrable if it did not contain more 
than thirty letters and numerals divided into not more than four 
groups. The provision was somewhat obscurely worded but was 
interpreted to mean that if the mark did contain more than thirty 
letters and numerals or was divided into more than four groups, 
it was unregistrable. Probably this sub-section of the Act was 
intended to prevent the registration of quasi-literary efforts such 
as slogans and it was certainly invoked most frequently against 
them. Whatever its purpose, it did not seem to us to be logical 
to make the right to registratioin depend on the length of a mark 
or the manner in which it was divided into groups and the new 
Act contains no such provision. 

The Unfair Competition Act prohibited the registration of the 
name of a person, firm or corporation.** Oddly enough, shortly 
after the Act was passed in 1932, the Commissioner of Patents 
(who was then acting as Registrar of Trade Marks) was persuaded 
that the name of a person must consist of a given name and a 
surname combined and the practice developed of refusing regis- 
tration to such a combination but allowing it if the mark was either 
a given name or a surname standing alone. As a matter of fact, 


a very large number of surnames were registered under the ordi- 
nary provisions of the Unfair Competition Act between 1932 and 
1954. While it was natural that advantage would be taken of the 
practice, it is highly doubtful if surnames so registered were or 
are properly protected. The new Act clarifies the position for the 
future, at least, by barring the registration of a word that is pri- 
marily merely the name or the surname of an individual who is 


10. U.C.A. Section 26(1) (a). 
11. U.C.A. Section 26(1)(b). 
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living or has died within the preceding thirty years.’* A comment 
might be made with respect to the words ‘‘primarily merely’’ 
which you will readily recognize. Like yourselves, we realize that 
numerous surnames have double meanings and we have no desire 
to exclude such words as DOLPHIN or SUNSHINE which, while sur- 
names, are clearly not primarily merely so. We might have 
adopted the language of the British Statute and spoken of words 
which are according to their ordinary signification surnames had 
not interpretation robbed the modifying expression of any real 
usefulness. 

The Unfair Competition Act denied registration to a mark 
that is the name of the wares to which it is applied’ or is clearly 
descriptive or misdescriptive of the character or quality or of the 
place of origin of such wares.** The new Act makes little change 
in this regard except that we have again accepted your guidance 
and prevented the registration of a mark only if it is deceptively 
misdescriptive and not merely misdescriptive.** This minor alter- 
ation will have little effect in the Trade Marks Office where the 
relevant practice has always been in accordance with the new law 
but it may be significant in Court. The words NorTH POLE are 
clearly misdescriptive of bananas but I think not deceptively mis- 
descriptive. | 

I do not think that any useful comment can be made with 
respect to the further grounds on which it might be held that a 
trademark is unregistrable under either the old or the new Act. 

However, I must explain that in speaking of trademarks as 
unregistrable, I have really intended all along to indicate trade- 
marks that are unregistrable under the ordinary provisions of the 
Statute. Special provisions have long existed which frequently 
enable an applicant to claim that what would otherwise be an 
unregistrable trademark is actually one that is registrable. 

These special provisions apply to marks that are prima facie 
objectionable because they are surnames, or because of their 
descriptive nature. 

I refer to the right of an applicant to claim that his trademark 
12. T.M.A. Section 12(1) (a). 
13. U.C.A. Section 26(1) (e). 


14. U.C.A. Section 26(1)(c). 
15. T.M.A. Section 12(1)(b). 
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is registrable because it is in fact distinctive in the sense of having 
acquired a secondary meaning and the entirely separate right of 
an applicant to claim that his trademark is registrable because it 
has been duly registered by him or his predecessor in his country 
of origin. 

Even as far back as the Trade Marks Act of 1905, it was pos- 
sible to register a trade mark that was otherwise unregistrable by 
showing that as a result of long and extensive use, it had come to 
identify wares originating with the applicant. Under that Act, it 
was only necessary to file affidavit evidence with the Registrar of 
Trade Marks evidencing the nature and extent of the use and the 
effect that it had achieved. The record shows that some pretty 
flimsy evidence was accepted as sufficient to justify registration. 
Under the Unfair Competition Act, it became necessary to apply 
to the Exchequer Court for a Declaration that the mark had been 
so used as to have become generally recognized as ‘ndicating that 
the Petitioner assumed responsibility for the wares.” In the new 
Act, we have thought it wise to return the jurisdiction to the Regis- 
trar of Trade Marks.’ The initial determination with respect to 
the registrability of a trademark would seem to be the proper 
function of an administrative rather than a judicial officer and 
there is no real likelihood of a return to the comparatively loose 
practice under the Act of 1905. Quite apart from all other con- 
siderations, the fact that every trademark application must now 
run the gauntlet of formal opposition proceedings seems to war- 
rant the step that we have taken. 

The right to assert that a trademark is registrable because 
it has been registered abroad is, of course, quite a different matter. 
It is a right that we recognize in obedience to our obligations under 
the International Convention and it provides a very distinct ad- 
vantage to many non-Canadian applicants. Naturally, there are 
limits to the circumstances in which the right can be invoked and 
in certain respects, the new Act is both more and less generous 
than the Unfair Competition Act.’** Some restrictions have been 
removed but perhaps the greatest change lies in the requirement 


that if an applicant bases the registrability of his trademark on a 


16. U.C.A. Section 29. 
17. T.M.A. Sections 12(2) and 31. 
18. Compare U.C.A. Section 28(1)(d) and T.M.A. Section 14. 
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foreign registration, he must satisfy the Registrar that in Canada 
such trademark is not without distinctive character. It is true 
that under the Unfair Competition Act, the Registrar could refuse 
registration on the ground that the trademark was wholly without 
distinctive character but, as the result of a decision in the Ex- 
chequer Court, this was interpreted to mean wholly without dis- 
tinctive character in the country of the home registration.’® The 
point was dealt with in the case only to the extent of a very debat- 
able obiter dictum but it had the effect of greatly enlarging the 
scope of the enabling Section under consideration. From now on, 
it will be clear that the trademark must not be without distinctive 
character in Canada and the Registrar may call for affidavit evi- 
dence to satisfy himself if he entertains any doubt on the point. 


The Defence Based on the Proposition That the Plaintiff Was Not 
a Person Entitled to Register the Trademark 


One of the principal criticisms directed against the Unfair 
Competition Act was its failure to clearly indicate the person 
entitled to register a trademark. 

One sub-section*®® made it plain that the person to first use or 
first make known a trademark in Canada had the right to register 
it if he applied to do so within six months of such first use or 
making known. However, a subsequent sub-section” implied that 
if the six-month period elapsed without the filing of an application 
by him, another might obtain a valid registration. Indeed, the 
Exchequer Court decided that this could be done provided that 
the second person to use the trademark adopted innocently.” 
This decision was reached as early as 1936 and, until the end, it 
remained the subject of violent controversy. A very substantial 
body of professional opinion felt that the second user of a trade- 
mark could in no circumstances claim to be entitled to registration 
but the point was never taken to the Supreme Court of Canada. 
So far as the case law is concerned, the Unfair Competition Act 
provided that the first person to use or make known a trademark 
in Canada could register it if he applied within the specified time 
but thereafter, an innocent newcomer could acquire a registration. 


19. Albany Packing Co., Inc. v. Registrar of Trade Marks (1940 Ex.C.R. 256). 
20. U.C.A. Section 4(1). 

21. U.C.A. Section 4(3). 

22. Canada Crayon Co. Ltd. v. Peacock Products Ltd. (1936 Ex.C.R. 178). 
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A curious consequence of the ruling was that such a registration 
could not be cancelled by the original user but it was ineffective 
as against him so that, apparently, there could be two users of 
the same trademark.” 

Another interesting and unsettled point should be mentioned. 
The Unfair Competition Act appears to contemplate registration 
based on use or making known in Canada but, in practice, the 
Trade Marks Office was always prepared to accept trademark 
applications that disclosed only use abroad. In my opinion, regis- 
trations so obtained are of very doubtful validity but the best 
informed views are definitely divided on this issue. 

We have tried to emerge from our long night of uncertainty 
by inserting in the new Act definite rules for determining the 
person entitled to registration.** There are several grounds on 
which this right may be claimed. 

An applicant may assert that he is entitled to registration 
because he was the first to use or make known the trademark in 
Canada. There is a substantial difference between use and making 
known and this difference is reflected in the form of the application 
for registration. 


I should pause here to note certain changes in the whole con- 
cept of making known. Under the Unfair Competition Act, a 
trademark was made known if it was used in a country of the 


Union and advertised in Canada by way of any printed publica- 
tion.”*” Nothing was said with respect to the extent of the adver- 
tisement or the degree to which the Canadian public was acquainted 
with the mark. Presumably, one or two advertisements in an 
obscure newspaper would suffice as long as it could be said that 
the newspaper circulated in the ordinary course among potential 
dealers in or users of the wares. In so providing, the Unfair 
Competition Act went beyond the requirement of the International 
Cenvention which only obliges us to recognize rights in a foreign 
trademark that is well-known in Canada. In considering this 
problem, we found ourselves faced with a difficult decision. On 
the one hand, it seemed wrong to accord Canadian trademark 
rights to every person whose advertising happened to come into 


23. Burshtein v. Disston & Sons Ltd. (1940 Ex.C.R. 79). 
24. T.M.A. Section 16. 
25. U.C.A. Section 3(b). 
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Canada either deliberately or accidentally. On the other hand, 
if we followed the Convention, we were compelled to make use of 
words that have no precise meaning. When is a trademark well- 
known as distinguished from merely known? Frankly, we changed 
our minds several times but we finally came down on the side of 
the Convention and the new Act states that a trademark is deemed 
to be made known in Canada if it has become well-known.” As 
some concession in the other direction, we have provided that a 
trademark may be made known through radio broadcasts as well 
as printed publications. You may question the wisdom of the 
decision that we have made on this important matter and I think 
that you and I will feel some reluctance in basing a trademark 
application on making known if there is any alternative. For- 
tunately, there usually will be an alternative. 

This brings me to the next ground on which an applicant may 
assert that he is entitled to registration. A Canadian application 
may be based directly on a registration of the same trademark 
in another country of the Union. With respect to this provision, 
I would like to make two comments. As I have already implied, 
it will provide a frequent and useful alternative where the appli- 
cant would otherwise be forced to rely on making known. In 
addition, it helps to solve the difficulty encountered in the earlier 
legislation with respect to the rights of foreign trademark owners. 
Such an owner can no longer claim to be entitled to register in 
Canada merely because he has used abroad but he can do so if he 
has both used and registered in a country of the Union. 

Finally, it should be brought to your attention that an appli- 
cation may be filed for a proposed trademark—i.e., for a trademark 
that the applicant simply intends to use in the future. An applica- 
tion of this kind can be prosecuted through to allowance but, 
before registration is actually granted, the applicant must use 
the trademark in Canada and file a Declaration of use in the Trade 
Marks Office.” The Statute provides a six-month period in which 
this may be done. We are rather proud of this provision because 
it seems to us to afford a practical compromise between the re- 
quirement that a trademark must be used before an application 


26. T.M.A. Section 5. 
27. T.M.A. Section 39(2). 
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may be filed and the requirement that a trademark can be regis- 
tered without use. One or other of these requirements is to be 
found in various Statutes and both seem to be unsatisfactory. 
A trader should be in a position to ensure that he can obtain 
registration before he invests large sums in labels, advertising 
material and marketing but he should not be allowed to clutter up 
the Register with a mark that he is not prepared to put into active 
use within a reasonably short period of time. Our device gives 
him the assurance that he requires but forces him into use if he 
really wishes to obtain registration. 

After five years, a Canadian trademark registration will be- 
come incontestable to the extent, and only to the extent, that it will 
not be expunged or amended or held invalid on the ground of a 
previous use or making known by a person other than the appli- 
cant for such registration.** However, even this limited degree of 
incontestability is not available if it can be established that the 
person who adopted the registered trademark did so with knowl- 
edge of such previous use or making known. The result is that a 
person who has innocently adopted a trademark and obtained 
registration is protected against an earlier user or person who has 
made the trademark known, once the five-year period has passed. 
3ut in certain circumstances, the first person actually in the field 
may be granted a right to continue to use the trademark in a 
defined territorial area concurrently with the registered owner 
provided that he employs an adequate specified distinction from 
the registered trade-mark.*® This may be a little difficult to follow 
unless I suggest an example. Let us suppose that A adopts the 
trademark agax and uses it in Halifax on the East Coast. Then, 
suppose that B innocently adopts and uses the same trademark 
AJAX in connection with an identical type of business in Vancouver 
on the West Coast. Suppose further that B registers the trade- 
mark. For five years, B’s registration will be subject to cancella- 
tion on the ground that he was not the first to use the trademark. 
At the end of that time, A’s rights as a first user disappear except 
that the Exchequer Court might permit him to continue to use 
AJAX concurrently with B in the Halifax area if he adds to such 


28. T.M.A. Section 17(2). 
29. T.M.A. Section 21. 
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word something that will adequately distinguish his own product. 
What will amount to adequate distinction must be determined as 
a question of fact in the special circumstances of each case. 


The Defence Based on the Proposition That the Plaintiff’s Wares 
and the Defendant’s Wares Are Not Confusingly Similar 


Of course, this defence must remain one of the central issues 
in a very large number of trademark actions. Since it involves a 
question of fact, you might think that there is very little that could 
or should be done about it in writing a new trademark statute. 
Nevertheless, there are some interesting points to be observed 
and conclusions drawn. 

No doubt, everyone is entitled to his own opinion but it has 
seemed to many of us that Canadian Courts have shown a marked 
tendency to draw extremely fine distinctions between various 
types of wares. It is seldom fair to divorce a particular finding 
from all of the facts of a case but it is rather startling to come 
across decisions in which it has been held, for example, that 
injector razors are not similar to shaving machines ;* that smokers’ 
pipes are not similar to cigarettes and tobacco” and that leather 
footwear is not similar to rubber footwear.** Obviously, anyone 
can tell at a glance the differences between these articles but the 
question is whether the use of the same trademark on wares so 
closely related will not necessarily lead to the inference that the 
same person assumes responsibility for them. I am not going to 
buy a pipe in the mistaken belief that it is a cigarette but, knowing 
that some companies produce both products, I am very likely to 
suppose that the asax pipe in the store window originates from 
the same source as the agax cigarettes that I have smoked con- 
tentedly for many years. 

It has been suspected that part of the trouble may have been 
occasioned by the fact that the Unfair Competition Act had two 
separate definitions—one covering the meaning of ‘‘similar’’ in 
relation to trademarks® and the other covering the meaning of 
‘‘similar’’ in relation to wares.** This seemed to induce both the 











30. 
465). 
31. Re Belgo Canadian Manufacturing Co. Ltd. (4 C.P.R. 123). 
32. B. F. Goodrich Co. v. J. A. & M. Coté (1950 Ex.C.R, 221). 
33. U.C.A. Section 2(k). 

34. U.C.A. Section 2(1). 





Magazine Repeating Razor Co. of Canada v. Schick Shaver Ltd. (1940 8S.C.R. 








eye patamma oe 2 Ri he 


Lape elaine 


ple 


Vol. 44 T. M. R. NEW CANADIAN TRADE MARK LAW 905 


Courts and the Trade Marks Office to examine the application of 
the definitions to a given case as if they were wholly independent. 
This could, and I believe did, lead to quite unrealistic determina- 
tions. Dealt with in isolation, two trademarks may not resemble 
each other very closely and the wares in association with which 
they are used may be recognizably different, yet the use of those 
particular trademarks on those particular wares may lead to 
deception. 

In addition to whatever difficulties may have arisen because of 
the structure of the old Act, we came to the conclusion that times 
have changed and the appropriate Tribunals should be given an 
opportunity to consider the whole question of confusion from a 
broader standpoint than any adopted in the past. Some years ago, 
it was customary for a company to be engaged in a fairly clearly 
defined business activity. If it was an automobile company, you 
could be pretty sure that it only manufactured and sold automo- 
biles and the use of its trademark on some other type of mechanical 
device might not suggest a common origin for the two sets of 
wares. Today, the public is familiar with the fact that business 
enterprises are tending to expand into diversified fields for a 
number of reasons including an increased utilization of by- 
products. Consequently, the danger of confusion arising out of the 
contemporaneous use of the same or a similar trademark by inde- 
pendent traders has been enormously enhanced. This is particu- 
larly true where so-called famous trademarks are involved. Some 


trademarks are so well and favourably known that they are 
calculated to mislead even if they are on wares far different from 
any with which their owners are concerned. 


Faced with these problems, we tried to improve the situation. 

First of all, we have abandoned the use of the word ‘‘similar’’ 
in relation to both trademarks and wares. There is nothing wrong 
with that word except that it has been the subject of interpretation 
and we are seeking a fresh start. The new Act speaks of ‘‘con- 
fusing’’ trademarks and it is stated that the use of a trademark 
causes confusion with another trademark if the use of both such 
trademarks in the same area would be likely to lead to the inference 
that the wares or services associated with them are manufactured, 
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sold or performed by the same person, whether or not such wares 
or services are of the same general class.* 

Moreover, it is specifically provided that in determining 
whether trademarks are confusing, the Court or the Registrar, 
as the case may be, shall have regard to all the surrounding cir- 
cumstances including the inherent distinctiveness of the trade- 
marks and the extent to which they have become known; the length 
of time the trademarks have been in use; the nature of the wares, 
services or business; the nature of the trade; and the degree of 
resemblance between the trademarks in appearance or sound or 
in the ideas suggested by them.* 

You will see that we have deliberately packaged the whole 
question of confusing similarity into a single concept which re- 
quires concurrent and inter-related consideration of both trade- 
marks and the wares or services with which they are associated. 
We have also invited the Courts and the Trade Marks Office to 
take into account factors which will enable them to award a wide 
ambit of protection where the value of a trademark and the public 
interest demand it. 

You will find that another Section of the new Act is related to 
the subject that we have been discussing.*’ It, too, was inserted 
with a view to extending the protection available to a registered 
trademark and enacts that no person shall use such a trademark 
in a manner likely to have the effect of depreciating the value of 
the goodwill attaching thereto. This is a broad provision and, no 
doubt, it will not be used lightly to correct some remote or trifling 
wrong but the worth of a trademark can be seriously injured by 
misconduct that was beyond the reach of our earlier law and it is 
hoped that in the creative hands of our Courts, the Section will 
provide a new and effective remedy. 

It is now time to approach an examination of what were once 
two of the most terrifying defences that could be raised in an 
action for infringement. I refer to those depending on improper 
assignment and improper licensing. If I do not treat them in 
great detail to-day, it is because they were the major theme of a 
paper that I read at the Annual Meeting of The United States 





35. T.M.A. Section 6. 
36. T.M.A. Section 6(5). 
37. T.M.A. Section 22. 
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Trade Mark Association a little over a year ago.** While there 
is little that I can add to what was then said, the subjects are so 
vital that I would like to be permitted to retrace some of the ground 
that was covered on the earlier occasion. 


The Defence Based on the Proposition That the Plaintiff's 
Trademark Has Been Improperly Assigned 


On this point, as on so many others, the Unfair Competition 
Ac. took the law as it found it and provided that a registered 
trademark could not be assigned or transmitted except in connec- 
tion and concurrently with an assignment or transmision of the 
goodwill of the business carried on in Canada in association with 
the wares for which such mark had been registered.* 

In a great many quarters, this simple and straightforward 
provision did not seem to create very much alarm or despondency. 
Trademarks and their registrations were assigned daily along 
with their goodwill—or perhaps I should have said that pieces of 
paper bearing that casual assertion flowed into the Trade Marks 
Office continuously and from all directions. Of course, often, 
perhaps more often than not, the pieces of paper were wholly 
ineffective instruments although the appropriate notations of 
assignment and transmission were solemnly recorded in the 
Registers. 

This unfortunate state of affairs was the direct result of the 
interpretation accorded by British and Canadian Courts to the 
word ‘‘goodwill.’’ It seems to me that the Judges have always 
denied that the word has any precise meaning at all but they 
found sufficient meaning to make the assignment of a trademark 
under the Unfair Competition Act an extraordinarily precarious 
adventure. 

This much is clear: Goodwill is a very wide term and when 
the Statute required the assignment of a trademark to be accom- 


panied by an assignment of the goodwill, it also normally required 

e assignor to retire from the whole area of business in which the 
th g t tire f the whol fb hich tl 
trademark had been used. 


Until 1938, the British Act contained a Section which was sub- 
stantially identical with the Section in the Unfair Competition 


38. Volume 43 T.M.R. 546. 
39. U.C.A. Section 44(2). 
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Act that I have just described. In 1932, it received an interpreta- 
tion that is a striking illustration of the seriousness of the prob- 
lem.*° A tobacco manufacturer had registered a trademark in 
respect of tobacco, whether manufactured or unmanufactured, and 
purported to assign it together with the goodwill of the business 
concerned in the goods with respect to which the trademark was 
registered. The trademark had only been used for cigarettes and 
the assignor ‘continued in the same line of business as before. It 
was held that the assignor had no intention of handing over the 
goodwill of its tobacco business to the assignee and that the assign- 
ment was invalid. The Trial Judge pointed out particularly that 
it was impossible for a manufacturer having many different marks 
for different brands of cigarettes or other similar articles, made 
as a result of the work and skill and discrimination of the same 
group or groups of people, to have a separate goodwill in respect 
of each of the brands. 

This decision aroused so much consternation among those 
who took the trouble to read it that in the revision of 1938, the law 
in the United Kingdom was amended to permit the assignment of 
a trademark with or without goodwill and to give retroactive 
effect to that provision. In our new Act, we have done likewise 
and have thereby simplified life in the future while restoring the 
validity of a large number of trademark registrations whose 
owners trace title through what would otherwise be a very shady 
ancestry. 

Our adoption of the British view has been the subject of some 
dissent and I do not mind admitting that we spent many anxious 
hours attempting to devise a compromise that would preserve as 
much of the old law.as possible and yet avoid trademark registra- 
tions being or becoming invalid because of entirely technical 
objections. The more we studied the problem, the more obvious 
it became that no compromise would be either logical or likely to 
survive the interpretative processes of our Courts. We might 
have been content to provide for the assignment of a trademark 
together with the goodwill attaching to that particular mark rather 
than the goodwill of the whole business. For this purpose, we 
considered borrowing your language and speaking of the goodwill! 


40. John Sinclair Ltd.’s Trade Mark (1932, 49 R.P.C. 123). 
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symbolized by the mark but we experienced a little difficulty in 
finding out what the language was intended to convey. American 
lawyers were not reluctant to explain it to us. However, I do not 
think you will be offended if I somewhat hesitatingly suggest that 
the explanation rather depended on which American lawyer we 
happened to be talking to at the time. In the end, we reached the 
conclusion that not only did compromise elude us but that there 
was no virtue in pursuing it. The rule that a trademark could 
only be assigned with the goodwill of the business was clearly 
intended to ensure that the significance of the mark would be 
perpetuated. But, on cold analysis, what assurance has there ever 
been that the significance of a mark will be maintained even by 
the original owner? Certainly, the automobiles that you buy 
today under the famous trademarks of great corporations do not 
bear a very close resemblance to the automobiles that the trade- 
marks originally identified. You may think that unobjectionable 
since the quality of automobiles has been steadily advancing but 
it need not have been so and, indeed, during the war, many manu- 
facturers were compelled, through no fault of their own, to reduce 
the standard of their trademarked wares. In the vast majority of 
cases, the ordinary commercial instincts of a trademark owner 
will serve to prevent him from debasing its value by attaching it 
to inferior wares. Surely, corresponding commercial instincts can 
be relied upon to persuade an assignee to maintain or improve the 
quality of the wares with which he will use his newly-acquired 
mark. 

It might be urged further that an assignment necessarily 
involves a change in the ownership of a trademark and special 
precautions should be taken because the integrity of the new 
owner may not be equal to that of his predecessor. But clearly 
that line of argument cannot be sustained. The acquisition of 
goodwill will not make an honest trader out of a dishonest one. 
Moreover, most trademarks are owned by limited companies which 
may change their management and even stockholders overnight 
without any question of assignment arising at all. 

In any event, the new Act states that a trademark, whether 
registered or unregistered, is transferable, and deemed always to 
have been transferable, either in connection with or separately 
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from the goodwill of the business and in respect of either all or 
some of the wares or services in association with which it has 


been used.” 


The Defence Based on the Proposition That the Plaintiff’s 
Trademark Has Been Licensed 


Under our former law, an ordinary trademark could not be 
licensed and the usual consequence of licensing was dedication to 
the public. I am intentionally excluding from consideration the 
special class of standardization trademarks created by the Unfair 
Competition Act which are, by their very nature, used by licensees 
of the owner. 

So rigid was the prohibition against licensing that the best 
professional opinion understood it as applying in a _ parent- 
subsidiary relationship as well as between strangers. It is true 
that one case was to the contrary but it was a decision of a single 
Trial Judge in the Exchequer Court and no appeal was taken to 
the Supreme Court of Canada. It appeared to be contrary to 
other decisions of high authority in the United Kingdom and 
Canada* so that we naturally hesitated to rely on it. 

In recent years, the operations of industry are such that they 
tend more and more to decentralization and there has long been 
an insistent demand for relaxation of a rule that hampered the 
full and legitimate utilization of many trademarks. 

In 1938, the British provided for licensing under the regis- 
tered user Sections of their Statute and in 1946, the Lanham Act 
recognized the right to license between related companies as 
defined in that Act. 

It was never seriously disputed that Canada must accept the 
principle of licensing and the only question was which of the two 
systems was best suited to our needs—yours or the British. Both 
have attractive features but after very careful consideration, we 
felt that the registered user procedure provided in a perfectly 
adequate manner for the right to license and had the added advan- 
tage of imposing safeguards that are desirable in the public inter- 


41. T.M.A. Section 47. 
42. Good Humor Corporation of America v. Good Humor Food Products Ltd. 


(1937 Ex.C.R. 61). 
43. e.g., Robert Crean § Co. Ltd. v. Dobbs (1929 Ex.C.R. 164; 1930 8.C.R. 307). 
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est. We, therefore, adopted it and the relevant Sections in our Act 
correspond very closely to those in the British Act of 1938.“ 

The procedure may be described as a system of controlled 
licensing. A person other than the registered owner is permitted 
to use a trademark provided that he is recorded in the Trade 
Marks Office as a registered user. For this purpose, it is necessary 
to file an application setting out, among other things, the relation- 
ship between the parties including particulars of the degree of 
control by the owner over the permitted use which their relation- 
ship will confer. Applications fall into two main groups—those in 
which the licensor and licensee are related companies and those in 
which they are not. By ‘‘related companies,’’ we mean something 
different from the same term as it is employed in your Statute. 
Such companies are defined in our Act as companies that are 
members of a group of two or more companies one of which, 
directly or indirectly, owns or controls a majority of the issued 
voting stock of the others.* 

We have had only three weeks of experience but it is antici- 
pated that it will be a comparatively simple matter to record a 
related company as a registered user. Apart from purely formal 
information, it will only be necessary to disclose the existence of 
such relationship. More will be required if the registered owner 
and proposed registered user are strangers. In that event, the 
Registrar will normally (probably invariably) require a copy of 
the agreement between them. The terms of the agreements will, 
no doubt, vary from instance to instance but will generally include 


a requirement that the licensee will apply the trademark only to 


wares manufactured in accordance with specifications, directions 
and standards laid down by the licensor and that the licensor will 
retain supervision either by inspection of the manufacturing 
operation or the submission of samples. After examining the 
material submitted, the Registrar may approve and register a 
person as a registered user if he is satisfied that in all the cir- 
cumstances it will not be contrary to the public interest to do so. 

Just as many existing registrations were rendered invalid by 
improper assignments so, too, many existing registrations were 


44. T.M.A. Sections 49 and 50. 
45. T.M.A. Section 2(r). 
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rendered invalid by improper licensing. In both cases, we had to 
rectify the past as well as provide for the future. 

Accordingly, the new legislation contains a Section* stating 
that the use of a trademark by a licensee before the coming into 
force of the Act and within one year thereafter shall not be held 
to invalidate such trademark provided that certain conditions are 
fulfilled. If the licensing was between related companies, the 
forgiveness is automatic. If the licensing was between strangers, 
the forgiveness will depend on an application being filed within 
one year of the effective date of the Statute (July 1, 1954) to 
record the licensee as a registered user and his subsequent regis- 
tration as such. If neither of these conditions has been met, the 
Exchequer Court may nevertheless give a Declaration that will 
restore the validity of the trademark if it is satisfied that to do 
so will not adversely affect existing rights or be contrary to the 
public interest. 

There are a great many additional things that I would like 
to tell you about the new Canadian Trade Marks Act but I cannot 
reasonably expect to detain you longer. 

I hope that I have said enough to persuade you that the rights 
of Canadian trademark owners will be more secure under the new 
law than they have been before and that in advancing their in- 
terests, we have, at the same time, contributed to the general 
welfare of our country. 

You may, perhaps, have noticed that I have made a rather 
liberal use of the word ‘‘we.’’ By doing so, I have intended in a 
broad way to include the high Government officials, the lawyers 
and the representatives of industry with whom I had the privilege 
of working on the Canadian Trade Mark Law Revision Commit- 
tee. They can in no way be held responsible for what I have 
said but there was so much unanimity of opinion among us that 
I do not fear any substantial dissent. May I be permitted to 
thank you on behalf of all of us for the interest that you have 
shown in our work and the assistance that so many of you have 
generously given to the solution of our problems. I need scarcely 
tell you, how great a pleasure it has been for me to take a small 
part in the important studies that you are conducting. 


46.. T.M.A. Section 50. 
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THE MERCHANDISE MARKS ACT OF 1953* 


By Charles C. Stevens** 


While Mr. Stevens’ article deals with the new provision of the British 
Merchandise Marks Act, it discusses numerous problems which are of consider- 
able interest to trade-mark owners and the legal profession in the United States. 
In view of the fact that little guidance is available thus far with regard to the 
scope and effect of Section 43 of our own Trade-Mark Act of 1946, which has 
recently been discussed in these pages in an article by Paul A. Leidy, ‘‘Com- 
petitors’ Remedy for False Description’’, 43 TMR 1109 (1953).—ED. 


Section 1 of the Merchandise Marks Act, 1953, came into 
force on February 1, with the result that all the provisions of the 
Merchandise Marks Acts, 1887 to 1953, are now fully effective. 


Much discussion has appeared in the pharmaceutical and gen- 
eral commercial Press concerning the new Act, and especially 
about Section 1. As the Act can affect every pharmacist in prac- 
tice it may be well to consider some of its possible results. The 
1953 Act can affect not only the manufacturing pharmacist and, 
to a lesser degree the wholesaler, but also every retail pharmacist, 
keeping open shop, whether in selling the goods of others or in 
preparing, packing and selling his own nostrums and remedies. 


Section 1 of the Act is designed to give the public protection 
against the application of false or misleading trade descriptions 
to goods, and it should be noted that the word ‘‘misleading’’ has 
been added by the 1953 Act. Previously it was an offence only 
to apply a false description. Another widening of the protec- 
tion offered by the 1953 Act is that the definition of ‘‘trade de- 
scription’’ is widened to deal with statements as to the fitness 
for, purpose, strength, performance or behaviour of any goods, 
as well as with misleading or false descriptions as to the standard 
or quality of any goods according to a classification commonly 
used or recognised in the trade. 

Under civil law there has always been protection for the pur- 
chasing public by the old common-law actions of fraud and deceit. 
At criminal law a development of the offence of false pretences 
also served as some guard against wilful misrepresentations. A 
civil action, however, is in general of little use to the purchasing 


* Reprinted by permission from the February 13, 1954 issue of THE CHEMIST AND 
Drueaist, London. 

** Assistant Secretary, Imperial Chemical (Pharmaceuticals) Limited, Manchester, 
England; member of the English Bar and Barrister-at-Law of Lincolns Inn. 
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public in such matters, and to prosecute for false pretences is a 
difficult and uncertain procedure for the ordinary retail sale. 
Some additional protection was given to the public under the 
Sale of Goods Act, 1893, but that also could only be made effec- 
tive by a civil action—a complicated and expensive procedure 
for the ordinary chemist customer. Section 13 of that Act states 
that, where a contract is by description, there is an implied con- 
dition that the goods shall correspond with the description. Sec- 
tion 14 of the same Act makes it incumbent upon the seller, where 
the purchaser makes known to him the purpose for which the 
goods are required, and the seller has skilled knowledge, to en- 
sure that the goods sold are suitable for the purpose required. 
There is no doubt that, over the past fifty or sixty years, retail 
pharmacists have frequently transgressed against that require- 
ment, but no customer would consider it worth his while to bring 
a civil action to break the contract, recover any money paid, and 
get possible damages. The only ways to secure protection for 
the ordinary purchasing public are to create an offence and for 
a suitable central or local-government department to keep watch 


on transactions. 

Let us now look, therefore, at the complete Section 1 of the 
Merchandise Marks Acts, 1887 to 1953, and see how the business 
of a pharmacist is affected by its clauses. Under the Acts it be- 
comes an offence to apply a false or misleading trade descrip- 
tion to goods, or to sell goods to which a false or misleading trade 
description is applied. ‘‘Trade description’’ now means any de- 
scription, statement or other indication, direct or indirect, as to 

(a) the number, quantity, measure, gauge or weight of any 

goods ; 

(b) the standard of quality of any goods according to a clas- 

sification commonly used or recognised in the trade; 


(c) the fitness for purpose, strength, performance or be- 
haviour of any goods; 

(d) the place or country in which any goods were made or 
produced ; 

(e) the mode of manufacturing or producing any goods; 

(f) the material of which any goods are composed; 

(g) any goods the subject of an existing patent, privilege or 

copyright. 


























one etna aman = aay is 
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(a) Number, Measure, Weight, etc-—Contrary to what many peo- 
ple believe, it is not an offence under existing weights-and- 
measures legislation to sell prepacked tablets short in the number 
the package is supposed to contain. Against the Merchandise 
Marks Act, however, it is clearly an offence for any prepacked 
product to be sold that does not contain the number of tablets 
or pills stated on the container or the quantity of a drug stated 
on the container. 

(b) Recognised Standards of Quality—The provisions dealing 
with standards of quality according to commonly recognised trade 
classifications are new in the 1953 Act, and many legal reviewers 
in discussing it have suggested that it will forbid the sale of 


‘*type’’ or ‘‘style’’ products not of the same quality as the goods 


they are supposed to type or style. An example might be ‘‘ Port 
‘Port wine’’ and 


9 


style wine’’ or ‘‘Paragoric sine laudanum”’. 
‘‘Paragoric’’ are well known trade classifications, and their stand- 
ards are easily recognised. It might, therefore, be an offence to 
sell other materials of a lower standard and link them with a 
higher standard by use of the word ‘‘type’’ or ‘‘style’’. Whether 
that is really so depends in the ultimate on an interpretation by 
the Courts, and it will be interesting to see what action, if any, 
is brought during the next few months against the ‘‘type’’ and 
‘‘style’’ products already on the market. 

(c) Fitness for Purpose—This again is a conception newly pro- 
vided for in the 1953 Act. It is also the one giving rise to most 
surmise in pharmaceutical circles. Does it mean that everything 
the chemist sells must be fit and suitable for whatever claims 
are made either on packages or in advertising? It has been sug- 
gested in some circles that the provision will give a great deal 
of protection to the public, but doubt does arise when one con- 
siders recent advertisements for pharmaceutical proprietaries and 
some of the claims made for them. Little change has taken place 
as yet in pharmaceutical advertising as a result of the Mer- 
chandise Marks Act, and a prosecution calling in question the fit- 
ness of any pharmaceutical product might be difficult to pursue. 
There would be conflicting evidence from opposing batches of 
experts, and it would be almost impossible for consistent deci- 
sions to be arrived at. In the United States—where, under the 
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Federal Food, Drug and Cosmetic Act, a strict watch is kept 
upon all medical claims in advertising—there have been literally 
hundreds of cases in which it has been almost impossible for the 
judge to decide between conflicting expert evidence. 

(d) Country of Origin—Pharmacists should note this provision 
carefully although, as it is under the 1887 Act, there is little excuse 
for not knowing that all goods of foreign origin must show the 
country of origin or manufacture. 

(e) Mode of Manufacture—With the growth of pseudo-scientifie 
advertising in certain circles, there is no doubt that offences 
against this portion of the Act are committed in advertisements. 
Occasionally in the advertising of proprietary medicines one sees 
all sorts of superior manufacturing processes and secret dis- 
coveries claimed that have no basis in fact. The retail pharma- 
cist who uses unethical show material to bolster up sales of a 
product of this type is just as guilty as the manufacturer. 

(f) Material of Compostion—The manufacturer and the retail 
pharmacist should both be careful that they do not make and 
sell goods composed of non-existent or fictitious materials, or 
that claims are made for a constituent that does not exist. The 
situation is not likely in fact to occur a great deal in pharmacy, 
as it is an offence against the Pharmacy and Medicines Act, 1941, 
to fail to make a correct disclosure of the contents of human 
medicines (though the 1941 Act does not apply to veterinary 
products). 

g) Goods Covered by Privilege—It is unlikely that the manu- 
facturing or retail pharmacist would offend against the require- 
ments under this head, and no comment is called for. 


The 1953 Act states that, where a trade-mark in existence 
and used by a proprietor or successor in title offends against the 
extensions brought in by the Act, it will not be an offence to con- 
tinue to use that trade-mark in connection with the same goods. 
For example, a chemist might be selling one of his own proprie- 
taries named BINGO CURE FoR corNS Under the 1953 Act it is prob- 
ably misleading to suggest that anything will cure corns, but the 
seller may, by the exemption, continue to use the trade-mark 
BINGO Or BINGO CURE, whichever is registered. 
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Many retail chemists, especially in country areas, sell seeds 
and fertilisers. It should be noted that these are exempted from 
the Merchandise Marks Act. They are considered to be suffi- 
ciently controlled by the Seeds Act, 1920, and the Fertilisers and 
Feedingstuffs Act, 1926. Those two acts are well known to sup- 
pliers and sellers, having been in force for some years, and no 
difficulty should arise in operation. 

The Board of Trade announced late in 1953 that it intended 
to bring the new Act to the notice of Colonial and Dominion gov- 
ernments, so that their legislation could be brought into line for 
the general protection of the public. Manufacturers and ex- 
porters should note that intention because experience has shown 
that Colonial and Dominion governments have frequently fol- 
lowed United Kingdom legislation, whether of a technical or of 
a commercial character. For example, the Poisons Acts of most 
Dominions and Colonies are very much in line with the Phar- 
macy and Poisons Act, 1933. India has a Merchandise Marks 
Act closely following the Merchandise Marks Act of 1887. It has 
even, indeed, stiffened considerably within recent years, in ad- 
vance of action in the United Kingdom, the protection given to 
the public under the Indian Merchandise Marks Act. 

Finally it should be pointed out that the penalties for in- 
fringement of the Merchandise Marks Acts have been consider- 
ably increased, to bring them into line with modern values of 
money. The maximum fines have been raised from £20 or £50 in 
the case of second and subsequent offences to £100 or £250. 
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THE TRADE-MARK REPORTER 


NOTES FROM THE PATENT OFFICE 
Disclaimer Practice 
By Katharine |. Hancock* 


The practice of allowing portions of trademarks submitted 
for registration to be disclaimed, rather than requiring that they 
be deleted, has been officially followed by the Patent Office since 
the decision in Beckwith v. Commissioner of Patents, 252 U.S. 538, 
10 TMR 255, sanctioning that procedure. The disclaimer prac- 
tice is very important in keeping the record clear. 

A disclaimer implies that, in the opinion of the Patent Office, 
certain material which forms a part of a trademark is not in and 
of itself subject matter for exclusive appropriation under the cir- 
cumstances surrounding it at the time it is presented to the Office 
for registration. By disclaiming any exclusive right in the ma- 
terial itself apart from the complete mark in which it appears, 
the applicant agrees that that is true. 

When material is not disclaimed, it may be inferred that it 
is legitimate trademark subject matter, owned by the party pre- 
senting it for registration. An exception to this is found, of 
course, in terms which, though not disclaimed, are obviously pub- 
lici juris, as for example, the words ‘‘the’’ or ‘‘brand’’ or 
‘‘company’’. 

The requirement of disclaimer, when made under suitable cir- 
cumstances, places the position of the Patent Office officially in the 
record, and clearly delimits the scope of the registered mark. 

The Trade-Mark Act of 1946, in Sec. 6 thereof, gave statu- 
tory authority for the Patent Office disclaimer practice, by re- 
quiring that ‘‘unregistrable matter’’ shall be disclaimed. Since 
July 5, 1947, the Patent Office has been applying the practice in 
the light of that statutory requirement. 

It is well to reappraise occasionally the application of any 
principle. This is especially true when any new circumstances 
arise, such as occurred here by enactment of the disclaimer prin- 
ciple into statutory language. The statute appears to have the 
intention only of making explicit what had been an informal ar- 
rangement up to that time. There is no indication that there was 


* Trademark Examiner, U. 8. Patent Office; Member, District of Columbia Bar. 
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any intention to change the standards for applying the theory as 
to disclaiming parts of trademarks. However, in view of the 
mandatory wording of the statute and of a certain degree of un- 
certainty as to what constitutes ‘‘unregistrable matter’’, the ap- 
plication of the disclaimer principle following the passage of the 
1946 Act may have appeared to be somewhat more strict than it 
had previously been. This was no doubt a normal but passing 
phase, now rectified by time and a new perspective. 

The disclaimer procedure has always been applied mainly to 
composite marks. It is believed that this is the sense in which 
the term ‘‘unregistrable matter’’ is used in the statute. Gener- 
ally, a composite mark involves words and designs in combina- 
tion. The mark in the Beckwith case was of that type. Occa- 
sionally marks composed of words, without design, may be re- 
garded in the same light as a composite mark. The general prin- 
ciple is that when a mark comprises separable elements, any of 
those elements which are in themselves unregistrable must be 
disclaimed. 

On the other hand, disclaimer is not suitable when consider- 
ing parts of a unitary mark. Unitary marks should not be dis- 
sected for the purpose of requiring disclaimer of parts thereof. 
This situation arises mainly in regard to marks composed only 
of written portions. Three general types of ‘‘unity’’ may be re- 
ferred to. The first might be identified as physical unity of form, 
such as when words or notations are joined together, without sep- 
arating space, to present one trademark word. Second, there is 
the case of unity of meaning, which occurs when a combination 
of words produces a new meaning as a whole, the original un- 
registrable meaning being lost by the combination. An illustra- 
tion might be the term sBLack magic, where ‘‘black’’ is no longer 
merely a color designation. Then there is the third situation, 
where there is no recognized new meaning in the combination, but 
the words or notations are associated, in meaning, in a unique 
or incongruous way, with the result that the ‘‘coined’’ combination 
when taken as a whole has no descriptive significance. In these 
situations, disclaimer of a portion of the unit would not be 


necessary. 
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Great Britain 





Opposition Proceedings 
This is a case which raised several interesting points of law 
which may well be the subject of further litigation. An application 
was made to register a trademark containing certain Arabic char- 
acters transliterated as BISSAT-EL-REEH, meaning ‘‘the flying car- 
pet.’’ The specification of goods was ‘‘ piece goods wholly or mainly 
of cotton for export to and sale in The Hashemite Kingdom of 
Jordan, Syria, Lebanon and Iraq.’’ The application was opposed 
by the owner of a registered trademark also consisting of Arabic 
characters transliterated as RAKEB-EL-REEH, meaning ‘‘rider of the 
wind’’ which was registered in respect of ‘‘piece goods composed 
wholly or mainly of cotton for export to and sale in Syria, Leba- 
non, Transjordania and Palestine.’’ The opponent alleged that 
the words EL-REEH had been used continuously and extensively for 
about 15 years in respect of the goods and in the markets therein 
named and had become distinctive of the goods in those areas. 
Furthermore, instances of actual confusion were submitted in 
evidence. The opponent further alleged that he had also used the 
opposed trademark BISsAT-EL-REEH, and that he is the owner of 
registrations of such mark in Lebanon and Syria. Finally, the 
opponent alleged that a member of the applicant company had, 
in a business interview with a member of the opponent company, 
made the statement that the applicant company itself intended to 
use the trademark BIssaT-EL-REEH Over the opponent’s objection. 
Regarding the issue of the confusing similarity of BissatT-EL- 
REEH and RAKEB-EL-REEH, the Registrar indicated that inasmuch as 
a registration in the United Kingdom eannot confer rights in any 
territory outside the sovereignty of the United Kingdom, the 
question of deception and confusion would be limited solely to 
those people who would buy or sell or use the goods in question 
in the United Kingdom. On the other hand the Registrar pointed 
out that if an opponent in opposition proceedings alleges that the 
registration is sought as a step to enable the applicant to pass off 
his goods as the goods of the opponent or of another trader, even 
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if the deception is to be practiced abroad, then the Registrar 
should consider any evidence in support of the allegation. The 
Registrar held that the marks in question were not similar and 
that there was no likelihood of confusion in the export market of 
Great Britain. However, he held that the opponents proved their 
allegations that the applicant was pursuing a course of conduct of 
registering in one or more of the Middle East countries certain of 
the opponent’s marks or close imitations thereof, and that, in 
seeking registration of the present mark, which is substantially 
identical with a mark that the opponent had used previously, the 
applicant is merely taking another step in a fraudulent course of 
action. The Registrar was satisfied that the applicant had made 
some threat regarding his intention to use a mark resembling one 
of the opponent’s marks, and that whether or not tke applicant 
had a deliberate intention of passing off his goods as those of the 
opponent, he was at least fully aware that, by pursuing the course 
of conduct which he has already begun, his actions must lead to 
deception or confusion among traders and the general public. The 
Registrar then said, ‘‘In these circumstances, as a public official 
exercising a discretionary power in the public interests I consider 
that it is my duty to take no step that would in any way encourage 
or assist the applicant in the course of conduct which he has 
adopted. I decide, therefore, that the application must be refused 
under the general discretionary powers which are conferred upon 
the Registrar.’’ 

The applicant then took an appeal from the Registrar’s deci- 
sion and before the appeal was heard the opponents amended the 
Notice of Opposition so as to delete the allegation that the marks 
were confusingly similar and based the opposition solely on the 
allegation that the application was not filed bona fide. The Court 
reconsidered the prior decisions which dealt with the evidence 
admissible in cases of this kind and held that there should be no 
restriction on the evidence to be considered, in the exercise of the 
Registrar’s discretion. The Court then had the benefit of an 
examination and cross-examination of a member of the opponent’s 


and the applicant’s firms (which evidence the Registrar did not 
take), and the Court came to the conclusion that the applicant had 
not made the threats alleged by the opponents; that the applicant 
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had acted in good faith; and from the evidence submitted, that the 
applicant was not endeavoring to forward any improper scheme 
or device. The Court reversed the Registrar’s decision and 
directed that he proceed with the application. 71 R.P.C. 281. 











France 
Deposit of Imitation Trademark Deemed Use 







The Tribunal Civil de la Seine in a decision rendered on June 
19, 1953 reaffirmed the principle that the act of obtaining a trade- 
mark registration is deemed to be use of the mark in question and, 
therefore, the deposit of a mark confusingly similar to a prior 
mark is an act of infringement making the registrant liable for 
damages even though there has been no use of the infringing mark 








on any goods. 







Limitation of the Right to Refer to Trademarks by Third Parties 


The Court of Appeals of Aix-en-Provence held in a decision 
of December 8, 1953 that a motor car service station could indicate 
on its signboards the names of the cars that were serviced provided 
that the characteristic script used by the owners of these trade- 
marks would not be imitated; otherwise the service station would 
be liable for trademark infringement. 
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Recognition of Trademark Consisting of Figures 





The existence of a trademark right in a sequence of numbers 
such as ‘‘555’’ was recognized by the Court of Appeals of Lyons 
(decision of February 15, 1954). The Court emphasized that under 
Article 1 of the Trade Mark Law of 1857 the trademark right in 
a surname could be recognized only if the surname appeared in a 
distinctive form but that no such requirement exists with regard 







to numerals which are used as a trademark. 


India 









Opposition Proceedings 






The Registrar upheld an opposition by The Coca-Cola Com- 
pany against an application to register a mark consisting of the 
device of a bottle with the word partes written across the body 
of the bottle and a device of a cork with the word ParLEs written 
thereon in block letters and the word eLuco-cota written thereon 
in script in respect of ‘‘non-aleoholic drinks.’’ The Registrar 
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held that although the evidence submitted by the opponents did 
not establish that confusion had in fact occurred among a substan- 
tial number of persons, the marks were nevertheless confusingly 


similar. The decision was based upon the concept of national 


user, 7.e., the Registrar assumed that identical goods were being 
sold in the same manner under the respective marks in the same 
shops, and there was no substantial difference in the price of the 
goods. The Registrar conceded that while the applicants had 
endeavored to avoid confusion this fact was not relevant to an 
opposition proceeding although it might have been useful as a 
defense to a passing-off action. 10 Patent, Design & Trade Mark 
Review 55. 
Jordan 
Cancellation Proceedings 

The High Court of Justice of Jordan, in a decision dated 
August 5, 1953, held that a label consisting of the word aBu-uKKAz 
and an oriental landscape constituted an infringement of a trade- 
mark consisting of the words THE MrKapo and a similar oriental 
landscape, both marks being applied to perfumery products. The 
Court rejected the defendant’s arguments that there existed suffi- 
cient differences between the two trademarks and stated that 
potential customers are not accustomed to examine trademarks 
varefully. It was necessary to compare the marks as a whole and 
not to concentrate on differences existing in certain details. The 
registration of the infringing trademark was ordered cancelled. 
The Court also rejected the defendant’s argument that since the 
plaintiff was of French nationality and since there was no agree- 
ment for the protection of trademarks in existence between France 
and Jordan no protection should be granted to the plaintiff. 
Instead the Court declared that the plaintiff on the basis of his 
registration had a right to protection. 


LL 
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VIRGIN ISLANDS 
S. 3378 (H. R. 5181) to revise the Organic Act of the Virgin 
Islands, was signed by the President on July 22, 1954, see 44 
TMR 626. The Bill, as signed by the President, provides the 
following with regard to trademarks: 
‘Section 42 of the Trade Mark Act of 1946 (60 Stat. 440; 
15 U. S. C. 1952 edition, See. 1124) and Section 526 of the 
Tariff Act of 1930 (46 Stat. 741; 19 U. S. C. 1952 edition, See. 
1526) shall not apply to importation into the Virgin Islands 
of genuine foreign merchandise bearing a genuine foreign 
trade-mark but shall remain applicable to importations of 
such merchandise from the Virgin Islands into the United 
States or its possessions; and the dealing in or possession of 
any such merchandise in the Virgin Islands shall not constitute 
a violation of any registrant’s rights of said Trade Mark 
Act.”’ 


NON-PROPRIETARY NAMES FOR DRUGS MOVING 
IN INTERNATIONAL COMMERCE 


With reference to our notices published in 44 TMR 35, and 
143 our readers’ attention is called to one additional name pro- 


posed for adoption as an international non-proprietary name. 
Details can be found in: Chronicle of The World Health Organi- 
zation, vol. 8, no. 6, June 1954, p. 216 and Bulletin no. Q-30 of the 
Combined Trade-Mark Bureau of ADMA and APMA. Further 
developments will be reported here as they become available. 


The proposed name is: 
levallorphanum (lat.), levallorphan (fr.), levallorphane (eng.). 
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BOOK REVIEW 


How to CompLty WirH tHE Antitrust Laws. Selected Papers 
Delivered Before the Section on Antitrust Law of the New 
York State Bar Association, including the 1954 Antitrust Law 
Symposium. Edited by Jerrold G. Van Cise and Charles 
Wesley Dunn. Chicago, Commerce Clearing House, Inc., 1954. 
Pp. 402. $7.50. 

This is one of the most significant publications in the anti- 
trust field of the last several years and ranks with the valuable 
symposium published by the University of Michigan last year and 
reviewed in these pages (FrprrRaL Antitrust Laws, 44 TMR 487). 
The present volume not only embodies the various papers and 
addresses offered at the Antitrust Symposium of the New York 
State Bar Association last January but includes in Part One an 
essay by the chairman of the meeting, Mr. Van Cise, on certain 
fundamentals of antitrust law. 

Particular antitrust problems of the utmost importance are 
discussed in Part Three of the book by various experts in the 
field. These deal with some of the most vexed and current prob- 
lems with which large corporations and trademark owners are 
constantly confronted, such as, for instance, division of territories, 
exclusive dealing, joint ventures, corporate mergers, and many 
others. In scope, contents and appearance, this year’s publication 
far exceeds the antitrust law symposia published under the aus- 
pices of the New York State Bar Association in previous years 
and Messrs. Van Cise and Dunn are to be congratulated upon 
having compiled a volume which not only makes interesting read- 
ing but also offers practical help and reliable guidance on many 
of the most difficult problems concerning monopoly, restraint of 
trade and related problems. 

‘‘How to Comply With the Antitrust Laws’’ is indispensable 
to any trademark owner who does substantial business in inter- 
state and foreign commerce. 


LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


LEGAL NOTES 
Ada Milling Company, In re. 

Trade-Marks—Lanham Act—Registrability of Mark Composed entirely of De- 
seriptive Parts. (Stanford Law Review, v. 6, no. 2, March 1954, pp. 378-382). 
American Chicle Co. v. Topps Chewing Gum, Inc. 

Trade Marks and Trade Names—Infringement—Likelihood of Confusion of 
Trade Marks exists despite Distinguishing Effect of Dissimilar Trade Names. 
(Harvard Law Review, v. 67, April 1954, pp. 1090-91). 

Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc. 

Trade-Marks—Infringement as Unfair Competition—Application of Lanham 

Act. (Vanderbilt Law Review, v. 7, no. 2, February 1954, pp. 302-304). 


* Copies of these legal notes are available in the Association’s library. 





The TRADE-MARA REPORTER 


Part Il 







ARMOUR et al. v. COMMISSIONER OF INTERNAL REVENUE 
No. 39890 — Tax Court of the United States — April 30, 1954 


TRADE-MARK AcT oF 1946—SECTION 2 
1946 Act now permits registration of name of particular living person if the 
person gives his written consent. 








TAXATION—INCOME FROM TRADEMARKS 
Where golfer Tommy Armour conveyed to sporting goods manufacturer right 
to use his name on equipment for 5 years with right to renewal in manufacturer 
for same term the contract was a limited one and transaction cannot be deemed 
a sale since something less than whole was transferred and therefore payments 
made by manufacturer constitute ordinary income to*Armour rather than capital 
gains and subsequent contract giving exclusive right to use name as a trademark 
‘*from this date forth’’ did not change license to sale since the clause did not 
transfer rights in perpetuity as the duration of the contract was still restricted to 
the original term. 
Petition by Thomas D. Armour and Estelle C. Armour v. Commis- 
sioner of Internal Revenue. Decision for respondent. 
Robert A. Littleton, of Washington, D. C. for petitioners. 
Newman A. Townsend, Jr. and Leigh A. Crockett, of Washington, D. C. 
for respondent. 
FisHer, Judge. 
This proceeding involves a redetermination of a deficiency in income 
tax of the petitioners in the amount of $2,785.52 for the taxable year 1949 
and $3,298.52 for the taxable year of 1950. The evidence consists of a 
stipulation of facts and exhibits received at the hearing. The question is 
whether the amounts received by petitioners in 1949 and 1950 from two 
sporting goods companies are taxable as ordinary income or as capital gain 
when such amounts were determined by the volume of sales of particular 
items produced by those companies. The remaining issues were not raised 
by petitioners in the pleadings. 
FINDINGS oF Fact 

























The facts stipulated by the parties are found accordingly. 

The petitioners, Thomas D. Armour and Estelle C. Armour, are hus- 
band and wife. They reside at Delray Beach, Florida, and for the taxable 
years 1949 and 1950 they filed joint income tax returns with the collector 
of internal revenue for the district of Florida. 
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Thomas D. Armour, who will hereinafter be referred to as petitioner, 
is a prominent professional golfer who is better known as Tommy Armour. 
He won the U. 8. Open Golf championship in 1927 and has won numerous 
other golf tournaments since that date. 

On January 4, 1933, petitioner executed an agreement with Worthing- 
ton Ball Company, hereinafter referred to as Worthington, which granted 
that concern the ‘‘exclusive right, license and privilege’’ to use the name 
TOMMY ARMOUR as a trade mark on golf balls for a period of five (5) years 
in return for certain royalties on sales of such golf balls. The agreement 
further provided that Worthington could, at its option, renew the agree- 
ment for an additional five-year period. In 1937 Worthington duly exer- 
cised its option to renew. 

In 1934 and 1938 petitioner and Worthington executed further agree- 
ments under the terms of which Worthington employed petitioner at a 
recited consideration to play golf exclusively with golf balls which Wor- 
thington manufactured. The 1934 agreement covered a period of one year 
beginning January 1, 1935, and the 1938 agreement covered a period of 
five (5) years beginning January 1, 1938. 

On April 1, 1946, petitioner and Worthington executed a new agree- 
ment relative to the use of the name TOMMY ARMOUR on golf balls, the 
material provisions of which read as follows: 


Memorandum of Agreement made and entered into this Ist day of 
April, 1946, by and between Tommy Armour, Party of the First Part, 
and The Worthington Ball Company, Party of the Second Part. 

That for and in consideration of the royalties hereinafter set 
forth, said Party of the First Part does hereby give and grant unto 
the said Party of the Second Part, for a period of five years com- 
mencing April 1, 1946, and ending March 31, 1951, the exclusive 
right, license, and privilege to use his name, either in facsimile signa- 
ture or script, as a trade mark on golf balls manufactured by or for, 
or sold by, Party of the Second Part, together with the full permission 
to use photographs or likenesses of said Party of the First Part in 
connection with the advertising or selling of golf balls so branded. 

And said Second Party hereby binds itself and agrees to pay the 
following royalties for golf balls bearing the name of said First Party 
so sold by it, to wit: 

Ten cents (10 cents) for each dozen TomMMy ARMOUR Golf Balls 
(all grades) until a total of ten thousand dozens (10,000 dozens) 
shall be sold in a calendar year, and thereafter, five cents (5 cents) 
per dozen as royalty for all Tommy ARMOUR Golf Balls sold in excess 
of ten thousand dozens (10,000 dozens). Said Second Party guaran- 
tees a minimum royalty of One Thousand Dollars ($1,000.00) per 
year for the years 1946 (beginning April 1, 1946), 1947, 1948, 1949, 
1950, and 1951 (to extend through March 31, 1951), with the option, 
however, to the said Party of the Second Part to renew this agree- 
ment for an additional period of five years for the same royalties per 
year for such additional term as herein provided for. 

It Is Further Mutually Understood and Agreed, that at the option 
of the Second Party, this contract may be terminated at the end of 
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any full year period by a notice in writing mailed to the Party of 
the First Part at least thirty days before the expiration of such full 
year, and upon the giving of such notice, all further rights of either 
party hereunto shall be terminated, and said Second Party shall 
thereafter entirely discontinue the use of the name of the said Party 
of the First Part as permitted hereunder, except that the Second 
Party shall have the right to dispose of stocks of made-up golf balls 
on hand at the time of termination or cancellation of this agreement 
as it sees fit upon payment of the stipulated royalty per dozen for 
such balls so sold. 

















* * 





* *% 





* 








The acceptance of this agreement shall also contemplate, on behalf 
of the Party of the First Part, the endorsement of the product to be 
marketed under his name. 








On November 19, 1934 petitioner executed an agreement with Craw- 
ford, MacGregor, Canby Company of Dayton, Ohio, relative to use of the 
name TOMMY ARMOUR in connection with golf clubs manufactured and sold 
by that company. This agreement was succeeded by other agreements 
dated October 1, 1939 and September 1, 1943. The material portions of 
the latter contract read as follows: 

This Agreement, entered into this First day of September, 1943, 
by and between Thomas D. Armour of River Forest, Illinois, herein- 
after referred to as ‘‘ Professional,’’ and Crawford, MacGregor, Canby 
Co. a corporation with its principal place of business in Dayton, Ohio, 
its subsidiary, affiliated, and parent companies, and their successors 


and assigns, hereinafter referred to as the ‘‘Company,’’ Witnesseth: 
* * * * * 


























1. Professional does hereby give and grant to Company, its sub- 
sidiary, affiliated, and parent companies, the exclusive right and license 
during the terms of this agreement, to manufacture, sell and/or adver- 
tise, and to license others to manufacture, sell and/or advertise golf 
clubs, bags and equipment identified by the name, facsimilar [sic] 
signature, initials, portrait or any nickname of Professional, or any 
combination thereof. At the request of the Company, Professional 
agrees to sign all proper and lawful documents necessary or desirable 
for obtaining federal or State trade-mark registrations for the right 
herein granted Company to use a mark identified with Professional. 
Professional further agrees that at no time during the term of this 
Agreement or any renewal thereof will he grant any person, firm, 
corporation or association other than Company the right herein granted 
to Company; and that there are in existence no agreements of his in 
conflict with this Agreement, nor is there any existing situation which 
could develop into such a conflicting agreement. 

2. Professional agrees that during the term of this Agreement he 
will use in play and instruction exclusively the golf clubs manufac- 
tured and/or sold by company, and that Company shall have the right 
to use for advertising purposes the fact that Professional uses and 
plays exclusively ‘‘ Trade Mark”’ golf clubs manufactured by Company. 


3. Professional agrees that during the term of this Agreement 
that he will at all times put forth his best efforts to promote good will 
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for the Company and its products, and will do his utmost to influence 
the use of, purchase and sale of all types of golf equipment manufac- 
tured and/or sold by Company. 

4. During the term of this Agreement, Professional will, when 
requested by an officer of the Company, spend a period not to exceed 
ten days annually at the factory of the Company to assist in designing 
and creating new golf clubs and other equipment, his expenses for 
transportation, room and meals for such period to be borne by Com- 
pany. 

5. Company agrees to renew and continue its distribution of 
TOMMY ARMOUR monogrammed line or lines of golf equipment when- 
ever permissible or expedient to do so, and agrees to pay Professional 
a royalty on the net sales of Armour monogrammed wood and iron 
golf clubs, bags and equipment of three percent (3%) on the Com- 
pany’s net sales. (Sales between affiliated Companies or Company’s 
licensees herein licensed not included). 

* * * * * 


7. This Agreement shall automatically renew on the same terms 
and conditions for two additional five year terms, unless the Company 
gives Professional notice in writing of its intention not to renew the 
same thirty (30) days prior to the expiration of any term. In ease 
of expiration, Company may continue to sell and dispose of golf clubs, 
balls, bags and equipment bearing the name, facsimile signature, 
initials, portrait, or any nickname of Professional or any combination 
thereof which have been so branded or for which Company may have 
accepted orders up to time of expiration, with royalties payable thereon 
of three percent (3%) of the net sales price thereof. 

8. Should Professional die during the terms hereof or any renewal 
thereof, the Royalties, provided in Paragraph 5, shall be paid only to 
Professional’s wife, Estelle Armour, and on the same terms and con- 
ditions outlined in Paragraph 5 for so long as the Company elects to 
continue the sale thereof and settlement of royalties due shall be made 
as outlined in Paragraph 5 Clause (A). 

* * * ad . 

The Crawford, MacGregor, Canby Company was succeeded by Mac- 
Gregor Golf, Inc., which was succeeded by Sports Products, Ine., prior to 
January 1, 1949. 

On May 31, 1949, Worthington wrote petitioner, Estelle C. Armour, 
in part, as follows: 

Dear Mrs. Armour: 

Last year there was a new registration of names law for articles 
passed and it is now necessary that we have written consent from 
Tommy to use his name on golf balls even though we have a contract 
direct with Tommy. 

We are enclosing herewith two copies that grant us exclusive 
right, license and privilege to use and register Tommy’s name. If 
you will have Tommy sign these two agreements and return same to 
us this will be greatly appreciated. We are sending these agreements 
at the request of our patent attorney. 

Thereafter, on June 13, 1949 petitioner executed and delivered to 


Worthington the following unattested and unnotarized document: 
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To Whom It May Concern: 

I, Tommy Armour, do hereby give the Worthington Ball Com- 
pany of Elyria, Ohio, the exclusive right, license and privilege to use 
and register my name, TOMMY ARMOUR, as a trade mark in the United 
States on golf balls from this date forth. 


On July 19, 1949, petitioner executed and delivered to Sports Products, 
Ine., the following attested but unnotarized document: 
To Whom It May Concern: 

I, Tommy Armour, do hereby give Sports Products, Ine., of 
Cincinnati, Ohio, the exclusive right, license and privilege to use and 
register my name, TOMMY ARMOUR, as a trade mark in the United 
States and its Territories, and Foreign Countries on golf clubs, bags 
and equipment (Golf Balls excepted) from this date forth. 


On May 29, 1951, Worthington registered the name TOMMY ARMOUR 
with the U.S. Patent Office as a trade mark for use on golf balls. There 
has been no registration of the name TOMMY ARMOUR by Sports Products, 
Ine. 

Petitioner received no consideration from either Worthington or 
Sports Products, Inc., other than the amounts calculated according to the 
terms of his contracts with those concerns dated April 1, 1946, and Sep- 
tember 1, 1943, respectively. No new or added consideration passed to 
petitioner in connection with the execution and delivery of the documents 
of June 13, 1949, and July 19, 1949. During the taxable years 1949 and 
1950 petitioner received the following amounts from Sports Products, Inc., 
and Worthington. 

1949 1950 


Sports Products, Ine. ........ $20,385.91 $19,578.30 
Worthington ; 1,417.52 3,068.90 








Total .occcccccccccccccecsveee $21,303.43 $22 647.20 


Of the amount of $20,385.91 paid to petitioner in 1949 by Sports 
Products, Ine., the amount of $15,289.43 was earned prior to July 19, 
1949, and the amount of $5,096.48 was earned subsequent to that date. 
The entire amount of $20,385.91 was actually paid to and received by 
petitioner on December 20, 1949. 

Of the amount of $1,417.52 paid to petitioner in 1949 by Worthington, 
the amount of $833.71 was earned prior to June 13, 1949 and the amount 
of $583.81 was earned subsequent to that date. The full amount of $1,417.52 
was actually paid to petitioner as follows: 


I I ic). ch cs csc deri Wh aineditaiah dnsbcdgioadvenaneds $ 286.70 
A a Rtas 2 baautleciccsaginannenaselovbotans 681.43 
ION Midi ss, iss prt ncdl aan bud dsedececv ied 290.43 


NE WE MUI wis cnccudationdiatined-sucdesbsadenccinaderys 158.96 
$1,417.52 
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No agreement was entered into extending the termination dates of 
the contracts dated April 1, 1946 and September 1, 1943 beyond the renewal 
periods provided for in the respective contracts. 


OPINION 


Thomas D. Armour, who will hereinafter be referred to as petitioner, 
is a prominent professional golfer who is better known as Tommy Armour. 
In 1946, he entered into an agreement with the Worthington Ball Com- 
pany which gave that company ‘‘the exclusive right, license, and privilege 
to use his name, either in facsimile signature or script, as a trade mark 
on golf balls manufactured by or for, or sold by’’ the company together 
with permission to use photographs of the petitioner in connection with 
the advertising and sale of such balls. The company agreed to pay peti- 
tioner ten cents per dozen for the first 10,000 dozens of such balls sold in 
a calendar year and five cents per dozen sold thereafter, with a minimum 
guaranteed ‘‘royalty’’ of $1,000 per year. Petitioner was also to receive 
from the company ‘‘six dozen high grade golf balls per month, no charge, 
for the duration of this contract.’’ The contract was for a period of five 
years with the option to the company of renewing the agreement on the 
same terms and conditions for an additional five years. This contract con- 
tinued a similar relationship which had existed between these parties 
since 1933. 

In 1943, petitioner entered into an agreement with the Crawford, 
MacGregor, Canby Company (hereinafter referred to by the name of its 
most recent successor, Sports Products, Inc.) for a period of five years 
with automatic renewal for two additional five-year periods unless the 
company gave notice of its intention not to renew 30 days prior to the 
expiration of any period. The second five-year term of the contract began 
in 1948. Petitioner agreed by this contract: 

(1) That he ‘‘does hereby give and grant to Company * * * the 
exclusive right and license during the terms of this agreement, to manu- 
facture, sell and/or advertise, and to license others to manufacture, sell 
and/or advertise, golf clubs, bags and equipment identified by the name, 
facsimile signature, initials, portrait or any nickname of Professional, or 
any combination thereof.’’ ; 

(2) That he would ‘‘sign all proper and lawful documents necessary 
or desirable for obtaining federal or state trade mark registrations for the 
right herein granted Company to use a mark identified with Professional.’’ ; 

(3) That he would use in play and instruction exclusively the golf 
clubs made and/or sold by the company and that the company could so 
advertise ; 

(4) That he would ‘‘put forth his best efforts to promote good will for 
the Company and its products,’’ and ‘‘do his utmost to influence the use 
of, purchase and sale of all types of golf equipment manufactured and/or 
sold by the Company.’’; and 
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(5) That he would spend up to ten days a year at the company’s 
factory ‘‘to assist in designing and creating new golf clubs and other 
equipment. ”’ 

The company agreed to pay petitioner 
Armour monogrammed wood and iron golf clubs, bags and equipment of 
three per cent (3%) on the Company’s net sales,’’ to continue its distribu- 
tion of such items ‘‘whenever permissible or expedient to do so,’’ and to 
furnish petitioner with two sets of TOMMY ARMOUR trade mark clubs per 
year for his personal use. This contract continued a similar relationship 
which had existed between these parties since 1934. 

On May 31, 1949, the Worthington Ball Company wrote to petitioner’s 
wife to the effect that because of a new trade mark law it was necessary 
for the company to have petitioner’s written consent to use his name on 
golf balls despite their contract. The letter enclosed two copies of ‘‘agree- 
ments’’ for petitioner to sign and return at the request of the company’s 
patent attorney. On June 13, 1949, petitioner complied with the request. 
The terms of the ‘‘agreements’’ are set forth in our Findings of Fact. 

On July 19, 1949, petitioner executed and delivered to Sports Products, 
Ine., a statement substantially the same in all material respects as the 
‘‘agreements’’ delivered to Worthington Ball Company. 

Prior to the passage of the Lanham Act on July 5, 1946 (15 U.S.C. 
1051, ete.; 60 Stat. 427), an individual’s name could be registered only if 
presented in some particular or distinctive manner or in association with 
the portrait of the individual (Section 5(b), Trade Mark Act of Feb. 20, 
1905, 33 Stat. 725). The provisions of the Trade Mark Act of Feb. 20, 
1905 was declaratory of the then existing law to the effect that exclusive- 
ness could not be acquired in a personal name because of the restriction 
imposed upon others bearing the same name (Amdur, Trade Mark Law 
and Practice, Lanham Act Edition, 1948, pp. 201-203 and cases cited 
therein). Section 2 of the Lanham Act (15 U.S.C. See. 1052, 60 Stat. 428), 
however, provides in effect that no trade mark shall be refused registration 
on the Principal Register on account of its nature, even if it consists of or 
comprises a name identifying a particular living individual, provided such 
individual gives his written consent. 

The provision of the 1946 act had the effect, therefore, of permitting 
the registration of the name TOMMY ARMOUR as a trade mark, with his 
written consent, upon compliance with the other requirements of the law. 

On May 29, 1951, Worthington Ball Company registered the name 
TOMMY ARMOUR with the U. S. Patent Office as a trade mark for use on golf 
balls. There is nothing in the record to indicate that Sports Products, Inc., 
applied for registration of its trade mark on the basis of the similar state- 
ments which petitioner executed on July 19, 1949. 

We mention preliminarily that the contract with Sports Products, Inc., 
required a limited amount of personal services from petitioner upon re- 
quest. It is obvious that any amount attributed to such personal services 
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would be ordinary income but, since we have determined that all the 
amounts received by petitioner involved in this case are to be deemed 
ordinary income, it is unnecesary to make an apportionment. 

We will first consider the treatment of the earnings under both con- 
tracts prior to the respective dates of execution of the consents to registra- 
tion. The sum of $15,289.43 represents an amount received by petitioner 
under the contract with Sports Products, Inc., attributable to sales made 
by the company prior to July 19, 1949, the date on which petitioner con- 
sented to the registration of his name as a trade mark by Sports Products, 
Ine. The above amount (together with an additional amount received by 
virtue of the same contract for the year 1949, attributable to sales made 
after July 19, 1949) was paid to petitioner after July 19, 1949. A similar 
situation applies to the Worthington contract, the amount of $833.71 being 
attributable to sales made prior to June 13, 1949 (the date of the consent 
to registration by Worthington), but paid subsequent to that date with 
other 1949 earnings. 

Respondent contends that under no circumstances could these amounts 
be deemed to have been received by petitioner as the result of a sale on the 
theory that the contracts, at least up to the dates of the consents to regis- 
tration, represented licensing agreements and did not amount to sales. 
Petitioner’s brief does not devote itself to this problem and it might be 
assumed that petitioner concede respondent’s contention in this respect if 
it was not for the fact that petitioner’s counsel took the contrary position 
in his opening statement. Error in this respect is also asserted in the 
petition filed with this Court. We, therefore, deem it necessary to express 
our opinion on this issue. 

The Worthington contract provides for the use of the name TOMMY 
ARMOUR on golf balls for a period of five years, and gives Worthington the 
right to renew the agreement for an additional five-year period with the 
same royalties. It also gives Worthington the right to terminate the con- 
tract at the end of any full year by appropriate notice. 

The contract with Sports Products, Inc., contains like provisions except 
that the agreement provides for two five-year renewals in the absence of 
termination by Sports Products, Ine. 

Since it is clear that the duration of each contract is limited, the con- 
tracts cannot be deemed to have constituted sales, because each of the 
sports companies acquired limited rights, less than the whole interest which 
might have been transferred to each. Sabatini v. Commissioner, 98 F.2d 
753, 755; Witmark & Sons v. Pastime Amusement Co., 298 F. 470, affd. 
per curiam 2 F.2d 1020. See also analysis of the distinction between sale 
and license by Judge Harron in Seattle Brewing & Malting Company, 6 
T.C. 856, 866 [36 TMR 214]. 

The applicable underlying principles are stated in Goldsmith et al. v. 
Commissioner, 143 F.2d 466, where Judge Chase said in part (p. 467) : 
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When by those terms the assignee acquires less than the sum of 
all the rights which together make up the copyright which as a whole 
is property and may be conveyed as such, it does not matter whether 
he is called an assignee in the instrument or whether that is called an 
assignment or something else. If he gets only the rights of a licensee, 
the so-called assignment amounts only to a license. M. Witmark & 
Sons v. Pastime Amusement Co., D.C. 398 F. 470, affirmed 4 Cir., 2 
F.2d 1020. And when that is so the amount which the assignee pays 
for what he gets is for tax purposes to be treated as ordinary income 
to the recipient because it is in fact royalty income. * * * 


On the basis of the foregoing, we hold that the payments received by 
petitioner under both the Worthington and Sports Products, Ine., con- 
tracts, attributable to the periods prior to the respective dates of his con- 
sents to registration of the trade mark, constituted ordinary income derived 
from licensing agreements and cannot be accorded capital gain treatment. 

We turn to the amounts received by petitioner attributable to the 
contracts for periods subsequent to the dates of the execution of the 
respective consents to trade mark registration. Under the Sports Products, 
Ine., contract, the amounts so attributable were $5,096.48 for 1949 and the 
entire amount paid for 1950. Under the Worthington contract, the 1949 
amount attributable to the period after the execution of the contract was 
$583.81. The same issue applies to all of the amounts attributable to the 
Worthington contract for 1950. 

The emphasis of petitioner’s contention is to the effect that the filing 
of the consents to registration, each of which includes the words ‘‘from this 
date forth,’’ altered the original arrangement under each contract to the 
end that Sports Products, Inc., and Worthington thereby received ‘‘ per- 
petual’’ rights to the use of the name TOMMY ARMOUR upon the items cov- 
ered by the respective contracts. It is petitioner’s contention that even if 
the contracts were mere licenses prior to the execution of the consents, such 
execution changed the contracts into sales of the right to use the name, and 
that the proceeds of such sales must receive capital gain treatment. It is 
our view that the execution of the consents had no such effect upon the 
contracts for the reasons set forth below. 

It should be noted that the Worthington contract in its original form 
provided that Worthington, for the period of the contract, should have the 
exclusive right, license, and privilege to use the name TOMMY ARMOUR as a 
trade mark on golf balls. There is no provision in the contract requiring 
petitioner to execute any further papers which might be necessary for the 
purpose of registering the name. In transmitting the forms of consent to 
petitioner through his wife, the transmittal letter stated, among other 
things, ‘‘If you will have Tommy sign these two agreements and return 
same to us, this will be greatly appreciated.’’ There was no suggestion of 
any legal obligation on the part of petitioner to sign the consent. The 
consent has no provision for a consideration, and uses the word ‘‘give’’ in 
relation to vielding the right to registration. 
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The Sports Products, Inc., contract contains the following provision : 
** * At the request of the Company, Professional agree to sign 
all proper and lawful documents necessary or desirable for obtaining 

Federal or State trade mark registrations for the right herein granted 

Company to use a mark identified with Professional. * * * [Italics 

supplied. | 
There is no transmittal letter in the record concerning the consent in 
relation to Sports Products, Inc., but the consent likewise uses the word 
‘‘give’’ and recites no consideration. 

We will assume for the purpose of discussion, however, that on the 
basis of the considerations provided for in the contracts, both Worthington 
and Sports Products, Ine., could have required Armour to execute his 
consent to trade mark registration, although there is no provision to such 
effect in the Worthington contract. 

If we take the view (which we do not) that the effect of the words 
‘‘from this date forth’’ in the consents had the effect of transferring 
petitioner’s entire interest in the use of his name in perpetuity (or for 
the life of the trade marks), the effect of such construction would be to 
amend and extend the period of duration of the contracts without con- 
sideration. No doubt petitioner could have brought about this effect if 
he desired to do so, but the transfer would merely result in a voluntary 
amendment of the agreements, and would not have amounted to a sale, 
upon valuable consideration of petitioner’s remaining interest in the use 
of the name for the items referred to in the contracts. 

We think it clear, however, that the words ‘‘from this date forth’’ 
are not to be construed to the effect that petitioner’s interest in the use 
of his name was transferred ‘‘forever thereafter’’ (or for the entire life 
of the trade marks). The words in question must be read in relation to, 
and in the context of, the time limitations set forth in the basic agreements. 
There is nothing to indicate that the consents were intended to extend in 
any way the duration of the agreements, or to effect so radical a change 
as to convert the basic contracts from agreements of limited duration to 
contracts granting a perpetual right. We construe the words in question 
to mean merely that he consents shall apply from the dates of their re- 
spective execution to the time of termination of the contracts to which 
they respectively related. 

In addition to what we deem to be the obvious meaning of the words 
‘‘from this date forth’’ in the context in which they were used, we again 
refer to the circumstances surrounding the execution of the consents. The 
language of the contract with Sports Products, Inc., requires petitioner 
to sign all proper documents for obtaining trade mark registrations ‘‘for 
the right herein granted company.’’ No intention to alter that ‘‘right’’ 
is expressed in the consent executed for the benefit of that company. 
Although the Worthington contract has no provision for execution of 
supplemental documents, the letter requesting the consent makes specific 
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mention of the contract without expressing any intention to alter its terms 
and conditions by the execution of the consent. We think that an inten- 
tion to make a material alteration in the contract may not be inferred 
with respect to either of the consents without very clear language to that 
effect. We have already expressed the view that no consideration passed 
for an extension of the duration of the contracts, but we add, in addition 
to our determination of the question of law applicable thereto, that from 
the standpoint of intention the lack of any new or additional consideration 
would weigh strongly against the construction urged by petitioner. 

Since the execution of the consents did not extend the duration of 
the contracts, it is our view that the authorities already cited and the 
underlying principles which we have applied in our treatment of the 
amounts attributable to the periods prior to the consents are equally 
applicable to the periods subsequent thereto. We hold, therefore, that the 
amounts received by petitioner under the contracts in question, for the 
periods both prior and subsequent to the consents, constituted ordinary 
income from licensing agreements and are not to be given capital gain 
treatment. 

Decision will be entered under Rule 50. 


SEARS ROEBUCK & CO. v. JOHNSON et al. 


doing business as ALL-STATE SCHOOL OF DRIVING 
No. 13305 — D.C., E.D. Pennsylvania — May 3, 1954 


UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Where plaintiff uses trade-name ALLSTATE in connection with its automobile 
tire and accessories business and the insurance business of a wholly owned sub- 
sidiary, and defendants use term ALL STATE SCHOOL OF DRIVING for their driving 
school, the question is whether the similarity of terms is such as to cause confusion 
of source by an appreciable number of prospective purchasers. 


Evidence only establishes confusion on part of inappreciable number of un- 
discerning persons since survey conducted by plaintiff was orally made and did not 
emphasize difference in spacing in two terms. 


Since there is no actual competition between parties and the insurance com- 
pany does not operate any driving school, although it does grant scholarships for 
training of high school driving teachers, judgment will be entered for defendants. 


Dilution theory if sound is restricted to fanciful, unique and meaningless 
coined words. 
Action by Sears, Roebuck and Co. v. Arthur L. Johnson and Marjorie 
Johnson, doing business as All-State School of Driving, for unfair com- 
petition. Judgment for defendants. 


Wolf, Block, Schorr & Solis-Cohen, of Philadelphia, Pennsylvania for 
plaintiff. 


Abrahams, Greenfield, Kalcheim & Landau, of Philadelphia, Pennsylvania 
for defendants. 
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KIRKPATRICK, Chief Judge. 

The trade name involved in this infringement suit is ALLSTATE, a word 
which the plaintiff, Sears, Roebuck and Co., uses in connection with that 
part of its mail order business devoted to the sale of automobile tires, parts 
and accessories and which a wholly owned Sears, Roebuck subsidiary 
carrying on an automobile insurance business has adopted as part of its 
corporate name. The defendant partnership gives instruction in automo- 
bile driving and operates a school under the name of ALL-STATE SCHOOL OF 
DRIVING. 

The names are, of course, similar. However, whether there is con- 
fusing similarity, as that term is known in the law, which is necessary to 
furnish the plaintiff ground for injunctive relief, depends upon more than 
a likeness is sound or appearance of the words in question. Trade names, 
not only similar but identical, have often been held not confusingly similar. 
‘‘The ultimate test of whether or not there is a confusing similarity between 
a designation and a trade mark or trade name which it is alleged to infringe 
is the effect in the market in which they are used * * * the issue is whether 
an appreciable number of prospective purchasers of the goods or services 
in connection with which the designation and the trade mark or trade 
name are used are likely to regard them as indicating the same source. 
That a few particularly undiscerning prospective purchasers might be so 
misled is not enough.’’ Restatement, Torts, Sec. 728. Thus, ‘‘confusing 
similarity’’ means likelihood of confusion of course or origin. Of course, 
it cannot be said that there is no chance that anyone will think that the 
defendant’s driving school is a Sears, Roebuck activity, but bearing in 
mind the wide difference between the products and services offered by the 
plaintiff and the defendant, I do not think that the evidence establishes 
more than possible confusion on the part of an inappreciable number of 
undiscerning persons. The evidence of the survey conducted by the plain- 
tiff loses a good deal of its impressiveness when one remembers that the 
questions were orally put. Spoken, the two words sound exactly alike, 
but it is by no means certain what the result would have been had the 
persons interviewed been shown the defendant’s ALL-STATE in print. Of 
course, a trade name cannot be appropriated by inserting spaces between 
its letters or by changing the spelling and leaving the pronunciation the 
same, but in assessing the value of evidence, such differences must be 
borne in mind and this is particularly true where the trade name was 
created by combining two ordinary English words in the sequence in which 
they are ordinarily used. 

The law protects the owner of a trade name against harm to his 
business caused or threatened by another’s using it to mislead prospective 
purchasers. Parenthetically, it is customary to speak of the ‘‘owner’’ of 
a trade name, but actually he does not own the word. He has only the 
exclusive right, subject to certain limitations, to use it in commerce for 
particular purposes. Is this plaintiff’s interest in the name ‘‘ protected 
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with reference to the * * * services * * * in connection with which the 
actor (here, the defendant) uses his designation’’, Restatement, Torts, 
See. 717b. 

There is no competition whatever between these parties. The de- 
fendant does not sell any merchandise of any kind and the plaintiff does 
not sell any services, except in connection with the installation, maintenance 
and repair of merchandise sold by it, and there is no possibility that the 
defendant will divert any of the plaintiff’s prospective sales to itself. Nor 
is it likely that the parties will ever be in competition. Instruction in 
driving is not a normal field of expansion for a business like the plaintiff’s. 
The relation between the plaintiff’s and the defendant’s markets in Ben- 
rose Fabrics Corp. v. Rosenstein, 183 F.2d 355 [40 TMR 664], (fabrics for 
wearing apparel and similar fabrics for home furnishings) was much closer 
than that of the present case. 

The plaintiff owns an insurance company (not a party to this action) 
which uses the name, but the defendant does not sell insurance and the 
insurance company does not operate any driving schools. As an adjunct 
to its insurance business, the insurance company grants scholarships in 
colleges for the education of high school teachers so that they can in turn 
instruct youthful drivers. It does this through what it calls a ‘‘founda- 
tion,’’ but neither the insurance company nor the foundation operates any 
driving schools of its own. The idea is to establish driving courses in high 
schools. The insurance company’s interest is, of course, discernible, but 
the project is nonprofit and properly described as charitable, and I do not 
think that a person can expand the area of potential competition within 
which his trade name will be protected by establishing a charitable project 
under that name and then carrying that charitable organization’s activities 
into the general field in which the defendant operates. 

In the absence of any possibility of loss through competition on the 
part of the defendant, the plaintiff seeks to support its right to an injune- 
tion upon two theories, which may be referred to as ‘‘disrepute’’ and 
**dilution.”’ 

As to the first, under which protection is extended on the ground of 
possible injury to the plaintiff’s goodwill through the sale of inferior 
products by the defendant even in the absence of competition: the Re- 
statement, referring to non-competing goods, gives the rule (Sec. 730, 
comment b.) as follows: ‘‘The issue in each case is whether the goods, 
services or businesses of the actor (alleged infringer) and of the other are 
sufficiently related so that the alleged infringement would subject the 
good-will and reputation of the other’s trade mark or trade name to the 
hazards of the actor’s business.’’ In other words, are the non-competing 
businesses so closely akin that the alleged infringer’s business is in the 
normal field of expansion of the other’s, so that customers will be likely 
to assume that the goods or services of the two parties come from the same 


source? 
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A leading ease, illustrative of the sort of thing which will give the 
plaintiff the right to protection by injunction is Wall v. Rolls-Royce of 
America, 4 F.2d 333—automobiles and radio tubes. There was the strong- 
est kind of evidence that the defendant adopted the name with ‘‘but one 
object in view,’’ namely, to make people think that his radio tubes were 
made by the Rolls-Royce Company, a matter as to which there is no 
evidence whatever in the present case. A case illustrating a situation in 
which protection will not be extended is Certain-Teed Products Corp. v. 
Philadelphia & Sub. Mortg. G. Co., 49 F.2d 114—building materials and 
guaranteed mortgages. 

The Restatement, See. 731, sets out a number of factors to be con- 
sidered in determining whether one’s interest in a trade name is protected 
against its use in a non-competing business, but the list cannot be used 
as a rigid test. Each case presents a new problem. Obviously, there is a 
limit. If someone devised a system of bidding at contract bridge and 
called it the ALLSTATE SYSTEM, it could hardly be contended that the plain- 
tiff could restrain him on the ground of confusion of source, even though 
a few people might conceivably think that the system was promulgated 
by Sears, Roebuck. The present case, of course, comes closer to the line, 
but I think it is well outside the limits of protection. In other words, I 
do not think it at all likely that even if a learner thinks that Sears, 
Roebuck has something to do with the defendant’s driving school, he would 
be deterred from purchasing Allstate automobile parts if his instruction 
should prove unsatisfactory. 

There remains the ‘‘dilution’’ theory which is, in substance, that 
unless the plaintiff can prevent the use of his trade name by anyone in 
any kind of business it will lose some of its advertising value. I doubt 
that this theory has crystallized into law but, in any event, it would have 
to be limited rather strictly to fanciful, unique and meaningless coined 
words. As pointed out in the Certain-Teed case, supra, the word ‘‘cer- 
tainteed,’’ while not to be found in the dictionary, is by no means mean- 
ingless. So with auustate. The word can be used in conversation or 
literature as applied to any nationwide business or activity, without the 
slightest sense of incongruity. Besides, the defendant does not actually 
use the plaintiff’s coined word but its components, which are two ordinary 
English words, and which could be descriptive of a business like his if his 
course of instruction included rules and traffic regulations of states other 
than Pennsylvania. It is hard to see how the plaintiff could prevent the 
use of the words ‘‘all state’’ in connection with a book of road maps 
covering the United States or a pamphlet containing the automobile laws 
of all the states. It seems to me that when a person chooses a trade name 
which has a perfectly intelligible meaning and can be used naturally in 
all sorts of connotations and is, therefore, inevitably subject to ‘‘dilution,’’ 
—in fact already diluted when chosen—the person who adopts it, while he 
ean, of course, restrain its use on various grounds under the principles 
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heretofore discussed, cannot very well stand upon the sole theory of 
‘*dilution.”’ 
Judgment may be entered for the defendant. 






SUN OIL COMPANY v. WATSON, COMMISSIONER OF PATENTS, 
et al. 


No. 4241-51 — D.C. D.C. — April 15, 1954, amended May 3, 1954 








REGISTRATION PROCEDURE—EVIDENCE 






REGISTRATION PROCEDURE—APPEALS R.S. 4915 
Evidence of third party registrations is receivable in R.S, 4915 suit to show 
that disputed syllable is not generally dominant part of trade-marks. 






TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 






sUNVIS, for lubricating oils, is not confusingly similar to UNIvIS, for like 






goods. 

Action under R. 8. 4915 by Sun Oil Company, trade-mark application, 
Serial No. 514,508, filed December 18, 1946, v. Robert C. Watson, Commis- 
sioner of Patents, and Esso Standard Oil Company. Judgment for plaintiff. 

Case below reported at 41 TMR 629. 

Dos T. Hatfield, of Washington, D. C. and F. 8. Busser, of Philadelphia, 

Pennsylvania for plaintiff. 

E. L. Reynolds and Clarence W. Moore for Commissioner of Patents. 
Francis C. Browne, of Washington, D. C. for Esso Standard Oil Company. 
Letts, District Judge. 

At the trial defendant Esso Standard Oil Company objected to the 
introduction of the ‘‘third party’’ registrations (plaintiff’s exhibit 3), 
under the doctrine that prior trade mark registrations may not be con- 
sidered for the purpose of giving a limited application to an opposer’s 
mark and that such third party registrations may not be considered in 
determining the question of confusing similarity between the mark of an 
applicant and that of an opposer. The court recognizes the force of the 
objection but is of opinion that the objection is not sufficient to rule out 
the evidence in view of the purpose announced by plaintiff in offering the 
exhibit. I quote from a transcript of the proceedings, ‘‘Mr. Busser: I 
offer in evidence a file of registered trade marks all having as a part thereof, 
as a syllable thereof, either as a prefix or suffix, the word vis, which marks 
are distinguishable, obviously, one from another only by reason of the 
dominant syllable associated with the suffix, vis, which we are all agreed is 
simply a well-known abbreviation for ‘viscosity.’’’ Plaintiff’s exhibit 3 
was received for the purpose so announced. It is true that the colloquy 
which followed plaintiff’s offer of the exhibit related in large part to the 
applicability of the principles of law embodied in the objection of defend- 
ant, Esso Standard Oil Company; but plaintiff made clear the purpose of 
his offer when near the end of the colloquy he renewed his offer of the 
exhibit in the following language, ‘‘Now, this evidence that I propose to 
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submit proves conclusively that the dominant part of this mark, these 
marks, are respectively UNI and sun.’’ The court concludes that plaintiff’s 
exhibit 3 was properly received for the purpose of such offer. No weight 
will be given to the exhibit in violation of the principles of law mentioned 
in the objection interposed by defendant Esso Standard Oil Company. 

In the Patent Office the plaintiff was known as the applicant and the 
defendant ‘‘ Esso Standard Oil Company’’ was known as the opposer. The 
applicant sought to register the notation SUNVIS as a trade mark for lubri- 
eating oils. The opposer relied on prior use of its trade mark UNIVIS as 
applied to lubricating oils, such priority of use being conceded by the 
applicant. 

The only questions that required decision in the Patent Office and here 
are whether the goods of the parties possess the same descriptive properties, 
and the marks applied thereto bear such near resemblance as to be likely 
to give rise to confusion in trade when applied concurrently to the prod- 
ucts involved. 

Notwithstanding any specific difference between the products they 
nevertheless relate to the same classification of merchandise, and are hence 
goods of the same descriptive properties within the meaning of the Act 
of 1905. 

The court finds that sun is the dominant syllable of plaintiff’s mark. 
The name sun, if it does not suggest plaintiff’s corporate name, would 
suggest the orb that gives light and heat to the earth. It is not a contrac- 
tion of Uniform, which is what defendant Esso Standard Oil Company 
asserts in its advertising as to the prefix portion of its mark. 

The court thinks that the record supports the view taken by the Exam- 
iner of Interferences which he expressed in this language ‘‘ While it is 
true, as the opposer contends, that the marks differ in composition only 
as to one letter in the initial portions thereof, however, this difference 
together with the arrangement of the letters is believed to result, as con- 
tended by the applicant, in terms which are different in appearance and 
sound, and so entirely different in meaning as to obviate any confusing 
similarity between them, and enable their concurrent use for the products 
involved without any reasonable likelihood of confusion in trade.’’ 

Counsel for plaintiff will present for settlement findings of fact, con- 
clusions of law and a judgment form consistent herewith. 


BAILEY METER COMPANY v. WATSON, 
COMMISSIONER OF PATENTS 
No. 4806-52 — D.C. D.C. — May 10, 1954 
TRADE-MaRK AcT OF 1946—REGISTRABILITY—GENERIC TERMS 
BOILER METER, as applied to meters indicating various conditions of boiler 


operation, is inherently incapable of indicating origin or functioning as a trade- 
mark; name is generically descriptive of the goods. 
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Action under R. S. 4915 by Bailey Meter Company, trade-mark appli- 
cation, Serial No. 550,012, filed February 18, 1948, v. Robert C. Watson, 
Commissioner of Patents. Complaint dismissed. 

Case below reported at 42 TMR 689. 

Richard G. Radue, of Washington, D. C. for plaintiff. 
E. L. Reynolds for Commissioner of Patents. 
Letts, District Judge. 

The plaintiff asks the court to authorize the registration of an alleged 
trade mark consisting of the words BOILER METER on the Principal Register 
under the provisions of §2(f) of the Trade Mark Act of 1946, as a trade 
mark for ‘‘operational performance guides for vapor power plants.’’ 

Upon the record the court concludes that the goods to which the words 
are applied are merely meters which are associated with steam boilers for 
indicating various conditions of boiler operation. As pertinent to the 
issues of this case the statute provides that, ‘‘nothing herein shall prevent 
the registration of a mark used by the applicant which has become dis- 
tinetive of the applicant’s goods in commerce’’ and that ‘‘proof of sub- 
stantially exclusive and continuous use thereof as a mark by the applicant 
in commerce for the five years next preceding the date of filing of the 
application for its registration’’ may be accepted as prima facie evidence 
of distinctiveness. It is obvious that if the words with which we are con- 
cerned are to be registered they must be registrable as a trade mark. A 
trade mark includes ‘‘any word, name, symbol or device or any combination 
thereof adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured or sold by others.’’ 

The application for registration was properly refused in the Patent 
Office. Being merely a name of goods to which they are applied they are 
inherently incapable of indicating origin or functioning as a trade mark. 
Assuming that they were capable of trade mark use, they were not used 
substantially, exclusively as a trade mark during the period specified by 
the statute and the court finds upon the record that they have not actually 
been used as a trade mark at all. 

A generic name is one which gives information as to the nature or 
class of an article. Plaintiff’s application was properly refused on the 
ground that the presentation BOILER METER, is generically descriptive of 
the goods. The court agrees with the examiner that it is totally devoid of 
trade mark significance being incapable of indicating origin. 

The term BOILER METER is the generic term of the article and since the 
term is generic the plaintiff has acquired no exclusive right to its use. 
Terms which are descriptive of a class of goods cannot be exclusively 
appropriated by any one. The names or terms by which such articles are 
known cannot be adopted as trade marks. It has been held that a generic 
term which is a proper name for the article to which it is applied is not 
registrable on the Principal Register under any one of the provisions of 
the Trade Mark Act of 1946. 
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The plaintiff thinks that its device is not properly considered a boiler 
meter for the reason that it does not measure boilers since the device con- 
sists of or includes meters which measure functions or characteristics of a 
boiler which could not be more accurately described than by the term 
BOILER METER. As suggested by the Solicitor in his brief meters in cabs 
are commonly called taxi meters although they do not measure taxis. 
Bakery Meters, Brewery Meters and Concrete Batch Mixer Meters obviously 
do not measure Bakeries, Breweries or Concrete Batch Mixers. 

The evidence fails to show any use of the words BOILER METER as a 
trade mark. Plaintiff has consistently associated such words with the 
name BAILEY. Plaintiff’s trade mark is BAILEY BOILER METER and it is in 
the use of such trade mark that plaintiff has used the words which he now 
seeks to register. Without associating with the words BOILER METER the 
name BAILEY there is no designation of the maker of the goods. That such 
designation was necessary must have been fully appreciated by plaintiff 
when it sought and obtained registration of the words BAILEY BOILER METER 
as a trade mark. As the court sees it such designation is just as important 
under the Act of 1946 as it was under the Act of 1920 which governed 
registration of plaintiff’s mark BAILEY BOILER METER. 

The court holds that the alleged mark BOILER METER is merely a name 
and that it is not distinctive of the plaintiff’s goods. The same goods 
manufactured by others are known by the same name; the words are generic 
and plaintiff has failed to prove its right to register same as a trade mark 
on the Principal Register under the provisions of § 2(f) of the Trade Mark 
Act of 1946 as a trade mark for ‘‘operational performance guides for 
vapor power plants’’ as claimed. 

The Solicitor for the United States Patent Office will submit for settle- 
ment findings of fact, conclusions of law and judgment form dismissing the 
complaint. 


BLUE BELL COMPANY et al. v. FRONTIER REFINING 
COMPANY et al. 


Nos. 4720-1 —C. A. 10 — May 25, 1954 


ComMON Law TrADE-MARKS—NATURE OF RIGHTS 
Whether trade-mark is distinctively valid depends upon consideration of its 
elements as a whole, not its dissected parts. 
Notwithstanding descriptive character of FRONTIER and numeral ‘‘90’’ as 
components of composite mark, mark as a whole is unique and distinctive and 
is valid. 


TRADE-MARK AcT oF 1946—T1TLE—LICENSES 


Defendant used plaintiffs trade-mark with its consent only so long as it sold 
its products; when this stopped, right to use mark came to an end; defendant 
acquired no adverse property rights in mark. 
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REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Substitution of fighting buffaloes for rearing horse and rider in composite 
mark was not sufficient to avoid infringement. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Trade-mark infringer is liable as trustee for profits accruing from its unlawful 
acts, even though owner of mark was not doing business in consuming market 
where infringement occurred. Recovery is predicated upon unjust enrichment, not 
provable damages. Court, in exercise of discretion, may refuse to award profits 
of infringer in circumstances where owner has abandoned trade territory in which 
profits were realized and has shown no disposition to enter field. 
Burden is upon infringer to show that profits realized by it were not at- 
tributable to infringement. 

Action by Frontier Refining Company v. Blue Bell Company, an 
Idaho corporation and Blue Bell Company, a Utah corporation for trade- 
mark infringement and unfair competition. Defendants cross-complained 
against plaintiff, Standard Oil Company of California, a Delaware corpo- 
ration, Standard Oil Company of California, a Utah corporation, Salt 
Lake Refining Company, and The California Company for violations of 
Sherman Act. Plaintiff and defendants appeal from judgment. Affirmed. 
Shirley P. Jones (Shirley P. Jones, Jr. and Philip A. Mallinckrodt on the 

brief), of Salt Lake City, Utah for plaintiff. 

W. Alan Thody (Zimmerman, Kelly & Thody and L. Delos Daines on the 
brief) for defendants. 
Paul H. Ray (Dennis McCarthy on the brief), of Salt Lake City, Utah for 

Standard Oil Company of California et al. 

Before Putuuirs, Chief Judge, and Huxman and Murra, Circuit Judges. 
Murra, Circuit Judge. 

This is an appeal from a judgment of the District Court of Utah, in an 
action by the Frontier Refining Company against Blue Bell Company of 
Idaho and Blue Bell Company of Utah, for infringement of its trade marks, 
and for unfair competition, in which Frontier sought injunctive relief and 
recoverable profits from the use of such trade marks and unfair competi- 
tion; and in which Blue Bell Companies cross-complained against Frontier 
and the Standard Oil Company of California, a Delaware corporation, the 
Standard Oil Company of California, a Utah corporation, Salt Lake Refin- 
ing Company and the California Company (all affiliates of Standard of 
Delaware), claiming damages for violation of Sections 1 and 2 of the 
Sherman Act, 15 U.S.C. 1 and 2. 

On a trial of the case to the court and advisory jury, the trial court 
directed a verdict for the cross-defendants on the antitrust issues, held for 
Frontier on the trade mark and unfair competition issues, and submitted 
the case to the jury on recoverable profits for infringement. The jury 
returned separate verdicts against the Blue Bell Companies for the profits 
derived from the sale of gasoline by Blue Bell of Idaho in Idaho and Blue 
Bell of Utah in Utah. The order of proof was first on the issue of infringe- 
ment and profits, but on appeal, Blue Bell first assails the judgment of the 
court on the directed verdict on the antitrust issues, and we will treat the 
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appeal in that order. The facts pertinent to those issues may be stated 
as follows: 

Upon its organization in 1941, the Frontier Refining Company adopted 
a trade mark and immediately registered it in the states of Wyoming, 
Colorado, Utah, Idaho, New Mexico, Kansas, Nebraska, South Dakota and 
Montana, in all of which states (except Idaho) it was licensed to do busi- 
ness. It acquired an oil and gas refinery at Cheyenne, Wyoming, and at 
the time of the trial of the case had between three hundred and fifty and 
four hundred retail outlets in the states in which it was licensed to do 
business. 

To facilitate the supply of gasoline to its jobbers and retail outlets 
over its trade territory, Frontier entered into exchange agreements with 
other refineries, under which it made gasoline available to its competitors 
in Cheyenne in exchange for gasoline delivered at the competitors’ refinery 
for distribution to Frontier’s dealers and jobbers in that area. For a 
number of years, Blue Bell of Idaho has heen engaged in the wholesale and 
retail gasoline business in Idaho and at Logan, Utah, and since 1944 pur- 
chased gasoline from Frontier at Sinclair, Wyoming, for its outlets in 
Utah and Idaho. This gasoline was unbranded and was sold from Blue 
Bell’s pumps bearing its own brand or label. In the Spring of 1949, 
Frontier entered into an exchange agreement with the California Company, 
whereby Frontier made five million gallons of gasoline per year available 
to Standard at Cheyenne, Wyoming, in exchange for five million gallons of 
gasoline per year made available to Frontier at Salt Lake City. This agree- 
ment was made by the California Company through its parent, the Stand- 
ard of Delaware, which in turn controlled the Salt Lake Refining Company, 
where the gasoline was to be lifted. 

The exchange agreement provided for what is known in the industry 
as a place differential of 1¢ per gallon, payable to Standard by Frontier 
for the gasoline lifted at Salt Lake City. This place differential was predi- 
cated upon the assumption that gasoline delivered under the agreement to 
Frontier at Salt Lake City was worth more than the gasoline delivered to 
California at Cheyenne because of the haulage factor involved in the 
distribution of gasoline. In other words, the exchange agreements took into 
consideration the cost of transporting the gasoline from the respective 
refineries to the points of distribution, allowing the long-haul taker a place 
differential. And, Frontier had other like agreements with other refineries 
in its trade territory. 

Consistently with that trade policy, the California Company also had 
an exchange agreement with Carter Oil Company, under which Carter 
furnished California five million gallons at its Cut Bank, Montana, refinery, 
in exchange for a like amount of gasoline delivered to Carter through Salt 
Lake Refining Company at its refinery in Salt Lake City. While the agree- 
ment did not expressly so provide, it was understood that the gasoline lifted 
by Carter was to be used to supply Carter’s outlets in Southeastern Idaho, 
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and in consideration of the haulage factor thus involved, California agreed 
to pay Carter a 144¢ per gallon differential for all gasoline lifted at Cut 
Bank, provided, however, that if California could make Carter’s gasoline 
available from its pipe line terminals in Idaho, the place differential would 
not be payable. 

Soon after the five million gallons of gasoline became available to 
Frontier at Salt Lake City, and in the Spring of 1949, Frontier entered 
into an oral arrangement with Blue Bell of Idaho, under which two hun- 
dred thousand gallons of gasoline per month were allotted to Blue Bell on 
Frontier’s account with Standard on the basis of 12.9¢ per gallon at the 
Salt Lake City refinery. At the same time, it was orally agreed between 
the parties that this gasoline would be sold under the Frontier brand and 
trade mark to Blue Bell’s jobbers and dealers in the states of Idaho and 
Utah; and Frontier immediately made available to Blue Bell all of its 
advertising material including signs, globes, uniforms, matches and road 
maps. Blue Bell thereupon discontinued the use of its labels and insignias 
and adopted Frontier’s brands, labels and advertising, and generally held 
itself out in Idaho and Utah as the distributor for Frontier petroleum 
products. 

Soon after the arrangement, the managing officer of Blue Bell began 
complaining about price. He contended that he could buy gasoline cheaper 
elsewhere, and that he was not being treated equitably. Frontier refused 
to accede to his demands, and early in the Spring of 1950, Blue Bell began 
lifting gasoline at Standard’s Salt Lake refinery on Carter’s account under 
its exchange agreement with Standard. Upon learning that such gasoline 
was being distributed in the Salt Lake area, California inquired of its 
affiliate whether there had been any change in the Carter exchange agree- 
ment. When Carter was confronted with the information that the gasoline 
was being lifted on its account for distribution in the Salt Lake City area, 
it immediately acknowledged its mistake, and on February 27, 1950, an 
officer of the parent California company sent a telegram to the refinery 
directing it not to deliver any more gasoline on Carter’s account for dis- 
tribution in Utah, but to continue delivery on Carter’s account for distribu- 
tion in Southeastern Idaho. At the same time, relations between Frontier 
and Blue Bell having deteriorated to the point where Blue Bell was 
taking only a small part of its allotment on the Frontier account, and 
within two hours of the Standard wire, Frontier directed the refinery not 
to deliver any more gasoline to Blue Bell on its account. Thereafter, Fron- 
tier delivered no more gasoline to Blue Bell and demanded the return of 
all of its advertising and trade mark equipment, and that it sell or dis- 
tribute no more gasoline under the Frontier brand. When Blue Bell con- 
tinued to operate under the Frontier brand in Idaho, and as the Frontier 
Oil Company in Utah, Frontier brought this suit. 

In its cross-complaint, Blue Bell pleaded the exchange agreements, and 
then alleged that prior to February 27, 1950, Blue Bell had been under- 
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selling California in the Salt Lake City area; that Frontier and California, 
through its affiliated corporations, threatened to take action against Blue 
Bell unless it raised its price; that California and Frontier thereupon 
agreed not to sell Blue Bell any more gasoline through the account of 
Frontier or any other connection through which Blue Bell might be able to 
obtain gasoline, and unsuccessfully endeavored to induce Carter to enter 
into the agreement; that in pursuance of this agreement, Frontier and 
Standard simultaneously cut off Blue Bell’s supply of gasoline at the Salt 
Lake City refinery. The simultaneous cut-offs were alleged to have been 
done to enforce contracts in restraint of trade and in an attempt to monop- 
olize trade and commerce; and in furtherance of a combination and con- 
spiracy to restrain and monopolize trade and commerce in the sale, distribu- 
tion and marketing of petroleum products among the several states. 

As we summarize the complaint and the contentions of Blue Bell, they 
are to the effect that the exchange agreements were concertedly utilized to 
restrict the destination of five million gallons of gasoline, thereby enabling 
the conspirators to fix and maintain the price of gasoline moving in inter- 
state commerce; eliminate competition; and divide trade territories to the 
publie detriment and to Blue Bell’s damage. 

The prohibitions of Sections 1 and 2 of the Sherman Act are aimed at 
all contracts, combinations or conspiracies, which by reason of their pur- 
pose or effect tend to prejudice the public interest by unreasonably restrain- 
ing interstate trade and commerce, or which attempt to monopolize such 
interstate trade and commerce. Shotkin v. General Electric Co., 171 F.2d 
236, and cases cited. See also Apex Hosiery Co. v. Leader, 310 U.S. 469, 
499 ; Appalachian Coals, Inc. v. Umted States, 288 U.S. 344, 359. And, any 
such contract combination or conspiracy having for its purpose or potential 
effect the fixing of prices of goods moving in interstate commerce; elimi- 
nating competitors from a substantial market; or which divides interstate 
trade territories, is unreasonable, hence illegal per se. Shotkin v. General 
Electric Co., supra. See also United States v. Trenton Potteries, 273 U.S. 
392; Ethyl Gasoline Corp. v. United States, 309 U.S. 436, 458; United 
States v. Socony-Vacuum, 310 U.S. 150, 212; Kiefer-Stewart Co. v. Joseph 
E. Seagram & Sons, 340 U.S. 211; Fashion Guild v. Federal Trade Com- 
mission, 312 U.S. 457 ; International Salt Co. v. United States, 332 U.S. 392; 
United States v. Addyston Pipe & Steel Co., 175 U.S. 211; Timpken Co. v. 
United States, 341 U.S. 593; Associated Press v. United States, 326 U.S. 1, 
15. But, a mere declination to sell to competitors or to supply retail outlets 
in a competitive market is not illegal, unless such refusals to sell or supply 
can be shown to be in furtherance of a contract, combination or conspiracy 
to unduly suppress the free flow of trade or commerce. Shotkin v. General 
Electric Co., supra; United States v. Bausch & Lomb Co., 321 U.S. 707, 
722. 

We do not understand Blue Bell to assail the exchange agreements as 
illegal per se. They do earnestly contend, however, that when utilized to 
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restrict the interstate movement of five million gallons of gasoline per year, 
they become instrumentalities for the illegal suppression of interstate 
trade and commerce; that the facts and circumstances leading up to and 
ineluding the simultaneous cut-offs on February 27, 1950, are entirely 
sufficient to establish a prima facie case of a combination and conspiracy 
to fix prices, eliminate competition and divide up markets; that a prima 
facie case having been thus established, it should have been appropriately 
submitted to the jury with the further instruction that if any such com- 
bination or conspiracy was found to exist, it would be unreasonable per se, 
and the jury should then proceed to consider and determine the amount of 
recoverable damages. Of course a directed verdict was not warranted 
unless we can say that there was no evidence from which a jury could 
rationally infer an illegal combination or conspiracy as alleged. 

The underlying purpose and effect of the exchange agreements are too 
plain for doubt. In the first place, they were obviously entered into in 
order to facilitate competition, not to stifle it. They permitted one market- 
ing company to do business at the back door of its competitor’s refinery 
by the exchange of manufactured products. The price differential based 
upon place of distribution or sale was nothing more than a recognition of 
the cost of transportation from the refinery to points of distribution. Based 
upon these economic realities, Frontier agreed to pay California 1¢ more 
for gasoline delivered at Salt Lake City than gasoline delivered at its 
refinery at Cheyenne, and California agreed to pay Carter %¢ more for 
gasoline delivered at Cut Bank than gasoline delivered to Carter at Salt 
Lake City for distribution in Southeastern Idaho. So long as Carter’s 
gasoline was used in Idaho, the economic scales were balanced, and sale by 
Carter in the Utah area unbalanced the equitable adjustment manifest in 
the exchange agreement. 

We can see nothing illegal in this arrangement, nor can we find any- 
thing sinister in California’s refusal to sell gasoline to Blue Bell on Carter’s 
account for resale in Utah, when to do so would violate the underlying 
reasons for the place differential. Carter was free to sell the exchanged 
gasoline to whomsoever it pleased for distribution in any trade territory, 
so long as it respected the place differentials. If, however, it chose to sell 
its gasoline for distribution in the Salt Lake City trade territory, it had to 
forego the place differential conditioned upon the long haul to South- 
eastern Idaho. It could not violate the integrity of that agreement by 
selling it to someone else for distribution in the trade territory. Carter so 
interpreted the agreement and chose to abide by it by discontinuing sales 
for distribution in the Salt Lake City area. And, it is significant that 
Carter is not charged with the taint of the alleged conspiracy, indeed it is 
explicitly exonerated. It is difficult to discern in the circumstances how 
Frontier and California could be guilty of a combination or conspiracy 
without Carter’s conscious complicity. 

There was some intimation that Blue Bell was considered a price-cutter 
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in the Salt Lake City area, and that the simultaneous cut-offs were used 
to police the gasoline prices in that area. But Blue Bell’s managing officer 
testified that he did not know whether he undersold his competitor in this 
area prior to the cut-off. He did testify that subsequent to the cut-offs, he 
continued to obtain the adequate supply of gasoline; more than doubled 
his gallonage in the Utah area during the succeeding year, and was able 
to undersell his competitors. The undisputed facts are that Frontier had 
an arrangement with two distributors to take the allotted supply of gasoline 
at Salt Lake City under its exchange agreement with California. When 
Blue Bell ceased to take but a very small part of its allotment, Frontier 
ascertained that the other distributor was willing to take the entire supply 
and the so-called cut-off followed. Viewed in the light of these undisputed 
facts, the coincidence of the two cut-offs loses its probative value as evidence 
of the existence of an agreement, combination or conspiracy to restrain or 
monopolize interstate trade or commerce. 

There is no evidence in this case of the exercise of leverage of contracts 
resting upon the fulerum of the control of the available supply of gasoline 
as a means of controlling prices and suppressing competition as in Lthyl 
Gasoline Corp. v. United States, 309 U.S. 436. See also United States v. 
Bausch & Lomb Co., supra. Or, as a means of dividing trade territories as 
in United States v. Trenton Potteries, supra. 

We agree with the trial court that there is no evidence to submit to the 
jury on the antitrust issues. 

Blue Bell’s attack on the judgment of the court holding the trade 
mark valid and infringed, and awarding damages for profits, is about 
three-fold: (1) the trade mark is said to be invalid; (2) if valid, unin- 
fringed; and (3) if valid and infringed, it was with the consent and acqui- 
escence of Frontier, amounting to an estoppel. 

Frontier’s adopted trade mark depicts the figure of a buckaroo on a 
rearing horse, with the words RARIN’ TO GO immediately underneath, en- 
circled on the outer border by the words FRONTIER and GAs, separated on 
either side of the border by two stars. And, it also uses the numeral 90 
on its insignia to indicate the quality of its premium gasoline. The pre- 
dominate features of the marks are the words FRONTIER and RARIN’ TO GO 
used in connection with the buckaroo on a rearing horse. This composite 
circular insignia was used consistently and industriously to advertise the 
sale of Frontier Refining Company’s petroleum products in all of its trade 
territories. 

The word FRONTIER is said to be in the public domain as having only 
a geographical significance, and the number ‘‘90’’ merely descriptive. But, 
‘Tt is a fallacy to break the fagot stick by stick.’’ Schlitz Brewing Co. v. 
Houston Ice Co., 250 U.S. 28. The question whether a trade mark is dis- 
tinetively valid depends upon a consideration of its elements as a whole, 
not its dissected parts. Nims, Unfair Competition and Trade Marks, 4th 
Ed., See. 201, pp. 537, 540; Restatement on Torts, Sec. 724. 
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The trial court found that from the time of Frontier Refining Com- 
pany’s adoption and first use of the circular insignia to symbolize its 
products, there was no other use of any similar design, either as a business 
name or as a trade mark, in or adjacent to Frontier’s trade area in the 
Western part of the United States, and particularly in the states in which 
Frontier did business, except by Frontier’s authorized distributors and 
dealers. 

Notwithstanding the descriptive character of the word FRONTIER and 
numeral 90 as components of this composite mark, we think the word and 
numeral have become so closely associated with the petroleum products of 
the Frontier Refining Company as to acquire a secondary meaning in the 
trade territory involved. Cf. Standard Oil Co. v. Michie, 34 F.2d 802 [19 
TMR 361] ; Standard Oil Co. of New York v. Standard Oil Co. of Maine, 
38 F.2d 677 [20 TMR 230], affmd. 45 F.2d 309 [21 TMR 107]. See also 
Nims, supra, § 36, p. 152. The use of the word FRONTIER on any other petro- 
leum products sold in this particular trade territory would undoubtedly 
tend to confuse or even deceive the passing motorist who depends upon 
symbols to identify the source and quality of petroleum products he pur- 
chases. Considered as a whole, the mark is original with Frontier Refining 
Company; it is unique and distinctive in its design, and has been thor- 
oughly and assiduously exploited as a symbol of Frontier Refining Com- 
pany’s products. We agree with the trial court that the trade mark is 
valid and that it belongs to the Frontier Refining Company. 

On the issue of infringement, Blue Bell of Idaho takes the position 
that it first used the Frontier mark in the State of Idaho with the full 
knowledge, consent and acquiescence of Frontier; that although Frontier 
registered the mark in Idaho in 1941, it never sold any of its products under 
the mark in that state except through Blue Bell of Idaho until 1953; that 
Blue Bell of Idaho therefore acquired the exclusive right to the use of the 
trade mark, and Frontier Refining Company should be on the other end of 
this lawsuit. 

The facts are that when in 1949, Blue Bell companies agreed to dis- 
tribute Frontier products in Idaho and Utah, Blue Bell of Idaho discon- 
tinued the use of its labels and advertising materials and commenced using 
the Frontier labels, brands, and advertising; and it did so not only with 
Frontier’s acquiescence, but with its active cooperation. As a matter of 
fact, it is plain that both parties realized the mutual advantage of the use 
of the Frontier mark in Idaho. Indeed, Blue Bell registered the mark in 
Idaho in July 1949 as its own, stating that it had used it in Idaho since 
April of that year. At about the same time, Blue Bell of Utah registered 
the name FRONTIER OIL COMPANY and the expression RARIN’ TO GO in Salt 
Lake County, Utah, and it continued to exploit these symbols. And, it also 
adopted a simulation of the Frontier Refining Company’s mark by substi- 
tuting two fighting buffaloes in the place of the rearing horse and rider, 
with the numeral 90 immediately above, and FRONTIER OIL COMPANY below. 
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‘*The adoption of a trade mark does not * * * project the right of 
protection in advance of the extension of the trade, or operate as a claim 
of territorial rights over areas into which it may be thereafter deemed 
desirable to extend the trade * * *’’ United Drug Co. v. Rectanus Co., 248 
U.S. 90; Katz Drug Co. v. Katz, 188 F.2d 696 [41 TMR 569]. See also 
Nims, supra, § 218b, p. 644. 

The trial court found that prior to the cut-off on February 27, 1950, 
any uses made of Frontier’s trade mark by Blue Bell in Idaho and Utah 
were authorized by Frontier, and with full knowledge of Frontier’s prior 
adoption and use of the trade mark and corporate name FRONTIER REFIN- 
ING COMPANY; that the authorized use of Frontier’s trade mark by Blue 
Bell companies in the states of Utah and Idaho in fact constituted use of 
the mark by Frontier in those states and created no rights in Blue Bell 
adverse to Frontier’s rights therein. The court further found that as of 
February 27, 1950, Frontier withdrew from Blue Bell companies all 
authority and right to use its advertising material, its name, trade marks 
or any simulation thereof in the states of Utah and Idaho; that Frontier 
did not acquiesce in the adverse use of the trade mark or the trade name 
FRONTIER OIL COMPANY; and that the continued use of the Frontier trade 
mark or simulations thereof for the sale of Blue Bell’s products subsequent 
to February 27, 1950, were designed to and did confuse the public as to the 
origin of the products sold under such brands. 

In sum, the court held that Blue Bell used Frontier’s trade mark with 
its authority and consent only so long as it sold its manufactured products. 
When it ceased to do so, the right to use the mark came to an end. We 
cannot say that these findings and conclusions are clearly erroneous and 
they are binding here. It follows that Blue Bell companies could acquire 
no adverse property rights in and to the trade mark in either state, and 
Frontier is not estopped to assert its exclusive right thereto. See Dad’s 
Root Beer Co. v. Doc’s Beverages, 193 F.2d 77 [42 TMR 37]. 

In 1949 and 1950, the Frontier trade mark was undoubtedly estab- 
lished in the State of Idaho and that trade territory, and it was established 
by Blue Bell, acting as Frontier’s distributor. It was Frontier’s gasoline 
distributed by Blue Bell and the source or origin of the product was un- 
doubtedly established in the public mind. When Blue Bell continued to 
advertise and sell gasoline under the Frontier label and mark after it 
ceased to distribute products of the Frontier Refining Company, the Fron- 
tier Refining Company ran an open letter in the newspaper to the citizens 
of Idaho Falls, Idaho, calling their attention to the fact that an Idaho oil 
company had been advertising and selling petroleum products under the 
name of Frontier; that the sale of these products under the name of 
Frontier was not authorized by the Frontier Refining Company, and it 
was then seeking an injunction to restrain the use of the name. The letter 
went on to say that Frontier RARIN’ TO Go products would soon be available 
in the community through Frontier dealers. Thereafter, Blue Bell ran 
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an ad in another paper in Idaho displaying the trade mark of the rearing 
horse and rider and the expression RARIN’ TO GO, and advertising ‘‘Fron- 
tier’s own specially refined FRONTIER GAs available in Idaho only through 
authorized Frontier Company stations.’’ There can be little doubt that 
the continued advertisement and sale of FRONTIER GAS by Blue Bell as its 
own product was both confusing and deceptive. 

We agree with the trial court that the use of Frontier’s trade mark 
and trade name by Blue Bell of Idaho in Idaho subsequent to February 
27, 1950, constituted infringement and unfair competition. We also agree 
that the use of the mark substituting fighting buffaloes for the rearing 
horse and rider by Blue Bell of Utah in Utah was confusingly similar to 
Frontier’s mark and constituted an infringement in that state. Avrick v. 
Rockmont Envelope Co., 155 F.2d 568 [36 TMR 199] ; Nims, supra, § 221c, 
p. 671; Restatement of Torts, §§ 728-729. 

Having found infringement and decreed injunctive relief, the trial 
court submitted the measure of profits and damages to the advisory jury 
on the theory that Frontier was entitled to recover from the Blue Bell 
companies the profits attributable to the use of the Frontier trade mark 
in Idaho and Utah during the period of infringement. Proof was intro- 
duced tending to show that during the period in question, Blue Bell of 
Idaho realized a total profit of $37,094.40 from its operations in Idaho; 
and that Blue Bell of Utah realized a total profit of $14,611.44 from its 
operations in Utah. The jury was instructed that if it found from a pre- 
ponderance of the evidence that Blue Bell had realized business profits 
which were not due to the use of Frontier’s trade mark, Frontier would 
not be entitled to recover damages for any such sales or profits. The jury 
returned a verdict against Blue Bell of Idaho in the sum of $22,256.00, 
and against Blue Bell of Utah in the sum of $8,766.00. The trial court 
approved the verdicts and entered judgment accordingly. 

Complaining of the instructions of the court, Blue Bell argues that the 
court confused profits to Blue Bell with damages to Frontier. The con- 
tention is to the effect that Frontier’s measure of recovery for the infringe- 
ment, if any, is the actual loss suffered by Frontier, and that Frontier 
proved no loss which could form the basis of a judgment equal to 60 per 
cent of Blue Bell’s profits. They say that since Frontier did not compete 
in the market in Idaho and Utah, it could have suffered no recoverable 
damages, and the verdict is therefore unsupported by any evidence. 

Out of the welter of confusion occasioned by the judicial effort to 
fashion a remedy which would satisfy both legal and equitable concepts 
of appropriate relief for patent and trade mark infringements, the courts 
have now settled on the theory that a trade mark infringer is liable as a 
trustee for profits accruing from his illegal acts, even though the owner of 
the mark was not doing business in the consuming market where the 
infringement occurred. See Dad’s Root Beer Co. v. Doc’s Beverages, supra, 
and cases cited; Sammons v. Colonial Press, 126 F.2d 341;. Sheldon v. 
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Metro-Goldwyn Pictures Corp., 309 U.S. 390; Codman v. Crocker, 89 N.E. 
177; Nims, supra, §§ 419-420. Recovery is predicated upon the equitable 
principle of unjust enrichment, not the legal theory of provable damages. 
In the exercise of its discretion, the trial court may refuse to award profits 
of the infringer in unusual circumstances where the owner has abandoned 
the trade territory in which the profits were realized, and has shown no 
disposition to enter the field, as in Morand Bros. v. Chippewa Corp., 2 F.2d 
237. But, no such unusual circumstances are presented here. 

While the trial court did speak of the measure of recovery in terms 
of damages, the case was squarely and correctly presented to the jury on 
the question of recoverable profits. And, the court also very properly 
placed the burden upon Blue Bell companies of showing that the profits 
realized by them were not attributable to the infringement. See Mishawaka 
Mfg. Co. v. Kresge Co., 316 U.S. 203 [32 TMR 254] ; Champion Plug Co. v. 
Sanders, 331 U.S. 125 [387 TMR 323] ; Century Distilling Co. v. Continental 
Distilling Corp., 205 F.2d 140. The verdict of the jury was well within the 
proof of realized profits and will not be disturbed. 

Frontier has cross-appealed from the refusal of the court to award 
attorney fees and accounting costs as a part of the assessable costs. It 
concedes, however, that the matter rests largely within the discretion of 
the trial court. In view of all the circumstances, it cannot be said that 
the court abused its discretion in that respect, and the judgment in all 
respects is affirmed. 


JEAN PATOU, INC. v. SOCIETE ANONYME 
SOCIETE TECHNIQUE de PARFUMERIE F. MILLOT 


No. 93-70 — D.C., $.D., N.Y. — June 23, 1954 


CouRTS—J URISDICTION 
Under 35 U.S.C. 146, right is given to bring civil action in any court of com- 
petent jurisdiction; therefore any District Court has jurisdiction of subject matter. 

Action under 15 U.S.C. 1071 by Jean Patou, Inc. v. Societe Anonyme 
Technique de Parfumerie F. Millot, application Serial No. 566,362 filed 
October 2, 1948. Defendant moves to dismiss complaint. Motion denied. 

Case below reported at 44 TMR 750. 

Lewis G. Bernstein (S. Stephen Baker of counsel), of New York, N. Y. 
for plaintiff. 

Mock & Blum, of New York, N. Y. for defendant. 

McGouey, District Judge. 

In an action to challenge the determination of the Patent Office in the 
trade mark proceeding under 15 USC 1071 defendant moves to dismiss the 
complaint on the ground that jurisdiction is vested solely in the United 
States District Court for the District of Columbia under Title 35 USC 
145 [evidently § 146 was intended and the argument proceeded on that 
assumption. ]. 
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35 USC 146 provides in part: 

Any party to an interference dissatisfied with the decision of the 
board of patent interferences on the question of priority, may have 
remedy by civil action. * * * 

Such suit may be instituted against the party in interest as shown 
by the records of the Patent Office at the time of the decision com- 
plained of, but any party in interest may become a party to the action 
[sic]. If there be adverse parties residing in a plurality of districts 
not embraced within the same state, or an adverse party residing in 
a foreign country, the United States District Court for the District 
of Columbia shall have jurisdiction and may issue summons against 
the adverse parties directed to the marshall of any district in which 
any adverse party resides. Summons against adverse parties residing 
in foreign countries may be served by publication or otherwise as the 
court directs. The Commissioner shall not be a necessary party. * * * 
It is the defendant’s contention that since it is a foreign corporation 
the above section gives to the District Court of the District of Columbia 
exclusive jurisdiction over the subject matter; that therefore this court 
may not entertain the action. It further contends that service of process 
on the agent appointed by it pursuant to 15 USC 1051d is likewise invalid 
since service can only be made as directed by the District Court for the 
District of Columbia. 

It seems obvious that Section 146 gives the right to bring a civil action 
in any court of competent jurisdiction and that therefore any District 
Court has jurisdiction of the subject matter. In addition the second para- 
graph confers jurisdiction on the District Court for the District of Colum- 
bia in two types of cases where personal jurisdiction would otherwise be 
difficult or impossible to obtain. 

In the present case such difficulty does not exist since Millot had made 
itself available for suit in this District by prior consent as it evidenced 
by appointing its attorneys in this district as its agent for service of 
process.: Since this court has jurisdiction of the subject matter and de- 
fendant has consented to suit here, the motion to dismiss must be denied. 


Settle order. 





























STANDARD OIL COMPANY v. THE STANDARD OIL COMPANY 
OF NORTH DAKOTA, 
S. H. KAPLAN, RUBY MYKLEBUST AND H. G. HOMME, JR. 


No. 2008 — U.S. D.C., N.D. N.E. Div. — July 27, 1954 


UNFAIR COMPETITION 
Plaintiff, one of the ‘‘regular’’ Standard Oil Companies incorporated in 
Indiana and operating in 15 midwestern states, including North Dakota sues to 
restrain the infringement of its trademarks and trade name STANDARD, STANDARD 

OIL Or STANDARD OIL COMPANY and for unfair competition by defendants. Plain- 

tiff has operated in North Dakota since 1896 and registered its trademark STANDARD 

in North Dakota in 1923. Defendant was incorporated in 1949 and is authorized 
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to engage in the business of manufacturing and selling petroleum products and 
defends on the grounds that the difference in its corporate title is sufficient to 
distinguish, the action is premature since the corporate defendant has not en- 
gaged in business and on the further grounds that the mark STANDARD is not a valid 
trademark because it is descriptive and defendant’s use of the word STANDARD is 
permissive by virtue of a North Dakota statute. 


UNFAIR COMPETITION—BASIS OF RELIEF 





TRADE AND COMMERCIAL NAMES 


Mere comparison shows that names of plaintiff and corporate defendant are 
confusingly similar and addition ‘‘of North Dakota’’ does not lessen the confu- 
sion. Use of phrase ‘‘Not affiliated with any existing oil company’’ on letter- 
heads not only fails to lessen confusion but is admission that confusion was 
expected. 

Evidence fails to show that the word ‘‘standard’’ has a descriptive significance 
in the petroleum industry, but even if such were the case, by virtue of the long 
and exclusive use by plaintiff, the mark STANDARD has acquired a secondary mean- 
ing which would entitle plaintiff to protection. 

State statute which provides for a ‘‘trademark’’ to be licensed for use on 
articles grown, manufactured or produced in North Dakota which meet standards 
set by the state and which incorporate the word ‘‘standard’’ on the emblem 
created a symbol utilizing the word in its descriptive sense and cannot be distorted 
to permit the appropriation of the word by defendants. 


UNFAIR COMPETITION—EVIDENCE 


Where corporate defendant has not actually engaged in business but evidence 
amply shows intent by defendants to use the corporate defendant’s name in con- 
nection with the sale of products in competition with plaintiff an injunction will 
be granted since a threat to infringe a trademark is sufficient. 


UNFAIR COMPETITION—SCOPE OF RELIEF 


Corporate defendant is enjoined from using the words STANDARD, STANDARD 
OIL or STANDARD OIL COMPANY as part of name of defendant corporation or as 
trademarks and injunction applies also to defendant Kaplan since he was re- 
sponsible for the selection of the name and has actively promoted the company. 


Action by Standard Oil Company v. The Standard Oil Company of 
North Dakota. Plaintiff seeks to enjoin defendant from using its trade- 
mark and trade name. Judgment for plaintiff. 


Cox, Cox, Pearce and Engebretsen (William R. Pearce of counsel), of 
Bismarck, North Dakota and Nims, Martin, Halliday, Whitman and 
Williamson (Wallace H. Martin and Robert Bonynge of counsel), of 
New York, N. Y. for plaintiff. 

Lashkowitz and Lashkowitz, of Fargo, North Dakota and Shaft, Benson 
and Shaft, of Grand Forks, North Dakota. 


Cuar.es J. Voge, District Judge. 

By this case, plaintiff, Standard Oil Company, an Indiana corpora- 
tion, seeks to enjoin defendant The Standard Oil Company of North 
Dakota, a North Dakota corporation, and defendant 8. H. Kaplan from 
using the words STANDARD, STANDARD OIL Or STANDARD OIL COMPANY as 
trade marks or as part of the name of defendant corporation. Diversity 
of citizenship plus more than the statutory amount are involved. This 
Court has jurisdiction. 
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The questions here must be determined according to the law of the 
State of North Dakota. Erie R. Co. v. Tompkins, (1938) 304 U.S. 64. 
We have no decisions from the North Dakota Supreme Court. It becomes 
expedient, then, to look to other jurisdictions for guidance. 

Plaintiff qualified to do business in North Dakota on February 1, 1896, 
and registered its trademark STANDARD under the laws of the State of 
North Dakota on February 10, 1923. Plaintiff for many years has been 
the only petroleum company which has used the trade names and trade- 
marks STANDARD, STANDARD OIL and STANDARD OIL COMPANY in North Dakota 
and in fourteen other additional Midwestern states. 

Defendant, The Standard Oil Company of North Dakota, was incor- 
porated by the defendant Kaplan on February 19, 1949. Under its charter, 
it is authorized to engage in practically the same business as the plain- 
tiff ; i.e., petroleum production, manufacturing, distributing and selling. 

By mere comparison alone, it is obvious that the names of plaintiff 
and of the corporate defendant are confusingly similar. Restatement, 
Torts, See. 728 comment a (1938). In addition, plaintiff has shown that 
as a result of publicity given to the incorporation of the corporate de- 
fendant, substantial confusion has already occurred in the mind of the 
public. The use of a confusingly similar corporate name should be 
enjoined in order to protect the business and good will of the prior cor- 
poration. N.D.R.C. of 1943, See. 10-0111; General Film Co. of Missouri 
v. General Film Co. of Maine, (C.C.A. 8; 1916) 237 F. 64 (7 TMR 50) ; 
Indian Territory Oil & Gas Co. v. Indian Territory Illuminating Oil Co., 
(C.C.A. 10; 1938) 95 F.2d 711; cert. den. 305 U.S. 607; Local Loan Co. v. 
Local Finance Corp., (D.C., E.D.Wis., 1944) 56 F.Supp. 658 (34 TMR 
363) ; Sweck v. Aberdeen, (1921) 44 8.D. 176, 183 N.W. 118). 

Tacking the phrase ‘‘of North Dakota’’ onto the dominant phrase 
STANDARD OIL COMPANY does not lessen the confusion. See Standard Oil 
Co. of New Mexico v. Standard Oil Co. of California, (C.C.A. 10; 1932) 
56 F.2d 973, 976, (22 TMR 363). In an attempt to lessen the effect of 
the obvious confusion through name similarity, the defendant uses the 
phrase ‘‘ Not affiliated with any existing oil company’’ on its letterheads. 
The use of the phrase not only fails to lessen the confusion but is an 
obvious admission on the part of the defendant that confusion was ex- 
pected. See Esso, Inc. v. Standard Oil Company, (C.C.A. 8; 1938) 98 
F.2d 1, 7. 

The tenacity with which defendants urge their right to use a corporate 
name which could have acquired no value insofar as their own use of the 
name is concerned justifies an inference that defendants recognize that the 
name STANDARD OIL COMPANY has a value which has been derived from 
some other source, to-wit: The reputation which the Standard Oil Com- 
pany, operating in the territory, has acquired in fifty years of business 


operations. The defendants disclaim an intent to appropriate anything 
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of value belonging to another corporation but their actions belie their 
words. 

For all practical purposes, plaintiff’s long use of the Standard Oil 
Company name and trademarks in North Dakota and in its Midwestern 
business territory has been an exclusive one. While defendants have shown 
that a variety of STANDARD OIL companies besides plaintiff’s have from 
time to time been licensed to do business in various states within plaintiff’s 
Midwestern business territory, it does not appear that such companies 
using the STANDARD OIL name have actually engaged in any business in 
such states. For the most part, such companies have either abandoned 
the use of the name or have withdrawn from the territory. Others have 
been enjoined from using it. In an undefended action, on January 10, 
1931, this Court enjoined the use of the name STANDARD OIL COMPANY OF 
NORTH DAKOTA, INC., by an earlier North Dakota corporation. See Standard 
Oil Co., a corporation, Complainant v. Standard Oil Company of North 
Dakota, Inc., a corporation. R. J. Young, C. E. Morris and C. L. Young, 
Respondents, U.S.D.C.N.D., Civil No. 495. See also Standard Oil Company 
v. Michie, (D.C., E.D. Mo.; 1929) 34 F.2d 802, (19 TMR 361) ; Standard 
Oil Co. of Colorado v. Standard Oil Company, (C.C.A. 10; 1934) 72 F.2d 
524, (25 TMR 50) cert. den. 293 U.S. 620; Esso, Inc. v. Standard Oil Com- 
pany, supra. 

It cannot be said, as defendants contend, that plaintiff has abandoned 
its exclusive claim to the STANDARD OIL COMPANY name and related trade- 
marks. On the contrary, it would appear that plaintiff has been vigilant in 
objecting to infringements of its trademarks and its name. The fact that 
the STANDARD OIL name and trademarks are used by others in other 
territories does not qualify plaintiff’s right thereto within the territory 
where plaintiff has first appropriated and maintained exclusive use thereof. 
See particularly the opinion of the Court of Appeals of this Cireuit in 
Esso, Inc. v. Standard Oil Company, supra, at page 7, wherein the Court 
stated : 

‘*The rule seems to be well established that ‘where two parties inde- 

pendently are employing the same mark upon goods of the same class, 

but in separate markets wholly remote the one from the other,’ each 
has the exclusive right to the use of the mark within the territory in 
which he has used it, to the exclusion of the other. (Citations.)’’ 


The defendants contend that plaintiff could not appropriate the 
exclusive use of the word STANDARD as a trademark and that the state 
could not validly register for plaintiff the trademark sTANDARD because 


sé sé 


the word relates to ‘‘class or description’’ or to ‘‘quality, or the deserip- 
tion.’”’ N.D.R.C. of 1943, Sec. 47-2201 and Sec. 47-2203 exclude the 
registration or appropriation of such marks. Defendants’ argument over- 
looks the fact that the noun ‘‘standard’’ has a distinct meaning, as a signal, 
beacon, emblem, banner or flag, aside from its common meaning as a de- 
scriptive term. Moreover, there is no evidence that the word ‘‘standard’”’ 
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has a descriptive significance in the petroleum industry. Even if it did 
have such a descriptive significance, it is quite apparent that through long 
and exclusive use STANDARD has acquired a_ well-recognized secondary 
meaning as designating the products of the plaintiff which would entitle 
plaintiff to protection thereof. See Standard Oil Co. of Colorado v. 
Standard Oil Co., (C.C.A. 10; 1934) supra; and Esso, Inc. v. Standard 
Oil Co., supra. 

The defendants urge that this Court should not enjoin their use of 
the words STANDARD OIL COMPANY because violation.of the North Dakota 
Trade-Mark Act is a misdemeanor, (N.D.R.C., 1943, Sec. 47-2205 and 
See. 47-2206) and equity should not enjoin the commission of criminal 
offenses. The cited criminal sections of the Code relate to forging or 
counterfeiting trademarks willfully or with intent to defraud and do not 
relate to unfair competition or trademark infringement. 

Section 47-23, N.D.R.C. 1943, originally enacted in 1917, provides for 
a ‘‘trade-mark’’ to be licensed for use on articles grown, manufactured or 
produced in North Dakota which meet standards set by the State Labora- 
tories Department. A portion of the prescribed design is to be a ‘‘ribbon 


on which the word ‘standard’ shall be printed’’; other portions of the 
prescribed design are to bear the phrases ‘‘ North Dakota,’’ ‘‘quality and 
measure,’’ ‘‘State Trade-Mark,’’ and ‘‘North Dakota Backs It Up. 
Defendant corporation has applied for but not yet received a license to use 


%? 


this ‘‘trade-mark.’’ 


Defendants argue that this statute places the word ‘‘standard in the 
public domain and thereby authorizes the defendants’ use of the word. It 
is apparent, however, that the statute was only intended to create a symbol 
utilizing the word ‘‘standard’’ in its descriptive sense, which may be 
licensed by the State Laboratories Department for use on products that 
qualify therefor. The statute does not purport to authorize any other use 
of the word ‘‘standard.’’ The authorized use of the word ‘‘standard”’ to 
describe products which conform to standards required by the North 
Dakota State Laboratory has no application to the issues in this case. The 
use authorized is ‘‘standard’’ with a small ‘‘s’’ to describe quality alone. 
By no rational means can such authority be distorted to permit the appro- 
priation of the name STANDARD with a capital ‘‘S’’ and its use in the 
corporate name of one of these defendants. 


It is accordingly clear that the statute does not justify the defendants’ 
use of the word ‘‘standard’”’ in the title of the defendant corporation and 
would not justify defendants’ use of the word ‘‘standard’’ as its own 
trademark. It is not necessary here for this Court to decide whether 
defendant corporation might use the prescribed symbol on its products if 
it should in the future be licensed to do so. 

Defendants argue that this action, insofar as it seeks to restrain trade- 
mark infringement is concerned, is premature because there is no showing 





Vol. 44 T. M. R. JOHN WALKER & SONS v. MODERN SHOE 961 





that defendants have used the trademark word on any products. It is 
true that the defendants have not yet actually engaged in business. There 
is, however, ample evidence of an intent to use the corporate defendant’s 
name in connection with the sale of products in competition with the 
plaintiff. The corporate purposes of defendant corporation are substan- 
tially the same as those of the plaintiff. Defendant Kaplan testified that 
defendants plan to produce and sell gas and oil products under defendant’s 
corporate name. He hired a professional public relations man. They talked 
to service station operators concerning distribution of petroleum products 
under the corporate defendant’s name. Use of the corporate defendant’s 
name in connection with the sale of products in competition with plaintiff 
would damage plaintiff’s business and good will. 

It is generally held that a threatened trademark infringement, such 
as appears here, should be enjoined. See Restatement, Torts, Sec. 744 
comment g; Standard Oil Co. of Colorado v. Standard Oil Co., supra; 
Standard Oil Co. of New Mexico v. Standard Oil Co. of California, supra; 
Standard Oil Co. of Maine v. Standard Oil Co. of N. Y. (C.C.A. 1; 1930), 
45 F.2d 309 (21 TMR 107). 

This Court is of the opinion that plaintiff is entitled to the relief 
requested in the form of an injunction restraining the corporate defendant 
from using the words STANDARD, STANDARD OIL Or STANDARD OIL COMPANY 
as part of the name of the defendant corporation or as trademarks. The 
injunction should be applicable also to the defendant Kaplan since he was 
the one responsible for the organization of the corporate defendant, selected 
its name, and promoted it, and since he, even though not presently an 
officer of the corporation, is still the one most active in promoting the 
interests of the corporate defendant. The requested injunction will be 
granted. 

It will be so ordered. 





JOHN WALKER & SONS, LIMITED v. MODERN SHOE COMPANY 
Appl. No. 6061 — C.C.P.A. — May 27, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
JOHNNIE WALKER, for shoes, is not confusingly similar to the same mark as 
used for whiskey. 


Trademark Opposition No. 29,394 by John Walker & Sons, Limited v. 
Modern Shoe Company, application Serial No. 548,982 filed February 6, 
1948. Opposer appeals from decision of Examiner in Chief dismissing 
opposition. Affirmed. 

Case below reported at 43 TMR 869. 

Watson Leavenworth Kelton & Taggart (Ellis W. Leavenworth and Leslie 

Taggart of counsel), of New York, N. Y. for opposer-appellant. 
Lawrence H. Cohn (Terry & Cohn of counsel), of St. Louis, Missouri for 

applicant-appellee. 





THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


JACKSON, Judge. 


This appeal is in a trade mark opposition proceeding wherein the 
Examiner-in-Chief of the United States Patent Office affirmed a decision 
of the Examiner of Interference dismissing the notice of opposition brought 
by appellant in which it challenged the propriety of registering the nota- 
tion of JOHNNIE WALKER within an oval by Modern Shoe Company as a 
trade mark for men’s and boy’s shoes made of leather, fabric, rubber, and 


combinations of said materials. 

Testimony was taken by appellant only and both parties filed briefs 
and were represented at the hearing in the Patent Office. 

In the notice of opposition, pursuant to the clause of Section 2(d) of 
the Act of 1946, appellant alleged likelihood of confusion or deception of 
purchasers as the only statutory ground for opposing appellee’s right of 
registration. 

Appellant relied upon his prior use and ownership of the identical 
expression JOHNNIE WALKER as applied to whiskey. Therefore, the sole 
issue to be determined here is whether or not use by the parties of the 
identical notation for their respective goods would be likely to result in 
confusion or mistake or to deceive purchasers. 

There can be no doubt that the mark of appellant is probably one of 
the best known in the whiskey producing industry. Counsel for appellant 
has stressed the fact that more than 3,800,000 cases of whiskey have been 
sold in the United States bearing its mark since the year of 1933, and that 
its advertising expenditures have amounted to more than six million dollars. 
Therefore, it contends that, by reason of such extensive sales and adver- 
tising, its mark has attained such general notice that it is entitled to an 
unlimited scope of protection against any use thereof on any other goods. 

Neither of the tribunals below agreed with the contention made on 
behalf of appellant on the ground that, manifestly, shoes on one hand and 
whiskey on the other have nothing in common as to their essential char- 
acteristics, and there is nothing in the record here to show that the goods 
of the parties are otherwise related. 

Both the examiner and the Examiner-in-Chief were of the opinion 
that the wide difference in the goods obviated any reasonable likelihood 
of confusion when used.on the respective goods. 

It has been argued by counsel for appellant that appellee was moti- 
vated in the adoption of the involved trade mark by a wish to capitalize 
on the established goodwill of appellant. It was pointed out by the 
examiner, and correctly so, that there is nothing from which such an 
inference can be drawn and mere arguments and statements, without any 
basis except innuendo or suspicion, are without probative force. 

Of course, it is probably of common knowledge that the notoriety of 
the name itself and the depiction of a dandy of former days striding along 
appearing in the advertisements of the product of appellant makes appel- 
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lant’s mark an exceedingly valuable asset; however, the mark sought to 
be registered does not include the image of the striding gentleman and, 
therefore, the argument that the gentleman is wearing boots has no 
pertinency here. 

We have examined all of the cases cited in the briefs of the parties, 
but do not deem it necessary to refer to any of them except the case of 
Alligator Co. v. Larus & Bro., Inc., 39 C.C.P.A. (Patents) 939, 196 F.2d 
532, 93 USPQ 436 (42 TMR 562). There, as here, appellant contended 
that its trade mark ALLIGATOR, as applied to rainwear and sportswear such 
as raincoats, topcoats, and jackets was strongly associated in the public 
mind with its business and reputation. Appellee’s mark applied to tobacco 
products. We held there that the products of the parties upon which their 
trade mark was placed differed in every essential characteristic and, there- 
fore, were not likely to cause confusion or mistake or deceive purchasers. 
We arrive at the same conclusion here. Therefore, the decision of the 
Examiner-in-Chief is affirmed. 

JACKSON, Judge (retired), sat in place of Garrert, Chief Judge. 

O’CoNNELL, Judge, did not participate in the consideration or decision 
of this case. 


THE DoALL COMPANY v. BUCKENS 
No. 31072 — Commissioner of Patents — May 10, 1954 


TRADE-MaArRK ACT oF 1946—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register the mark DoALL for mechanical letter opener and 
is opposed by concern using term as part of its corporate name and in connection 
with its registrations covering numerous tools, files and cutters. Evidence shows 
opposer has used name since 1935 on approximately 80 products and has spent 
large sums in advertising. Since applicant’s mechanical letter opener is essen 
tially a cutting device and in view of wide distribution and diversity of opposer’s 
goods confusion of source is likely and opposition is sustained. 

Opposition proceeding by The DoAll Company v. William T. Buckens, 
application Serial No. 600,531 filed July 12, 1950. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Affirmed. 
Ira Milton Jones, of Milwaukee, Wisconsin for applicant-appellant. 
Johnson & Kline, of Bridgeport, Connecticut for opposer-appellee. 

LeeEps, Assistant Commissioner. 

Application has been filed to register the compound word DoALu (in 
script lettering) for a mechanical letter opener. Use is claimed since April 
4, 1950. Opposition has been filed by the owner of DoALu used in its 
corporate name and as a trade mark displayed against a sphere which 
appears to be suggestive of the earth. The word alone has been registered 
three times, Reg. No. 390,078 (issued September 9, 1941) for precision 
machine tool grinders and cutters, milling machines and duplicators; Reg. 
No. 394,883 (issued May 5, 1942) for files, file segments, file bands, saws 
and saw bands; and Reg. No. 339,329 (issued October 6, 1936) for com- 
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bination band sawing and filing machines. The mark disclosed in each of 
the registrations was published under Section 12(c) of the Act of 1946 on 
August 2, 1949 and July 19, 1949, respectively. The Examiner of Inter- 
ferences sustained the opposition, and applicant has appealed. 

Opposer’s testimony shows that it has used its mark since 1935 on 
approximately 80 products, including the items named in the certificates 
of registration; an average of $290,000 has been spent annually in adver- 
tising its DoALL products since 1947, with 1951 expenditures being 
$317,137; advertisements have been placed in newspapers and trade jour- 
nals and, sales have been promoted by participation in industrial shows, by 
direct mail and by distribution of novelties; sales at the wholesale level 
since 1935 amount to $83,360,104, and for the first six months of 1952, sales 
amounted to $13,913,517; sales are made through 35 stores in the United 
States, Canada and Mexico, and the products are sold in 60 other countries. 

As a part of its advertising and sales promotion campaigns, opposer 
has distributed widely such items as ash trays, pocket knives, steel rules, 
playing ecards, caps for shop workers, and stapling machines. Opposer does 
not claim trade mark use on these items, although its trade mark appears 
on the articles distributed as advertising and sales promotion novelties. 

Applicant’s mechanical letter opener is essentially a cutting device, 
and according to the specimen filed with the application, it has ‘‘a precision 
ground lifetime steel cutting blade.’’ It is not the same as, nor is it com- 
petitive with, any item manufactured and sold by opposer. In view of the 
nature of the involved goods, however, of the wide distribution of opposer’s 
manufactured items, of its extensive advertising programs, and of the 
nature of at least some of the articles distributed in its sales promotion 
campaigns, I am of the opinion that persons seeing the mark DoALL on 
applicant’s mechancial letter opener would be led by the mark to believe 
that it is an item made or distributed by opposer. 

The decision of the Examiner of Interferences is affirmed. 


RED DOT FOODS, INC. v. POLLIO DAIRY PRODUCTS CORPORATION 
No. 31269 — Commissioner of Patents — May 10, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY 

Applicant seeks to register composite mark comprising a large red circle within 
which appears a large red dot and the words RED DOT in black script in upper por- 
tion of mark as a mark for cheese. Opposer is owner of composite mark with 
the word RED above the word DoT against a solid circular background which mark 
is used in connection with potato chips. Sinee it is no longer necessary to estab- 
lish that the goods possess the same descriptive properties the only question is 
whether the applicant’s mark when used on cheese, is likely to cause purchasers 
to believe that the cheese is another product in the ‘‘line’’ of the producer of 
the potato chips. No evidence is produced to show such likelihood of confusion 
and since, while products are sold in same stores they are kept in different sec- 
tions and appearance of packages is different likelihood of confusion is not deemed 
likely and application is granted. 
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Opposition proceeding by Red Dot Foods, Inc. v. Pollio Dairy Prod- 
ucts Corporation, application Serial No. 592,662 filed February 17, 1950. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

John Ernest Roe, of Madison, Wisconsin and J. Harold Kilcoyne, of 

Washington, D. C. for applicant-appellant. 

Abraham Friedman, of Brooklyn, New York for opposer-appellee. 


LEEDs, Assistant Commissioner. 

Application has been filed to register a composite mark comprising a 
large red circle within which appears a large red dot (the combination of 
which resembles a bull’s eye) with the words RED DoT appearing in black 
script near the upper circumference of the circle. The goods are cheese, 
and use is claimed since January 3, 1950. Registration has been opposed 
by the owner of Reg. No. 374,556 (issued January 16, 1940) disclosing a 
composite mark comprising the word RED above the word pot, printed in 
block letters, against a solid circular background, a number of dots of non- 
uniform size being nonuniformly spaced over what appears to be the face 
of the package, the words PpoTaTo cuiPs in block letters considerably larger 
than those used in RED DoT printed in diagonally parallel solid bars, the 
phrase DRY AND CRISP AS THE DESERT AIR (disclaimed) above a striped band 
at what appears to be the base of the package, and a repetition in smaller 
size of the words RED DoT against a solid circular background. Obviously, 
the registration issued for potato chips. The Examiner of Interferences 
sustained the opposition, and applicant has appealed. 

The only evidence in the case comprises the application and drawing, 
and a printed copy of opposer’s registration. There is no question of first 
user here. The sole question is whether or not purchasers and potential 
purchasers in the ordinary course of trade are apt to believe that the 
cheese and potato chips, bearing the respective marks, are put out by the 
same person. 

Both parties argue in their briefs numerous facts which have not been 
proved. A few of them are common knowledge, but the others cannot be 
considered in the absence of evidence. 

The Examiner of Interferences correctly stated that ‘‘it is no longer 
necessary to establish that the goods of the parties possess the same descrip- 
tive properties,’’ and then unnecessarily held that cheese and potato chips 
‘‘are merchandise of the same descriptive character.’’ This seems to be a 
distinction without a difference. The question for determination in this 
case is whether the applicant’s mark, when used on its cheese, is likely to 
cause purchasers to believe that the cheese is another product in the ‘‘line’”’ 
of the producer of the potato chips sold under its mark. It is highly 
unlikely that the grocer would be confused, so we turn to the effect of the 
impression which we believe will be created by the marks upon the minds 
of the ultimate purchasers—the consumers. 
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It is common knowledge that cheese and potato chips are ‘‘sold in the 
same stores to the same class of purchasers.’’ This is a factor to be con- 
sidered, but it is not necessarily the controlling factor. The opposer argues 
that ‘‘in most instances, [they] would be sold from the same shelves and 
over the same counters thereof.’’ The Examiner of Interferences agreed. 
They may be sold ‘‘over the same counters’’ in a small segment of the 
stores which handle cheese and potato chips, i.e., delicatessens, but it is 
extremely doubtful that they are ever sold ‘‘from the same shelves.’’ Under 
present-day merchandising methods, these products are most frequently 
sold in self-service stores, and it is common knowledge that cheese is kept 
under refrigeration and potato chips are not. As a result, they are not 
displayed either together or in the same departments in the stores. Under 
such conditions of sale, the similarities in the sound of word marks become 
of lesser importance and their appearance is of greater significance. There 
was a time when the telephone was a highly important medium for moving 
grocery items from the grocers’ shelves to the consuming household, but 
that time is gradually disappearing from the American scene. 

Opposer argues that cheese and potato chips are ‘‘snacks’’ and are 
served together at the consuming level. However this may be, they are 
probably not served with the trade mark thereon. The argument might 
have been effective to establish that the products were ‘‘merchandise of the 
same descriptive properties,’’ but we are no longer concerned with that 
question. 

Is the purchaser likely to believe that a potato chip producer had added 
a dairy product to its line? I doubt it. If evidence were available to 
resolve any doubt which might have existed in favor of the earlier user, it 
should have been produced. 

Considering the circumstances ordinarily surrounding the purchase of 
the items involved here, and the importance to which the appearance or 
display of a mark is entitled under such circumstances a casual glance at 
the two marks is sufficient, in my opinion, for the ordinary, average person 
to differentiate them. The sole resemblance is in the words RED pot. Even 
these words are dissimilar in appearance, applicant’s being in script in a 
single line, and opposer’s being in block letters in two lines. Furthermore, 
the opposer’s use of the words is so merged into the conglomerate display 
that the words fail to make much of an impression. 

In view of the nature of the goods, the nature of the marks, and the 
nature of the conditions of purchase, I am of the opinion that the confusion, 
mistake or deception at which the statute is directed is not likely to result 
from contemporaneous use of the involved marks. 

The decision of the Examiner of Interferences is reversed. 
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THE HEWITT SOAP COMPANY, INC. v. 
LANOLIN PLUS COSMETICS, INC. (PEACOCK, assignee, substituted) 


No. 30482 — Commissioner of Patents — May 11, 1954 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Mere assertion of non-ownership of marks which opposer alleged it had used, 
except as it might be involved in a charge of abandonment, is not a valid ground 
for seeking cancellation. 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
EFFECT OF REGISTRATION—IN GENERAL 


That certificates of renewal show that renewal issued to opposer is sufficient to 
establish prima facie showing of title and to shift burden to applicant—counter- 
claimant to prove absence of title. 


Trape-MArK Act or 1946—T1TLE—ABANDONMENT 
CANCELLATION PROCEDURE—IN GENERAL 


Substitution of LANA SUPERFATTED for original trade-mark LANA OIL is aban- 
donment of integral portion of mark; registration should be cancelled. 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DISCLAIMERS 
Disclaimer of portion of trade-mark not in use is improper. 
REGISTRATION PROCEDURE—OPPOSITION-—IN GENERAL 
Amendments to delete integral part of compound mark are not permitted. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
It is common knowledge that lanolin is widely advertised and used as ingre- 
dient in soaps, cosmetic creams, hair dressings and scalp ointments. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
LANO in LANOPLUS, is suggestive of lanolin content of applicant’s soap; LANA, 
standing alone is not suggestive of lanolin content of opposer’s cosmetic cream. 
Consequently, LANOPLUS is not likely to lead public to believe that applicant’s soap 
originates with opposer. 


Opposition proceeding by The Hewitt Soap Company, Inc. v. Lanolin 
Plus Cosmetics, Inc. (Jesse Luther Peacock, assignee, substituted), appli- 
cation, Serial No. 512,840 filed November 19, 1946. Applicant counter- 
claimed to cancel Registration Nos. 25,429 and 53,041. Both parties appeal 
from decision of Examiner of Interferences sustaining opposition, sustain- 
ing counterclaim as to Registration No. 25,429 and dismissing counterclaim 
as to Registration No. 53,041. Reversed as to opposition; affirmed as to 
counterclaim. 

Allen & Allen, of Cincinnati, Ohio for opposer. 


Hill, Sherman, Meront, Gross & Simpson, of Chicago, Illinois for applicant. 


LEEpDs, Assistant Commissioner. 

Application was filed by Lanolin Plus Cosmetics, Inc., on November 
19, 1946 under the Trade Mark Act of 1905 to register LANorpLUs for 
laundry and toilet soap. Use is claimed since August 12, 1942. Registra- 
tion was opposed by The Hewitt Soap Company, Inc., which claimed owner- 
ship by mesne assignments of Registration No. 25,429, Lana ou for toilet 
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soap, and Registration No. 53,041, Lana for skin foods, complexion creams 
and ointments. 

Applicant counterclaimed for cancellation of the registrations pleaded 
by opposer. The Examiner of Interferences sustained the opposition, 
sustained the counterclaim as to Registration No. 25,429, and dismissed the 
counterclaim as to Registration No. 53,041. Both parties have appealed. 

The trade mark and the application, filed by Lanolin Plus Cosmetics, 
Ine., an Illinois corporation, were assigned to Jesse Luther Peacock on 
October 1, 1951 (recorded January 7, 1952); to Consolidated Cosmetics, 
Inc., a partnership composed of James L. Younghusband and Howard 
Younghusband on December 9, 1952 (recorded December 22, 1952 and re- 
recorded on June 10, 1953 to correct an error) ; to Consolidated Cosmetics, 
a partnership composed of James L. Younghusband and Karl K. Kaempfer 
on May 26, 1953 (recorded May 27, 1953); and to Saint Cornelius The 
Centurion Chapel of Valley Forge Military Academy, a church corporation 
of Pennsylvania, on August 4, 1953 (recorded September 14, 1953). 
Although the latest assignment was recorded almost four months before the 
oral argument on appeal, no mention of such assignment was made, nor 
does the file show any substitution of parties since Jesse Luther Peacock 
was substituted on January 22, 1952, nor does any ratification of the power 
of attorney by the record owner appear. 

The opposition alleged use by opposer, its predecessors, and related 


companies of LANA and LANA OIL on the goods recited in the registration 
since February 1, 1894; ownership by opposer of registrations numbered 
25,429 and 53,041; renewal of each registration; publication of each regis- 
tration under Section 12(¢) of the Trade Mark Act of 1946; and likelihood 
of confusion between applicant’s LANOPLUS and opposer’s LANA and 


LANA OIL. 

The counterclaim alleged that the marks disclosed in opposer’s regis- 
trations are descriptive or deceptively misdescriptive; opposer does not 
own the registrations; and the marks and the registrations have been 
abandoned. The mere assertion of non-ownership, except as it might be 
involved in a charge of abandonment, is not a valid ground for seeking 
cancellation. It might well be a good defense to an opposition, if proved, 
but it has no place in a cancellation proceeding. 

No testimony was taken in support of any of the allegations set forth 
in the opposition or in the counterclaim. Opposer introduced under Rule 
282 certified copies of the two certificates of registration and the certificates 
of renewal. 

Applicant-counterclaimant introduced some registrations to persons 
other than the parties here and some photostatie copies of dictionary pages. 

The certificates of renewal show that renewal issued to The Hewitt 
Soap Company, Inc., and this is sufficient to establish a prima facie showing 
of title and to shift the burden to applicant-counterclaimant to prove 
absence of title. That burden was not discharged. 
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The registration of LANA Om issued under the Trade Mark Act of 
1881 on October 30, 1894. It is noteworthy that the application and the 
registration involved here state: ‘‘Our trade mark consists of the arbi- 
trarily-selected word-symbol LANA om. The mark was obviously consid- 
ered—by both the applicant and the Patent Office—to be a compound word 
mark, and it was registered as such. In response to applicant’s Motion 
for More Definite Statement, opposer stated that it has never used LANA 
OIL on toilet soap since acquisition of the mark and registration in 1936; 
it substituted the word SUPERFATTED for OIL; and it was using LANA SUPER- 
FATTED on toilet soap at the time the opposition was filed. Elimination of 
an integral portion of the registered compound mark, under the circum- 
stances present here, amounts to such a substantial and material alteration 
of the registered mark as to require a holding that the registered mark is 
no longer in use. Having discontinued use of the registered mark in 1936, 
it is abandoned and the registration should be canceled. 

During the pendency of these proceedings, opposer filed what it termed 
a ‘‘disclaimer-in-part’’ of the word om. Admittedly, the word om is not 
in use, and a disclaimer is therefore improper. Following the argument 
on appeal, opposer offered to file an amendment of the registration to 
delete the word OIL. 

In view of the nature of the registration, it is believed that an amend- 
ment would also be improper, since amendments to delete an integral part 
of a compound mark are not permitted. 

This opposer may well have acquired through use rights in LANA for 
toilet soap, but no proofs were offered, and opposer, on this record, may not 
prevail on the basis of likelihood of confusion between LANOPLUS soap and 
LANA soap. 

Opposer’s use of LANA on complexion cream is alleged to be by The 
Procter & Gamble Company, a related company. It is clearly apparent from 
the various records and documents before me that The Hewitt Soap Com- 
pany, Inc., makes no use of LANA on complexion cream. In response to 
applicant’s Motion for More Definite Statement, opposer asserted, in part, 
that ‘‘The Procter & Gamble Company controls the quality of products 
made by The Hewitt Soap Company, Inc., and owns all of its stock.’’ If 
the nature and quality of the products sold under the trade mark LANA 
are controlled by The Procter & Gamble Company, and opposer itself makes 
no use of the mark on the products involved, then it would appear that 
the mark is owned by that company—although title to the registration 
is vested in The Hewitt Soap Company, Inc. In view, however, of the 
apparent subsidiary-parent relationship between opposer and The Procter 
& Gamble Company, the matter may be merely one of having title to the 
registration transferred to the proper person. 

The question left for determination is whether LANOPLUs so resembles 
the registered mark LANA (complexion cream) when applied to applicant’s 
laundry and toilet soap as to be likely to cause confusion, mistake or decep- 
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tion of purchasers. Applicant has noticed under Rule 282 certain regis- 
trations which may be pertinent in arriving at a conclusion as to the 
meaning of the LANO syllable in applicant’s mark which opposer claims will 
cause confusion with LANA. These registrations include: LANOLECHE for 
face creams; LANOTEX for toilet lanolin; LANOCERIN for neutral woolgrease, 
lanolin aleohols and lanolic acids; LANOKLEEN for powdered hand soap; 
LANOGENE for viscous, oily distillate of lanolin; LAN-o-GLo for make-up 
base; LANOLOR for lanolin and skin preparations containing lanolin; 
LANO for a scalp treating preparation ; LANAFORTE for lanoline wool-fats and 
mixtures containing the same for medicinal and cosmetic purposes; and 
LAN-O-LAY for hair dressing. It is common knowledge that lanolin is widely 
advertised and used as an ingredient in soaps, cosmetic creams, hair dress- 
ings and scalp ointments. The foregoing registration support applicant’s 
contention that LANO in its mark is suggestive of lanolin content. LANA, 
standing alone, does not, in my opinion, have such a connotation. Under 
these circumstances, LANOPLUs is not likely to lead the purchasing public to 
believe that applicant’s soap originates with opposer. The opposition and 
the counterclaim to cancel Reg. No. 53,041 are, therefore dismissed. 

The decision of the Examiner of Interferences is reversed as to the 
opposition and affirmed as to the counterclaim for the reasons herein given. 


EX PARTE MINNEAPOLIS-HONEYWELL REGULATOR COMPANY; 
EX PARTE THE BROWN INSTRUMENT COMPANY 


Commissioner of Patents — May 11, 1954 


TRADE-MARK ACT OF 1946—REGISTRATION PROCEDURE—APPLICATION 
Application for registration should describe goods by common descriptive name, 
not by technical terms used in patent applications. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—DISCLAIMERS 
Disclaimer of ELECTRONIK as used with potentiometers is required sinee no one 
person may have exclusive right to word. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
CONTINUOUS BALANCE is descriptive of operating principle of potentiometers, 
but this would not bar registration if publie recognized term as indication of 
origin of goods. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Trade-mark act calls for registration of marks as actually used; parts of single 
integrated mark may not be separately registered. 


Application for trade-mark registration by Minneapolis-Honeywell 
Regulator Company, Serial No. 558,572 filed under 1905 Act and amended 
to 1946 Act on June 5, 1948. Application for registration of trade-marks 
of The Brown Instrument Company (assignor to Minneapolis-Honeywell 
Regulator Company), Serial Nos. 501,897-8 filed under 1905 Act on May 
11, 1946 and amended to 1946 Act on June 24, 1948. Applicant appeals 
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from decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Arthur H. Swanson, of Philadelphia, Pennsylvania for applicant. 
LEEDs, Assistant Commissioner. 

Three applications were filed under the Trade Mark Act of 1905 to 
register three claimed trade marks. The applications were amended to the 
Act of 1946, and evidence was filed under Section 2(f) of the latter Act 
in support of a claim of distinctiveness of certain portions of the marks. 
The Examiner of Trade Marks held the evidence to be unconvincing, and 
refused registration. Applicant has appealed. In view of certain common 
features of the marks, they will be discussed in a single opinion. 

The goods are described in each of the applications as ‘‘thermionically 
operated instruments for indicating, recording, and/or controlling values 
of conditions, namely, temperature, pressure, flow, specific gravity, density, 
strain, chemical concentrations, humidity, weight, position, and/or varia- 
tions therein and responsive to values of electrical characteristics produced 
by or in connection with said condition and/or variations therein.’’ It 
appears that the goods are potentiometers and, if so, the applications should 
identify them as such. An application for registration of a trade mark 
should describe the goods by their common descriptive name, if there be 
one, and not by technical terms used in applications for patents. 

Use is claimed since March 29, 1946. 

Application SN 558,572 seeks registration of a composite comprising 
a black rectangular panel with upper right and lower left corners rounded, 
superimposed upon which appear the monogram MH enclosed within a 
square, and the word BROWN in large capital letters, beneath which the 
word ELEcTRONIK is displayed in a stylized lettering suggesting movement 
of electrical current. The specimen shows the composite on a nameplate 
for attachment to the goods. 

Application SN 501,898 seeks registration of the word ELEcTRONIK in 
the same stylized lettering as above, beneath which appear the words 
‘* “Continuous Balance’ Unit.’’ The specimen is a photograph which shows 
BROWN ELECTRONIK CONTINUOUS BALANCE UNIT displayed on what appears 
to be a nameplate for attachment to the goods. 

Application SN 501,897 seeks registration of the word ELEectroniK 
in the same stylized lettering. The specimen is a copy of the photograph 
described in the preceding paragraph, showing BROWN ELECTRONIK CoN- 
TINUOUS BALANCE UNIT. 

The examiner held in connection with each of the applications that 
ELEcTRONIK is the phonetic equivalent of ‘‘electronic’’ which is ‘‘a word 
so widely used and so commonly associated with goods of the type to which 
it is herein applied that it cannot serve to distinguish such goods from 
the like goods of others.’’ Applicant contends that its potentiometers are 
‘‘thermionically operated’’ and ‘‘electronic’’ does not properly describe 
them. From an engineering viewpoint, this may be a technically correct 
position but some of the exhibits submitted by applicant show that even 
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it uses the word ‘‘electronic’’ to describe its potentiometers. I am con- 
vinced that purchasers would likewise consider the items to be electronic 
devices and would so refer to them. The three applications, however, show 
the word ELEectrRoniK in a stylized lettering which may have acquired 
some measure of distinctiveness in the displays in which applicant uses it. 
The affidavits of purchasers are in support of a measure of distinctiveness, 
but it is believed that they support the claim only in the display shown. 
Since it is clear that no one person may claim exclusive rights in the word 
‘felectronic’’ for devices of the nature involved here, a disclaimer of the 
phonetic equivalent used by applicant is required. In view of the nature 
of the composite mark disclosed in SN 558,572, a disclaimer in substantially 
the following language would be acceptable: ‘‘No claim of exclusive rights 
is made to the word ‘electronic’, or to its phonetic equivalent ‘electronik’ 
except as it appears in the drawing.’’ Upon the filing of such a disclaimer, 
SN 558,572 should be allowed. 

In connection with SN 501,898, the examiner held, ‘‘there can be no 
trade mark significance in the purely generically used and understood 
designation CONTINUOUS BALANCE UNIT, and such a phrase merely names 
the goods, or a portion thereof, and adds nothing to the registrability of 
the composite mark.’’ The exhibits submitted by applicant contain such 
statements as: ‘‘Its balancing operation is continuous and not periodic.”’ 
There is no doubt but that the term CONTINUOUS BALANCE is descriptive of 


an operating principle of applicant’s potentiometers. Descriptiveness does 
not necessarily bar registration, however. There are several affidavits from 
purchasers in the file which indicate that when the affiants ‘‘see the trade 
mark ELECTRONIK CONTINUANCE BALANCE UNIT, I understand that the in- 
strument, to which the trade mark is attached, is a product of The Brown 


>] 


Instrument Company.’’ There is ample reason for this. The trade mark, 
as used, is BROWN ELECTRONIK CONTINUOUS BALANCE UNIT. The devices 
are advertised as BROWN ELEcTRONIK potentiometers. The specimens 
filed with the application show BROWN ELECTRONIK CONTINUOUS BALANCE 
uniIT. The Trade Mark Act makes provision for registering trade marks 
as actually used. The mark sought to be registered here is a part of a 
composite mark and the composite is used as a single integrated unit. The 
fact that BROWN is already registered as a trade mark (Reg. Nos. 116,398 
and 249,730) does not alter the fact that it is an integral part of the mark 
disclosed in the specimens filed with this application. Registration is 
refused for the reason that the mark for which registration is sought is not 
the mark as actually used. The question of disclaimers is, therefore, not 
passed upon here. 

Application SN 501,897 is a further departure from the mark as 
actually used. The drawing shows only the word ELEctrRonIK taken from 
the integrated composite mark BROWN ELECTRONIK CONTINUOUS BALANCE 
unit. Apparently applicant claims rights in BROWN, ELECTRONIK and 
CONTINUOUS BALANCE UNIT together and separately. So far as the record 
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here is concerned, applicant has never used the components separately for 
its potentiometers, and since the specimens show an integrated composite 
mark, a single integral portion of it may not be lifted therefrom and 
registered. The commercial impression of a trade mark is created by the 
mark as a whole (Beckwith v. Commissioner of Patents, 252 U.S. 538) ; and 
just as it is not proper to dissect marks for purposes of comparison, it is 
not proper to dissect them for purposes of registering the component parts. 
Registration is refused for these reasons. 

The decision of the Examiner of Trade Marks is affirmed, but for the 
foregoing reasons. 





MINNESOTA MINING & MANUFACTURING COMPANY 
v. THE SCHOLL MFG., INC. 


No. 30205 — Commissioner of Patents — May 26, 1954 
REGISTRATION PROCEDURE—APPLICATION 


Shipment of samples not intended for resale did not constitute trade-mark use; 
application for registration based thereon is denied. 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
POROPLAST, for adhesive tape and bandages, is not confusingly similar to 

POROCEL, for hydrophobic sheet material. 

Opposition proceeding by Minnesota Mining & Manufacturing Com- 
pany Vv. The Scholl Mfg. Co., Inc., application Serial No. 574,386 filed 
February 23, 1949. Both parties appeal from decision of Examiner of 
Interferences dismissing opposition. Affirmed as to opposition, but regis- 
tration refused. 

Carpenter, Abbott, Coulter & Kinney, of St. Paul, Minnesota for opposer. 
Hill, Sherman, Meroni, Gross & Simpson, of Chicago, Illinois for applicant. 
LEEDs, Assistant Commissioner. 


Application has been filed to register PoROPLAST as a trade mark for 
non-medicated adhesive tape and adhesive bandages for orthopedic and 
surgical purposes. Registration has been opposed by the owner and regis- 
trant of poro-cEL (Reg. No. 514,236, issued on August 23, 1949) for a 
‘‘rubbery hydrophobic sheet material which readily ‘breathes’ air and 
moisture vapor but prevents the passage of liquid water, and which is 
useful in making waterproof clothing, waterproof pads for mattresses, 
and the like.’’ As best as can be determined from the office records, 
opposer’s product is actually a porous waterproof material in the nature 
of a textile substitute, used, among other things, for hospital sheeting. 
By way of amendment to its answer, applicant asserted that its first use 
antedated opposer’s. The Examiner of Interferences found prior use by 
opposer, but dismissed the opposition upon the finding of no likelihood of 
confusion. Both parties have appealed. 

The application involved here was filed on February 23, 1949, and use 
is claimed since November 15, 1948. The testimony indicates that Dr. 
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Scholl, president of applicant, first found the Poroplast elastic adhesive 
tape in Paris in a chemist shop in the fall of 1946; he purchased a roll 
of it and learned that it was made by Lohmann of Fahr-am-Rhein, Ger- 
many; he wrote to one Bittner, the sales manager of applicant’s German 
company, and asked him to communicate with the manufacturer to see if 
anything could be done about applicant acquiring the manufacturing 
rights for the United States; in 1946 Bittner purchased some samples of 
POROPLAST tape and sent them from Brussels to Dr. Scholl, and the samples 
were received in 1947; Bittner sent additional samples to Dr. Scholl during 
1947 and possibly in 1948; in 1948 Dr. Scholl made his first contact with 
the Lohmann company through Dr. Barth, managing director, and Mr. 
Lohmann; in October or November of 1948 Dr. Scholl and Lohmann 
‘‘came to an under-the-table agreement’’ to the effect that applicant would 
acquire the trade mark, the know-how, and Lohmann would give ap- 
plicant the blueprints, or, if possible, would have the equipment built 
in Germany and sent to the United States; Lohmann, in the oral agree- 
ment, gave applicant the right to register POROPLAST in the United States; 
on October 20, 1949 a written agreement was executed under the terms 
of which Lohmann granted to applicant the right to use certain inven- 
tions for the production of the porous, elastic adhesive tape in a number 
of countries, including The United States, and to use and register one 
or several trade marks therefor, including POROPLAST; the agreement had 
to be cleared through The United States Government control authori- 
ties before it was effective, and such clearance was had on February 9, 
1950; the first shipment of Poroplast bandage from Lohmann to applicant 
for resale was received in February, 1950; manufacturing by applicant 
of the Poroplast tape commenced in 1950; and in 1951 the first advertis- 
ing and sales promotion programs were inaugurated. This testimoiy is 
corroborated substantially by the testimony of one Hanser, a member of 
the advertising agency which represents applicant. 

In November of 1948, a package of the Lohmann produced tape bear- 
ing a POROPLAST label with applicant’s name thereon was shipped some- 
where to someone who remains unidentified, according to the testimony 
of Dr. Scholl. There is no documentary evidence in support of any sales 
or shipments at any time of Poroplast adhesive tape manufactured by 
applicant. 

A Dr. DuVries appeared as a witness on behalf of applicant and 
the substance of his testimony is that Dr. Scholl showed him the Lohmann 
product, he thinks in 1947; he thinks the product ‘‘had something to do 
with Germany originally’’; he thinks that Dr. Scholl told him that ‘‘he 
was either making it or was about to make it’’; and he has used the 
POROPLAST product for four or five years. Dr. Scholl testified that he sent 
samples of the German product to Dr. DuVries in 1948, and some of ap- 
plicant’s product was sold to Dr. DuVries in 1950. 
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A Mr. Wagner testified that Dr. Scholl personally showed him a sam- 
ple of the German product in October of 1948 and instructed him to 
‘‘make a label’’; he made the label, but he was unable to state whether 
any shipments of any product bearing the label were made or what the 
labels were used for, if anything. It is noted that Dr. Scholl testified, 
after checking his passport and other records, that he was in Germany 
in October of 1948 and he left Germany on November 15, 1948 (oddly 
enough, the date of first use alleged in the application). 

A Dr. Popp who had been associated with a Dr. Meyer, now deceased, 
and a Miss Spohr who had been Dr. Meyer’s office nurse up to the time 
of his death, testified that ‘‘about 1947’’ (this date was fixed more or 
less by guess and was not associated with any records or events), Dr. Meyer 
showed them some POROPLAST bandage, and that they had used the bandage. 
Miss Spohr testified that she did not know where the product was made. 
Dr. Popp testified that Dr. Meyer had told him that the product was 
obtained from Germany. Since Dr. Popp testified that Dr. Meyer went 
to Germany—he believes in 1948—it seems reasonable to assume that he 
purchased the bandage there and brought it back with him; Dr. Scholl 
testified that he had been told that Dr. Meyer had brought some PoROPLAST 
samples back with him. Dr. Popp did not know whether or not Dr. Meyer 
purchased the product from Lohmann, but he testified that he made out 
all checks for Dr. Meyer and he ‘‘certainly never sent a check over there 
that I know of.’’ 

Applicant claims that it is entitled, in view of the agreement between 
it and Lohmann, to claim the date of first use by Lohmann in this country, 
i.e., it is a successor in interest to Lohmann’s rights. Since the first 
Lohmann shipment for resale was received in February of 1950, it is not 
seen how, under the facts of record here, Lohmann could have had any 
trade mark rights of any kind prior thereto. The sending of samples 
from Brussels by the sales manager of applicant’s German company to 
Dr. Scholl in 1946, 1947 and 1948 does not constitute trade mark use by 
Lohmann in the United States. If there were shipments by anyone other 
than the German sales manager of applicant’s company, they should have 
been proved by clear, convincing and uncontradicted testimony. In any 
event, it is clear from the record that there was no use in trade of the 
mark prior to 1950 by either Lohmann or this applicant. The claimed 
date of first use of November 15, 1948 is not substantiated, and it ap- 
pears that the mark had not been used and was not being used by ap- 
plicant or its predecessor at the time the application was filed on February 
23, 1949. Under such circumstances, registration must be denied. 

In the matter of the opposition and the likelihood of confusion between 
PORO-CEL porous, waterproof textile substitute used, among other things, 
for hospital sheeting, and PorRoPLAST adhesive bandages, I agree with the 
examiner that in view of the nature of the marks—one suggesting ‘‘ porous 
eells’’ and the other suggesting ‘‘porous plaster’’—when applied to the 
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respective products, and in view of the differences between the goods 


and the differences between the marks, purchasers are not likely to be 
led by the marks to believe that the products are made by the same 


company. 
The decision of the Examiner of Interferences is affirmed as to the 
opposition, but registration is refused for the reasons herein stated. 


EX PARTE TERRE HAUTE BREWING CO. 
Commissioner of Patents — May 26, 1954 


TRADE-MarkK Act or 1946—SuPPLEMENTAL REGISTER 
TRADE-MaRK AcT oF 1946—REGISTRABILITY—SLOGANS 


It is no objection to registration on Supplemental Register that phrase is a 
slogan, or that it is a laudatory expression, if degree of distinctiveness rises above 
ordinary or common place. 

THE BEER WITH THE MILLION DOLLAR SMILE is registrable on Supplemental 
Register, since it does not appear that phrase is commonly used to indicate high 
quality, and there is some evidence of public recognition of slogan. 


Application for registration of trade-mark by Terre Haute Brewing 
Co., Serial No. 588,463 filed November 28, 1949. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Reversed. 
Harold B. Hood, of Indianapolis, Indiana for applicant. 

FeEperico, Examiner in Chief. 

This is an appeal from the refusal of the examiner to register a mark 
on the Supplemental Register. 

The mark sought to be registered is the slogan THE BEER WITH THE 
MILLION DOLLAR FLAVOR use with beer. Use since July 1, 1940 is alleged 
in the application. 

The examiner refused registration on the ground that the phrase 
sought to be registered is merely a laudatory or puffing advertising ex- 
pression and therefore not believed capable of functioning as a mark to 
indicate origin and to distinguish applicant’s goods from those manufac- 
tured or sold by others. 

Since registration is sought on the Supplemental Register it is no 
objection to registration that the phrase is a slogan, or that it is used in 
subordination to a trade mark for the goods. Nor can it be an objection 
to registration that the phrase is a laudatory or puffing expression. As 
stated in Ex Parte Robert Hall Clothes, Inc., 97 USPQ 462 (43 TMR 982), 
slogans are commonly laudatory and exaggerated expressions and recog- 
nized as such. Such slogans have been refused registration on the Principal 
‘Register, and have been refused registration on the Supplemental Register 
when they were ordinary or commonplace expressions, for example, A TRULY 
FINE PALE BEER (Ez parte San Francisco Brewing Corp., 92 USPQ 286) 
(42 TMR 359), BEST AND BIGGEST CIGAR (Hz parte I. Lewis Cigar Mfg. Co., 
95 USPQ 224) (42 TMR 927), THE CIGAR SUPREME (Ex parte I. Lewis Cigar 
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Mfg. Co., 95 USPQ 225) (42 TMR 927), AmMERICA’s MOST LUXURIOUS MAT- 
TRESS (Ex parte The Englander Co., Inc., 97 USPQ 468) (43 TMR 988), 
USEFUL NEWS FOR IMPORTANT PEOPLE (Ex parte The United States News 
Publishing Co., 99 USPQ 322) (44 TMR 436). In Ex parte The United 
States News Publishing Company, it was stated that ‘‘Commonplace state- 
ments of no distinctiveness are not considered registrable. It would appear 
that a phrase to be considered capable of distinguishing an applicant’s 
goods and registrable on the Supplemental Register, aside from other consid- 
erations, ought to have at least some degree of ingenuity in its phraseology 
or in its application to the goods; it ought to say something at least a little 
different from what might be expected to be said about a product, or say 
an expected thing in a somewhat unexpected way.’’ This criterion applied 
too rigorously might turn the question into one of applied literary criticism 
rather than anything else, as is illustrated, for example, by the paragraph 
in appellant’s brief eulogizing the literary merit of its slogan. It should 
be noted that the phrases ‘‘at least some,’’ ‘‘at least a little’’ or ‘‘some- 
what’’ were used in the above quotation, indicating a mild rather than a 
rigorous application. Only a low order of distinctiveness might be required, 
taking into consideration the fact that registration on the Supplemental 
Register does not recognize prima facie rights and that the registrant 
would still be required to prove the actual existence of trade mark or 
analogous rights in an action for infringement, and also considering the 
fact that the degree of originality or distinctiveness present in slogans 
commonly seen or heard is frequently of a rather low order. In the present 
instanee, while the examiner has pointed out that the phrase ‘‘million 
dollar’’ has been used adjectively in an expression, it does not appear from 
the record that the phrase is commonly used to indicate high quality or high 
degree of excellence in general, and there is some evidence of public recog- 
nition of the slogan. 

The decision of the examiner refusing registration on the Supplemental 
Register is reversed. 


THE BORDEN COMPANY v. HALO-STAR CORPORATION 
No. 31428 — Commissioner of Patents — May 27, 1954 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Mere assertion of ownership of family of marks is insufficient to prove 
existence of family relationship. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Composite marks which include representations of stars differ sufficiently to 
avoid confusion, particularly in view of goods involved (applicant, candy; opposer, 


cream cheese and condensed milk). 


Opposition proceeding by The Borden Company v. Halo-Star Corpo- 
ration, Serial No. 613,004 filed April 23, 1951. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 
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Arthur C. MacMahon and Harris D. Hineline, of New York, N. Y. for 
opposer-appellant. 

Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C. for 
applicant-appellee. 

Lreps, Assistant Commissioner. 

Application has been filed to register the representation of a five- 
pointed star, with a ring encircling the top point, for candy. Use is 
claimed since July 1, 1949. Opposition has been filed by the registrant 
of a composite comprising STAR BRAND separated by the representation of 
a shaded five-pointed star, in the center of which is a monogram com- 
posed of ‘‘W’’ and a candlestick (Reg. No. 36,058 issued March 12, 1901, 
renewed) for cream cheese; a composite comprising STAR BRAND CONDENSED 
MILK arranged about the representation of a five-pointed star (Reg. No. 
68,998 issued May 12, 1908, renewed); and a composite comprising STAR 
superimposed upon radiating rays from a small five-pointed star (Reg. 
No. 111,067, issued June 20, 1916, renewed) for condensed milk. The 
Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

The specimens filed with the application are labels showing the word 
mark HALO-STAR above the designation COCONUT BARS, and the name and 
address of applicant appear on the lower part of the labels. To the left 
of the applicant’s name the ‘‘picture mark’’ sought to be registered is 
displayed. Applicant has a registration of the word mark HALO-sTAR (Reg. 
No. 553,043 issued January 8, 1952) for candy. It is clearly apparent 
that the mark presented here for registration is intended to be an illustra- 
tion of the word mark. _ 

The only record before me consists of the application and certified 
copies of the opposer’s registrations. 

Opposer seems to rely chiefly on two arguments, namely: it owns a 
‘*family of trade marks’’ and ownership of a ‘‘family of trade marks’’ 
is sufficient to require denial of registration to another party of a mark 
which is ‘‘merely another variant of the same basic mark’’; and since 
the specimens filed with the application show that applicant’s product 
contains condensed milk ‘‘with various other substances such as cocoanut, 
salt and artificial flavoring,’’ applicant ‘‘is selling a ‘sweetened condensed 
milk’ diluted with some cocoanut and a little more highly flavored by the 
addition of salt and some artificial flavoring’’; therefore, opposer’s and 
applicant’s products are essentially the same. 

Disposing of the first contention, there is no evidence which indicates 
any trade practices of opposer which would provide public recognition 
of a ‘‘family’’ of Star marks owned and in use by opposer. Mere as- 
sertion of ownership of a family of marks is insufficient to prove the 
existence of family relationship. See The Borden Company v. Lauritzen & 
Company, Inc., 99 USPQ 216 (44 TMR 319) (Com’r, 1953). This argu- 
ment must be rejected. 
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The second contention may be disposed of by quoting a statement from 
applicant’s brief: ‘‘Candy by any other name is still candy.’’ I have 
grave doubts that any class of purchasers of any age group would con- 
sider condensed milk and candy bars to be essentially the same. 

The nature of the products of the parties is such that the purchasing 
public, in my opinion, is not likely to think that they are produced by the 
same company, particularly when the marks are of the nature of, and as 
different as, those involved here. 

The decision of the Examiner of Interferences is affirmed. 


H. D. HUDSON MANUFACTURING COMPANY 
v. FOOD MACHINERY AND CHEMICAL CORPORATION 


No. 30993 — Commissioner of Patents — May 27, 1954 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposer’s use of words to identify its goods prior to date claimed by applicant 
establishes its status to oppose. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


ROTOMIST, for various agricultural machines, is not confusingly similar to 
HUDSON MISTY or HUDSON ROTO-POWER for similar goods. 


Opposition proceeding by H. D. Hudson Manufacturing Company v. 
Food Machinery and Chemical Corporation, application, Serial No. 588,684 
filed December 2, 1949. Opposer appeals from decision of Examiner of 
Interferences dismissing opposition. Affirmed. 

Wilson & Geppert, of Chicago, Illinois for opposer-appellant. 
Hans G. Hoffmeister, of San Jose, California and Woodcock & Phelan, of 

Philadelphia, Pennsylvania for applicant-appellee. 

Leeps, Assistant Commissioner. 

Application has been filed to register roTomMist for agricultural and 
horticultural spraying and dusting machines. Use is claimed since March 
20, 1948. Opposition has been filed by the registrant of RoTO-PowER (Reg. 
No. 340,866 issued on November 24, 1936) for machines for disseminating 
insecticide dusts, and misty (Reg. No. 195,745 issued on March 3, 1925) 
for sprayers and parts thereof. The latter registration, according to Of- 
fice records, has expired, but opposer has relied on continued use of the 
mark. The Examiner of Interferences dismissed the opposition, and op- 
poser has appealed. 

The record of opposer shows that it owns Reg. No. 340,866, roTo- 
POWER; the word misty has been and is being used in conjunction with 
the name HUDSON since at least 1917 in connection with hand-operated 
insecticide sprayers; apparently MISTY is in no wise used on the sprayer, 
but the following is stenciled on the cartons: ‘‘1 dz. 403-503 Misry- 
SPRAYERS’’; the word ROTO-POWER has been and is being used in conjunc- 
tion with the name HUDSON in connection with hand-operated insecticide 
dusters since 1936; the current label being affixed to the duster shows the 





THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


name HUDSON in dark blue block letters superimposed upon a large initial 
‘*H’’ in yellow, which is in turn, superimposed upon a red rhombus, the 
words ‘‘Tested and Proved Sprayers and Dusters,’’ and the name and 
addresses of opposer appear beneath the mark so displayed and, in a 
band across the base of the label appears RoTO-POWER No. 806; opposer 
makes a rather complete line of sprayers and dusters which is identified 
aS HUDSON sprayers and dusters, and the monogram described above is 
widely used as an identification—both on the various styles of products 
and in advertising ; each model or style appears to be identified by a name, 
e.g., SIMPLEX, MERCURY, STAUFFER, PORTA-DUSTER, PORTA-SPRAYER, DUSTY, 
PEERLESS, SPEEDWAY, MATADOR, DEFENDER, HANDY, FOG, RAINBOW, DAISY, 
RAPID, MIDGET, ADMIRAL, SUPER-MISTY NEBULIZER, IDEAL, POWER SPRAYER, 
BARREL, BUCKET SPRAYERS, HOUSEHOLD SPRAYERS, PATROL, ADJUTANT, CADET, 
HOMESTEAD, NU-ACTION, BANTAM, VAPOR, ROTO-POWER and MISTY; all adver- 
tisements show HUDSON in conjunction with the model or style name; from 
1928 to 1952, three million HUDSON MISTY sprayers have been sold and 
from 1936 to 1952, one hundred thousand HUDSON ROTO-POWER dusters 
have been sold; approximately $6,000 is spent annually for advertising, 
which includes the HUDSON MISTY and/or the HUDSON ROTO-POWER units, 
in farm and trade periodicals; and approximately $50,000 is spent annually 
in printing and distributing catalogs, brochures and leaflets which adver- 
tise and show pictures of the various models or styles, including the HUDSON 
ROTO-POWER and the HUDSON MISTY. 

Applicant took no testimony and offered no evidence. 

It is clearly apparent that opposer has used the words Misty and 
ROTO-POWER to identify certain models or styles of its sprayers and dusters 
since long prior to the first date applicant claims to have used ROTOMIST 
to identify its dusting machines. There is no question but that opposer 
has established its status to oppose. 

The record leaves no doubt that HUDSON and the monogram are the 
primary source identifications of opposer’s products, and there is nothing 
before me which indicates that opposer has advanced either MISTY or ROTO- 
POWER as a trade mark apart from HUDSON. This is not to say that 
opposer may not have a good will in Misty and ROTO-POWER, but the uses 
of the terms—always in conjunction with HUDSON—lead me to the conclu- 
ison that such good will is inseparable from that symbolized by HUDSON; 
and under the circumstances present here, likelihood of confusion, mistake 
or deception must be determined on the basis of public recognition of the 
marks in their entireties. 

The sole question then is whether RoTOMIST when applied to applicant’s 
dusting machines is likely to lead the public to believe that the product 
emanates from the producer of HUDSON MISTY and HUDSON ROTO-POWER. I 
do not think so. 

The decision of the Examiner of Interferences is affirmed. 


Lc 
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EX PARTE E. G. WHITMAN & CO., INC. 


Commissioner of Patents — June 3, 1954 


-M: Cc 946—REGISTRATION PROCEDURE—APPLICATION 
TRADE-MARK AcT OF 1946—REGISTRATION P D \ 


Applicant argues that no reference having been cited, it should be assumed 
that design for trade-mark is new, novel and distinct; argument may be proper 
in design patent application, but is inappropriate in application to register trade- 
mark. 

TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 


Arbitrary display of contents of package does not make a trade-mark; illus- 
tration identifies contents, not origin. 


Applications for registration of trade-mark by E. G. Whitman & Co., 
Inc., Serial Nos. 609,462 and 609,465 filed January 10, 1951. Applicant 
appeals from decision of Examiner of Trade-Marks refusing registration. 
Affirmed. 

Harry Langsam, of Philadelphia, Pennsylvania for applicant. 
LrEEDs, Assistant Commissioner. 

Two applications have been filed to register on the Principal Register 

two alleged marks for candy. Since they involve a single question, they 


will be treated in a single opinion. The Examiner of Trade Marks refused 


registration in each instance, and applicant has appealed. 

The claimed mark in each ease is an arbitrary arrangement of pictorial 
illustrations of the candy itself displayed on the can containing the candy. 
The product in one application is multi-colored chocolate straws, and in 
the other it is white loaf-shaped mints which applicant identifies as snow 
DROP mints. 

The substance of the rejection by the examiner is that the alleged 
marks are nothing more than ornamental dress for the package and are 
incapable of distinguishing applicant’s goods. 

Applicant argues: ‘‘No reference being cited, it should be assumed 
the design for the trade mark is new, novel, and distinct.’’ This argu- 
ment may be proper in an application for design patent, but it is inap- 
propriate in an application to register a trade mark. 

Multi-colored chocolate straws and loaf-shaped mints, identical with 
those pictured on applicant’s packages, are made by many confectioners. 
An arbitrary display of the candies themselves, or of pictures of them, 
does not make a trade mark. The pictorial illustrations claimed as marks 
identify the contents of the cans—not as to origin, but as to what type 
of candy the purchaser may expect to find in the cans. 

As the Court of Appeals for the Seventh Circuit said in Life Savers 
Corp. v. Curtiss Candy Company, 85 USPQ 440, 442 (40 TMR 520) (1950) : 

‘*‘The function of a trade mark is to indicate the origin of the 
article to which such mark is applied. It may consist of any symbol, 
emblem, device or words, but its office is to point out distinctly the 


origin of the article to which it is applied.’’ 
It is common knowledge that candy manufacturers frequently show 





THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


pictorial illustrations of their candies on their packages. All who make 
multi-colored chocolate straws and loaf-shaped mints may use pictorial 
illustrations of them on their packages in whatever arbitrary arrange- 
ment they choose so long as the entire package does not infringe upon 
another’s rights. But the mere arrangement of pictorial illustrations of 
a product upon a package, which is what this applicant claims as an in- 
dication of origin and seeks to register, is not a trade mark. 
The decisions of the Examiner of Trade Marks are affirmed. 


CONSOLIDATED DAIRY PRODUCTS v. GILDENER & SCHIMMEL, INC. 
No. 5639 — Commissioner of Patents — June 4, 1954 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Having filed false affidavits under sections 12(¢c), 8 and 15, petitioner will not 
be heard by Patent Office in reliance upon registration for which affidavits were 
filed. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—COLLECTIVE MARKS 
TRADE-MARK AcT oF 1946—REGISTRABILITY—CERTIFICATION MARKS 


Testimony establishes that mark identified as collective mark in registration is 
certification mark within purview of 1946 Act. 
TRADE-MaRK AcT OF 1946—REGISTRABILITY—CERTIFICATION MARKS 
Use of same word as trade-mark and certification mark on same package is 
incompatible. 
CANCELLATION PROCEDURE—CONFUSING SIMILARITY 
DARI-BEST, for butter, is not confusingly similar to DARIGOLD, for like goods. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
DAIRY, no matter how spelled, can have no real distinctiveness when used on 
dairy products. 


Cancellation proceeding by Consolidated Drug Company v. Gildener 
& Schimmel, Inc., Registration No. 527,620 issued July 11, 1950. Regis- 
trant appeals from decision of Examiner of Interferences sustaining peti- 
tion. Reversed. 
Semmes, Keegin, Robinson & Semmes, of Washington, D. C. for registrant- 
appellant. 


Mason, Fenwick & Lawrence, of Washington, D. C. for petitioner-appellee. 


Leeps, Assistant Commissioner. 


A petition has been filed to cancel the registration of DARI-BEsT for 
butter (Reg. No. 527,620) issued on the Supplemental Register on July 
11, 1950 by the registrant of pariagotp (Reg. No. 375,997) for a line of 
dairy products and animal and poultry feed. Petitioner’s registration 
issued on March 12, 1940 as a collective mark pursuant to the 1938 amend- 
ment to the Trade Mark Act of 1905, and the mark was published under 
12(¢c) of the Act of 1946 on July 27, 1948. The Examiner of Interfer- 
ences sustained the petition and recommended cancellation. Respondent 
has appealed. 
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It appears from petitioner’s testimony that DARIGOLD was, until Sep- 
tember 15, 1930, owned by the United Dairy Association of Washington, 
and on that date it was assigned to petitioner; since at least 1928 peti- 
tioner and its predecessor have used the mark on dairy products, includ- 
ing butter, milk, evaporated and condensed milks, milk powders and 
cheese; and DARIGOLD has been extensively used by petitioner and its li- 
censees and advertised in connection with dairy products distributed 
throughout most of the United States and in a number of foreign countries. 


According to the testimony of petitioner’s president and general man- 
ager, petitioner is a wholly-owned subsidiary of United Dairymen’s As- 
sociation. The Association is wholly owned by the thirty-nine individual 
cooperative dairy associations making up its membership. Petitioner ob- 
tained the registration relied upon in this proceeding in 1940 reciting 
use on ‘‘evaporated milk, butter (salted and unsalted), buttermilk powder, 
whole milk powder, skim milk powder for human consumption, condensed 
buttermilk, cheese, ice cream, bottled milk, homogenized bottled milk, 
animal feeds including skim milk powder, milk mash, egg mash, dairy 
feed, and chick mash.’’ In 1947 it filed an affidavit for publication under 
Section 12(¢) in which it asserted that the mark ‘‘is in use’’ in commerce 
on all of the goods recited in the registration, naming each of them. In 
1953 it filed a combined affidavit under Sections 8 and 15 stating that 
the mark ‘‘has been in continuous use’’ in commerce for five consecutive 
years subsequent to the date of publication under Section 12(c), and 
that the mark ‘‘is still in use’’ in commerce on all of the goods recited 
in the registration, naming each of them. In this proceeding petitioner’s 
president testified : 

A. 33. ‘‘* * * for a while we were selling animal feed, skim 
milk powder, under the DARIGOLD trade name, and that was dis- 
continued. ’’ 

CQ. 34. ‘‘When was that discontinued ?’’ 

A. 34. ‘‘In the course of events I cannot tell you exactly when 
it was discontinued, but it was decided that the DARIGOLD trade mark 
would only be used on the finest quality of products for human 
consumption. ’’ 

CQ. 35. ‘‘Can you fix an approximate date with reference to 
World War II as to such discontinuance, * * * before or after World 
War II?’’ 

A. 35. ‘‘Oh, it was prior to World War II.”’ 

It is apparent from this testimony that the affidavits filed under Sec- 
tion 12(¢) and under Sections 8 and 15 were false. Having filed false 
affidavits in the Patent Office in connection with Registration No. 375,997, 
petitioner will not be heard by the Patent Office in reliance upon it in 
any manner; and to the extent that the petition for cancelation is based 
upon the registration, it is dismissed without regard to other considerations. 

The printed copy of the certificate shows that petitioner stated in its 
application: ‘‘The collective mark is used upon the goods [of applicant 
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and persons duly authorized by it to use the mark] to indicate that they 
comply with certain standards as to quality prescribed by the applicant 
and subject to inspection by the applicant.’’ 

It appears from the record that the DARIGOLD mark although identified 
as a ‘‘collective mark’’ in the registration, is a certification mark within 
the purview of the Act of 1946. 

The testimony shows that petitioner licenses the individual coopera- 
tive dairy associations which are members of United Dairymen’s Associa- 
tion to use the DARIGOLD mark on their own produce under ‘‘stringent regu- 
lations regarding quality of product that can be labeled Darigold and 
sold in the local areas by the member Associations.’’ The licensees, ac- 
cording to the testimony and exhibits, use the mark, together with their 
own names, without any indication of any relationship between them and 
petitioner. Some of them use DARIGOLD GUARANTEED QUALITY on a blue 
diamond-shaped background, some use DARIGOLD Brand, some use DARIGOLD 
Brand and a blue diamond on which appears SEAL OF DARIGOLD GUARANTEED 
QUALITY, and others use merely DARIGOLD. Petitioner itself uses DARIGOLD 
in a trade mark sense and a blue diamond on which appears SEAL OF DARI- 
GOLD GUARANTEED QUALITY in a certification mark sense. Petitioner and 
at least some of its licensees use the word DARIGOLD as a trade mark and 
as a certification mark on the same packages. The two are incompatible. 
If petitioner claims rights in the word as a certification mark, it is cer- 


tifying its own products and it is permitting others to use the certifica- 
tion mark as a trade mark. If petitioner claims rights in the word as 
a trade mark, its conduct in permitting others to use it in the manner 
hereinabove referred to has probably caused the mark to lose its significance 
as an indication of origin. 


The question here is whether or not purchasers are likely, upon seeing 
DARI BEST butter, to assume that it has been certified by petitioner as com- 
plying with certain standards as to quality, or whether it emanates from 
one of the thirty-nine individual cooperative associations which use the 
mark. I do not think they would be. Both marks have certain inherent 
weaknesses and reflect no great ingenuity in selection. DAIRY, no matter 
how it is spelled, can have no real distinctiveness when used on dairy 
products. DARIGOLD and DARI BEST do not look alike, do not sound alike 
and do not have the same connotation. I am of the opinion that in view 
of the nature of the marks as applied to the products and of the various 
uses made and permitted by petitioner confusion or mistake or deception 
is most unlikely. 


The decision of the Examiner of Interferences is reversed. 
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EX PARTE GULF STATES PAPER CORPORATION 


Commissioner of Patents — June 4, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—IN GENERAL 


QUALITY COUNTS, as used on wrapping paper and paper bags sold only to 
institutional and industrial users, is registrable as a trade-mark; mark is a terse 
phrase which suggests that applicants products are quality products; mark means 
a product manufactured and sold by applicant. 


Applications for registration of trade-marks by Gulf States Paper 
Corporation, Serial Nos. 556,724-5 filed January 21, 1948. Applicant 
appeals from decision of Examiner of Trade-Marks refusing registration. 
Reversed. 

Morris Spector, of Chicago, Illinois and Semmes & Semmes, of Washington, 

D. C. for applicant. 


Leeps, Assistant Commissioner. 


Two applications have been filed to register on the Principal Register 
the mark QUALITY COUNTS—one reciting use on wrapping paper and the 
other on paper bags. In view of the substantial identity of the ques- 
tions involved, they will be treated in a single opinion and referred to 
as a single mark. The only difference in the marks is in their display. 
The mark used on wrapping paper is displayed in block letters with the 


initial ‘‘Q’’ and the final letter ‘‘S’’ being larger in size, thus QUALITY 
couNTS. The mark used on paper bags is enclosed in quotation marks and 
is displayed with initial capital and lower case letters. Use on wrapping 
paper is claimed since January 1, 1928 and on paper bags since July 8; 
1906. The marks are claimed to have become distinctive, and evidence 
has been submitted in support of the claim. The Examiner of Trade Marks 
has refused registration, holding that the notation ‘‘is believed to be in- 
capable of functioning as a trade mark to identify or distinguish the goods 
of applicant from those of others.’’ Applicant has appealed. 

Applicant owned Reg. Nos. 263,663 issued on November 5, 1929 and 
273,253 issued on July 22, 1930, both under the Act of 1920. These regis- 
trations expired by operation of law. (Section 46(b) of the Trade Mark 
Act of 1946). 

It appears from the record that applicant’s predecessor adopted the 
mark QUALITY COUNTS as a trade mark in 1906 and it has been continu- 
ously used on and in connection with the sale of paper bags since that 
time. In 1928 applicant increased its production capacity by constructing 
a new mill, and since 1928 the mark has also been used continuously on 
and in connection with the sale of wrapping paper. Exhibits show uses 
as of 1910, 1912, 1914, 1915, 1921, 1932 and the present. 

Sales are made to paper merchants and wholesale grocers which, in 
turn sell to industrial plants, grocery stores, hardware stores, cleaning 
establishments, milliners and other users of paper bags and wrapping 
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and persons duly authorized by it to use the mark] to indicate that they 
comply with certain standards as to quality prescribed by the applicant 
and subject to inspection by the applicant.’’ 

It appears from the record that the DARIGOLD mark although identified 
as a ‘‘collective mark’’ in the registration, is a certification mark within 
the purview of the Act of 1946. 

The testimony shows that petitioner licenses the individual coopera- 
tive dairy associations which are members of United Dairymen’s Associa- 
tion to use the DARIGOLD mark on their own produce under ‘‘stringent regu- 
lations regarding quality of product that can be labeled Darigold and 
sold in the local areas by the member Associations.’’ The licensees, ac- 
cording to the testimony and exhibits, use the mark, together with their 
own names, without any indication of any relationship between them and 
petitioner. Some of them use DARIGOLD GUARANTEED QUALITY on a blue 
diamond-shaped background, some use DARIGOLD Brand, some use DARIGOLD 
Brand and a blue diamond on which appears SEAL OF DARIGOLD GUARANTEED 
QUALITY, and others use merely DARIGOLD. Petitioner itself uses DARIGOLD 
in a trade mark sense and a blue diamond on which appears SEAL OF DARI- 
GOLD GUARANTEED QUALITY in a certification mark sense. Petitioner and 
at least some of its licensees use the word DARIGOLD as a trade mark and 
as a certification mark on the same packages. The two are incompatible. 
If petitioner claims rights in the word as a certification mark, it is cer- 
tifying its own products and it is permitting others to use the certifica- 
tion mark as a trade mark. If petitioner claims rights in the word as 
a trade mark, its conduct in permitting others to use it in the manner 
hereinabove referred to has probably caused the mark to lose its significance 
as an indication of origin. 

The question here is whether or not purchasers are likely, upon seeing 
DARI BEST butter, to assume that it has been certified by vetitioner as com- 
plying with certain standards as to quality, or whether it emanates from 
one of the thirty-nine individual cooperative associations which use the 
mark. I do not think they would be. Both marks have certain inherent 
weaknesses and reflect no great ingenuity in selection. DAIRY, no matter 
how it is spelled, can have no real distinctiveness when used on dairy 
products. DARIGOLD and DARI BEST do not look alike, do not sound alike 
and do not have the same connotation. I am of the opinion that in view 
of the nature of the marks as applied to the products and of the various 
uses made and permitted by petitioner confusion or mistake or deception 
is most unlikely. 


The decision of the Examiner of Interferences is reversed. 
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EX PARTE GULF STATES PAPER CORPORATION 


Commissioner of Patents — June 4, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


QUALITY COUNTS, as used on wrapping paper and paper bags sold only to 
institutional and industrial users, is registrable as a trade-mark; mark is a terse 
phrase which suggests that applicants products are quality products; mark means 
a product manufactured and sold by applicant. 


Applications for registration of trade-marks by Gulf States Paper 
Corporation, Serial Nos. 556,724-5 filed January 21, 1948. Applicant 
appeals from decision of Examiner of Trade-Marks refusing registration. 
Reversed. 

Morris Spector, of Chicago, Illinois and Semmes & Semmes, of Washington, 

D. C. for applicant. 

LreeEps, Assistant Commissioner. 

Two applications have been filed to register on the Principal Register 
the mark QUALITY COUNTS—one reciting use on wrapping paper and the 
other on paper bags. In view of the substantial identity of the ques- 
tions involved, they will be treated in a single opinion and referred to 
as a single mark. The only difference in the marks is in their display. 
The mark used on wrapping paper is displayed in block letters with the 
initial ‘‘Q’’ and the final letter ‘‘S’’ being larger in size, thus QUALITY 
counTS. The mark used on paper bags is enclosed in quotation marks and 


is displayed with initial capital and lower case letters. Use on wrapping 

paper is claimed since January 1, 1928 and on paper bags since July 8; 

1906. The marks are claimed to have become distinctive, and evidence 

has been submitted in support of the claim. The Examiner of Trade Marks 
pies 


has refused registration, holding that the notation ‘‘is believed to be in- 
eapable of functioning as a trade mark to identify or distinguish the goods 
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of applicant from those of others.’’ Applicant has appealed. 

Applicant owned Reg. Nos. 263,663 issued on November 5, 1929 and 
273,253 issued on July 22, 1930, both under the Act of 1920. These regis- 
trations expired by operation of law. (Section 46(b) of the Trade Mark 
Act of 1946). 

It appears from the record that applicant’s predecessor adopted the 
mark QUALITY COUNTS as a trade mark in 1906 and it has been continu- 
ously used on and in connection with the sale of paper bags since that 
time. In 1928 applicant increased its production capacity by constructing 
a new mill, and since 1928 the mark has also been used continuously on 
and in connection with the sale of wrapping paper. Exhibits show uses 
as of 1910, 1912, 1914, 1915, 1921, 1932 and the present. 

Sales are made to paper merchants and wholesale grocers which, in 
turn sell to industrial plants, grocery stores, hardware stores, cleaning 
establishments, milliners and other users of paper bags and wrapping 
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paper. QUALITY COUNTS appears either on the bags themselves or on labels 
applied to cartons and rolls of bags and wrapping paper. Approximately 
15% of the grocery bags used in the United States are made by applicant, 
and more than 100,000 tons of bags and wrapping paper bearing the mark 

are sold annually. Applicant uses a number of trade marks to identify 

specific bags and paper sold by it and it also applies distributors’ trade 

marks to products which it manufactures; but QUALITY COUNTS appears 

on all labels, irrespective of the type of bags or paper and irrespective 

of any other mark used. In addition, applicant makes ‘‘made to order’’ 

paper bags and wrapping paper upon which no mark other than QUALITY 

COUNTS is used. 

Executives of three large competitors have given affidavits to the ef- 
fect that QUALITY COUNTs is an identification of origin in applicant, and 
they recognize it as a well-known trade mark in the paper and bag trade. 

The Secretary of the Paper Bag Manufacturing Institute, a trade as- 
sociation, states in his affidavit that he is familiar with many trade marks 
used in the paper industry, and QUALITY COUNTS designates paper and bags 
made and sold by this applicant. 

Nineteen wholesale paper merchants from Iowa, Alabama, New York, 
Michigan, Tennessee, Virginia, Louisiana, Georgia, Missouri, Massachu- 
setts, Ohio, Oklahoma, Indiana, Nebraska and Pennsylvania have stated 
that they have known of applicant’s use of QUALITY COUNTS as a mark 
identifying its paper and bags for periods ranging from fifteen to thirty- 
seven years. The combined substance of the affidavits is that although 
distributors in a given area purchasing identical items from applicant 
use different trade labels for competitive reasons, the mark QUALITY COUNTS, 
which is used on all products purchased from applicant, identifies the 
product at the manufacturers’ level; the manufacturer is identified at 
the ultimate users’ level by the mark QUALITY COUNTS; and even though a 
new brand name appears on the products manufactured by applicant, the 
appearance of QUALITY COUNTS identifies the manufacturer to the extent 
that QUALITY COUNTS is almost synonymous with applicant. These paper 
merchants buy and sell paper and paper bags manufactured by applicant 
and others. They are representative of purchasers of applicant’s products. 
At least three of them have stated that their customers—the users of the 
bags—refer to and order by the QUALITY COUNTS line.’’ 

The situation here is not analogous to that which was present in 
Ex parte Duvernoy & Sons, Inc., 96 USPQ 174 (438 TMR 296) (Com’r, 
1953), in which CONSISTENTLY SUPERIOR was refused registration for bread, 
cakes, pies and pastries. There the products were purchased by the 
public generally, and it was concluded that under the circumstances there 
present, anyone who believed his goods to be consistently superior should 
be entitled to so inform the public. A situation comparable to the Duver- 

noy case existed in Ex parte Horn & Hardart Baking Co., 88 USPQ 27 
(41 TMR 191) (Com’r, 1950), in which THE PUBLIC APPRECIATES QUALITY 
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was refused registration for a number of food products. Here, how- 
ever, we have a manufacturer’s basic mark which is used as an indica- 
tion of manufacturing origin, even though other marks of the manufac- 
turer or marks of distributors appear with the basic mark. The goods 
are not sold to the general public, but they are sold to institutional and 
industrial users. 

The phrase is not, in my opinion, merely a laudatory expression com- 
monly used to indicate quality of workmanship (CONSISTENTLY SUPERIOR), 
nor is its only function one of conveying to purchasers the idea that ap- 
plicant is conscious of the fact that the public appreciates and wants 
quality and that the products offered by it possess such quality (THE PUBLIC 
APPRECIATES QUALITY). It is, rather, a terse phrase which suggests that 
applicant’s products are quality products. The fact that it may be in- 
formative to the extent that it implies ‘‘quality is important’’ does not 
necessarily preclude its functioning as a trade mark. It has been used 
for another purpose by this applicant for almost half a century. The 
question for determination is: What does it mean to purchasers? The 
record here leads me to the conclusion that whatever its original significa- 
tion may have been, and whatever its present general significance may be, 
when QUALITY COUNTS appears on wrapping paper and paper bags, it means 
a product manufactured and sold by this applicant. 

The decision of the Examiner of Trade Marks is reversed, and the 
marks should, upon completion of informalities in the applications, be 
published. 


COPACABANA, INC. v. BRESLAUER 
No. 30256 — Commissioner of Patents — June 9, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


COPACABANA, for cosmetics and perfumes, is refused registration since pur- 
chasers may be likely to assume that it is in some way sponsored by or connected 
with opposer’s famous restaurant bearing the same name. 


TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
When courts protect famous names and celebrated marks against unauthorized 
use, Patent Office should refuse registration on same theory, namely the false 
suggestion of a trade connection. 
Opposition proceeding by Copacabana, Inc. v. Benjamin F. Breslauer, 
application, Serial No. 597,194 filed May 10, 1950. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Reversed. 


J. Stuart Scharf and A. J. Nydick, both of New York, N. Y. for opposer- 
appellant. 


John P. Chandler, of New York, N. Y. for applicant-appellee. 
Leeps, Assistant Commissioner. 


Application has been filed to register CopACABANA for perfumes, co- 
lognes, face powders, lipsticks, face creams and face lotions. Use is claimed, 



















THE TRADE-MARK REPORTER Vol. 44 T. M. R. 








since April 4, 1950. Registration has been opposed by the owner of the 
trade name COPACABANA, INC. and of the Copacabana restaurant and night 
club. The Examiner of Interferences found that ‘‘there was no reason- 
able likelihood of confusion when the goods of the parties are entirely dif- 
ferent in nature, classification and use,’’ and dismissed the opposition. 
Opposer has appealed. 

Opposer’s testimony shows that the CopACABANA restaurant and night 
club serves an average of 1800 persons per day; it employs an average 
of 230 to 350 persons; it is patronized by persons from all sections of this 
country and from foreign countries; at least $150,000 annually is spent 
in advertising the COPACABANA; ash trays featuring the name COPACABANA 
(approximately 300,000 annually) are given away to patrons; dolls with 
the name COPACABANA on them are given away to patrons during holiday 
periods; the leading personalities of the entertainment world are pre- 
sented on nightly shows; syndicated newspaper columnists, and others, 
throughout the nation publicize the copACABANA thousands of times each 
year; it is featured on radio and television shows; it is not unusual 
for restaurants and night clubs, notably The Stork Club, Versailles and 
El Morocco, to present women patrons with gifts of perfume, compacts 
and lipsticks; sometimes night clubs sell such items; a movie titled 
COPACABANA starring Carmen Miranda and Groucho Marx was made in 
1948 and opposer was paid for the use of the name; and the picture has 
been shown in many places around the world. 

It can hardly be doubted that the CopACABANA restaurant and night 
club in New York City is nationally, if not internationally, renowned. 

The question here is not whether opposer’s food, beverage and enter- 
tainment, and applicant’s cosmetics and perfumes (the only specimens 
filed are labels for eau de cologne) are ‘‘entirely different in nature, clas- 
sification and use,’’ but whether purchasers are likely, upon seeing ap- 
plicant’s eau de cologne bearing COPACABANA, to assume that it is made 
by, sponsored by, or in some way connected with, the opposer. 

It seems to me that the principle announced in Radio Corp. of America 
v. Rayon Corp. of America, 60 USPQ 246 (34 TMR 103) (C.C.P.A., 1943), 
is pertinent to the issues here. There are some famous names and cele- 
brated trade marks which the Courts have protected against use by others 
in connection with completely unrelated businesses and products. For 
example, the designation A & P (Great Atlantic & Pacific Tea Co. v. 
A. & P. Cleaners, 22 USPQ 25 (25 TMR 557) [D.C. Pa., 1934], and Great 
Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, 35 USPQ 444 [D.C. 
Pa., 1937]) ; trrrFany (Tiffany & Co. v. Tiffany Products, 23 TMR 1 [N.Y. 
Sup.Ct., 1932] ) ; punumu (Alfred Dunhill v. Dunhill Shirt Shop, 3 F.Supp. 
487 [D.C. N.Y., 1933], and Alfred Dunhill v. Sumner Restaurant, 67 
USPQ 35 (35 TMR 236) [N.Y. Sup.Ct., 1945] ) ; esquire (Esquire, Inc. v. 

Esquire Bar, 49 USPQ 592 (31 TMR 308) [D.C. Fla., 1941]); BuLova 
(Bulova Watch Co. v. Stolzburg, 72 USPQ 72 (37 TMR 41) [D.C. Mass., 
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1947]) ; CHURCHILL Downs (Churchill Downs Distillery Co. v. Churchill 
Downs, 90 8.W.2d 1041 [Ky. App., 1936]); Lapy estHeR (Lady Esther, 
Ltd. v. Lady Esther Corset Shoppe, Inc., 46 N.E.2d 165 [Tll. App., 1943]), 
and Lady Esther, Ltd. v. Flanzbaum, 54 USPQ 25 (33 TMR 6) [D.C. 
R.I., 1942]); wor (Bamberger Broadcasting Service v. Orloff, 53 USPQ 
228 (37 TMR 276) [D.C. N.Y., 1942]); and cartier (Cartier, Inc. v. 
Parfums Blanchard, 52 USPQ 137 (32 TMR 21) [N.Y. Sup. Ct., 1941]). 
See also Ex parte Galter, 96 USPQ 216 (43 TMR 317) (Comr., 1953). 

When the Courts protect famous names (COPACABANA falls in this 
category) and celebrated trade marks against unauthorized use, the Patent 
Office should refuse registration on the same theory, namely, the false sug- 
gestion of a trade connection. Section 2(a) of the Trade Mark Act of 
1946 prohibits registration in such cases. 

Here, as in the RCA case, supra, we have a case where the term chosen 
by applicant is generally understood to refer to opposer’s place of busi- 
ness. The applicant in the earlier case attempted to justify its use of 
RcA by contending that it was an abbreviation of the first letters of its 
corporate name ‘‘ Rayon Corporation of America’’. In this case, no justifi- 
cation is attempted. 

I am of the opinion that applicant’s use of the well-known and iden- 
tifying name of opposer is likely to cause confusion, mistake or deception 
of purchasers as to source or sponsorship and will inevitably suggest falsely 
a trade connection between opposer and applicant. Registration is there- 
fore refused under the provisions of Sections 2(a) and 2(d) of the Act of 
1946. 

The decision of the Examiner of Interferences is reversed. 


P. E. HARRIS COMPANY, INC. v. KLEIN 


No. 31213 — Commissioner of Patents — June 9, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

MID-SEA (SEA disclaimed), for canned fish and canned shellfish, is confusingly 

similar to MID OCEAN, for canned salmon. 

Opposition proceeding by P. E. Harris Company, Inc. v. William 
Klein, application, Serial No. 598,372 filed May 31, 1950. Applicant ap- 
peals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 

Theodore W. Miller, of Chicago, Illinois for applicant-appellant. 


William G. Mackay, of San Francisco, California for opposer-appellee. 


Leeps, Assistant Commissioner. 

Application has been filed to register MmD-SEA (SEA disclaimed) for 
eanned fish and canned shellfish. Use is claimed since March 13, 1950. 
Registration has been opposed by the owner and registrant of MID OCEAN 
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(Reg. No. 111,636, issued July 25, 1916) for canned salmon. The Exam- 
iner of Interferences sustained the opposition, and applicant has appealed. 
MID-SEA and MID OCEAN create the identical commercial impression. I 
am of the opinion that MiIp-SEA tuna and crab meat and MID OCEAN salmon 
would inevitably cause confusion in the market place. 
The decision of the Examiner of Interferences is affirmed. 
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